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FILMON PROCESS CORP. ’, : 
653-659 llth Avenue Plaintiff : | Civil Action 
New York 36, New York 

‘No. 

Wis 


SPELL-RIGHT CORPORATION 
WILLIAM H. WOLOWITZ, 


oO 
@ 
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COMPLAINT | 
For Damages and Injunction fox 
Patent Infringement and Unfair 
Competition. 
1. . This Court has jurisdiction by virtue of the 
Patent Laws of the United States, Title 35 of the United 
States Code. There is also diversity jurisdiction, with the 
parties being citizens of different states, and the amount 
in controversy exclusive of interest and costs being in excess 
of Ten Thousand Dollars ($10,000.00). This Court has juris- 
diction pursuant to the provisions of 28 U-S.C.1338(d) relating 
to the claim of unfair competition. | 
Dieta a Te plaintiff, Filmon Process corp. is a New York 
corporation having a principal place of business at 653-659 llth 
Avenue, New York 36, New York. | 
3. The defendant, Spell-Right Corporation, is a District 
of Columbia corporation, having a place of business at 335 Cedar 
Street N.W., Washington 12, D. C. | 
4. The defendant, William H. Wolowitz, is president of 
defendant Spell-Right Corporation, and has an office at 335 Cedar 
‘Street N. W., Washington.12, D. C. i 
5. On November 28, 1961, United States Letters Patent 


No. 3,010,553 were duly and legally issued to plaintiff's 


predecessor The Edgecratt Company, 653-659 lith Avenue 


New York 36, New York. Patent 3,010,559 was duly and legally 


assigned to the plaintiff by an assignment recorded in the 
Patent Office at Reel 1203, Frames 297 et seq. Since the date 
of such assignment, the defendants, jointly and severaliy have 


+ 


een and still are infringing said patent 3,010,559 by making, 


» 


oO 


selling, and using a printing ribbon embodying the patented 
invention, Bae will continue to do so unless enjoined by this 
Court. 

6. The plaintiff has notified the defendants regarding 
their said infringement, and notwithstanding this notice the 
defendants persist in their infringement. 

SECOND CAUSE OF ACTION 

7. Tne, plaintiff, and/or its related company The 
Edgecraft Company, formerly sold a typewriter ribbon to the 
defendant Spell-Right Corporation. The defendant Spell-—-Right 
Corporation realizing that such ribbon was patented, namely 


realizing that such ribbon came within the scope of aforesaid 


patent 3,010,559, inserted into the boxes in which it packaged 


Hs 


ts self-correcting typewriter ribbon an insert bearing the 
legend "Patented Construction backing keeps type clean". This 
legend referred to patent 3,010,559. 

a. When the defendant Spell-Right Corporation ceased 
to purchase the printing ribbon formerly sold to it by the plain- 
tiff and/or The Edgecraft Comenrey it still continued to and 
still does insert the aforesaid legend into its package. 

9. By using the aforesaid legend on the aforesaid insert 
in its package, the defendant Spell-Right Corporation seeks to 
and does mislead and deceive its customers regarding the nature 
of its merchandise. Thus, defendant Spell-Right Corporation mis- 


leads and deceives its customers into believing that the defendant 


Spell-Right Corporation owns the patent on the backing which 
keeps the type clean, when in fact the plaintiff owns such 


patent, namely 3,010,559. 


load) - _- 7 | 
10. The plaintiff Filmon Process Corp: is a manufacturer 


— 


of precision cut ribbons. Its personnel have had many years 


@ 
| 
experience in the design and development of eq pment for the 


manufacture of precision cut ribdbons of all types, and in parti- 
cular ribbons used for printing and typewriting. 


fi's personnel have developed through the 


ek 


PL Plaine 
years Many processes for manufacturing precision cut ribbons, and 
one of the principal assets possessed by the pl aintiff is its 


know-how in the field of manufacturing precision cut ribbons. 


12. Defendant Wolowitz approached pla sonnel 
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and advised such personnel that he was ee in merchandising 
| 


new products employing plaintiff's ribbons. He repeatedly assured 


| 
plaintiff*s personnel that he did not intend to compete with the 


- 


plaintiff, but that he would become a large user for the plaintiff's 
products. 


13. Upon the strength of these representations, plaintiff's 
personnel demonstrated to defendant Wolowitz many On: plaintiff's 


trade secrets which plaintiff developed in connection with the manu- 


| 
1 
1 


- 


facture of precision cut ribbons. Plaintiff's personnel gave 
defendant Wolowitz this information in the belief that it would 
assist defendant Wolowitz in exploiting the sal le of merchandise 
manufactured from plaintiff's products. : 

14.. Having obtained plaintiff's information and know-how 
on the basis of the aforementioned representations that he would 
not compete with the plaintiff, defendant Wolowitz and defendant 


Spell-Right Corporation, jointly and severally, have commenced 


Maniny and selling ribbons in direct competition 


the plaintiffi to the serious detriment and damage of the plaintiff. 

15. The ribbons made and sold by defendant Wolowitz and 
Spell-Right Corporation are inferior in design and construction to 
ribbons manufactured by the plaintiff. However, prior to the 
manufacture of such ribbons by defendants Wolowitz and Spell-Right 
Corporation, there was no other manufacturer of such ribbons anywhere 
other than the plaintiff or firms or corporations manned by plein- 
tiff's officers and agents. 

16. The persons in the trade to whom the defendants Wolowitz 
and Spell-Right Corporation sell their goods believe that the ribbons 
used in defendants’ merchandise originated with plaintiff. This 
belief is reinforced in many cases by the knowledge that the plaintiff 
previously supplied such ribbon to the defendants, and/or the use by 
the defendants of the legend " Patented Construction backing” in the 
inserts which accompany defendants' merchandise. 

17. By virtue of the erroneous belief occasioned because of 
the facts set forth in the next preceding paragraph, and because of 
the inferior quality of the ribbon made and sold by the defendants, 
the plaintiff's reputation in the trade has been seriously damaged. 

WHEREFORE plaintiff prays for: 

(a) A preliminary and final injunction against further 
infringement by defendants and those controlled by defendants of 
plaintiff's patent 3,010,559. 

(>) An accounting for profits and damages. 

(c) Plaintiff's attorney fees. 

(d) Plaintiff's award pursuant to the provisions of 


35 U.S.C. 292 by virtue of the acts herein complained of in plain- 


tiftt's Second Cause of Action. 
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eliminary and final injunction against the acts 


+e 


of unfair competition committed by the defendants herein compleined 


(fF) An assessment of costs against defendents. 
+ 


(g) Such other and 


just and proper. 


Of counsel: 


Arthur H. Seidel 

Edward C. Gonda 

Land Title Building 
Philadelphia, Penna. 19110 


801 Washington Building 
Washington 5, D. C. 
District 7-8448 
Attorney for Plaintiff 
| 
| 
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: Civil Action Ho. 2514-53 
SOLLLAIGET CORFORATIGN, : 
WILLIAM GS. WOLONITZ, 
4 De Tencants $ 
| 
AMENDNEAT TO COMPLAINT 
cn tern RN EET RRA, CE Ca AE TEA 
4 ce . 
, New comes tha pieintiff, and moves for permission to 
: anenc tae Complaiat in the elave-entitied matter as rollovss 
2. In paragraph 7, line 2, cwuacel *®soid”® and subdstig 
tute therefor -— processed --; after "to*, insert = ba sold by <-. 


Ze In paragragh 8, line 2, cencel “sold to it™ and 
Gudstitute wnerefor -= processed <=, 


Respectfully subsitted, 


trvin A. Lavin 

662 Washington Suilding 

Washinston S$, De C. 

DI 7-848 

Attorney for rlaintiff£ 
GL Counseis 


Arthur h, Seidel 
iGwercn CC. onda 

Lend Title building 
Priladelohia li, Penna. 


eéillian 5. Hall, attorney for the defendants, hereby 


Stipuiates that the above Amendment to the Complaint aay be entered. 


Widiaah De Wadd 

SU4 Ring Suillding 
washington 6, D. C. 
Attorney for Derendants 
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IN THE UNITED STATSS DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 
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| DEFENDANTS" ANSWER AND 
COUNTER CLAIN : 


! i, Defendants Answer | 
| 


Defendants answer the complaint of the Plaintiff as 


follows: ! | 


we Defendants edit thet this Court hae Jurtedietion 
of the First Cause of Action named in the Complaint, namely, th: 


suit for patent infringement. ‘The other atlegations of Paragrapt 


1 are dented. The parties are not citizens of different states 
since Defendants are residents of the District of Columbia. 


Be Admitted. Cat hape neonts ian coe Cy ise 
‘ , ror a the as gir 2 ‘ > Zl « 
3. Admitted, © «sf A 


&, Admitted. | 


First Cause of Action 
| 
5. Denied, except that Defendants admit that on Nov 
ember 28, 1961, United States Letters Patent 3,010,559 issued 
te Rdégecraft Company. Defendants particularly deny infringemen 
of said patent. Defendants admit that there is an assignment 
recorded in the Patent Office at Reel 1203, Frame 297 et seq., 
purporting to assign Patent 3,010,559 to the Plaintiff. 


6. Denied. 


Second Cause of Action 


{ 

7. Denied, except that the first sentence, although 
- fnaccurate in some Getalls, is essentially true. See paragraph 
gf inte, for @ wore accurate statement of the facts. 


Denied. 


Denied. 


Third Cause of _totton 


{ 
10, Admitted. : 


bare 
are Denied. 


: 1. Denied, except that ine first sentence of this 
Paragraph is admitted, and also that Wolowits indicated that 
SPELLFight Corporation would beome a large user for the P 
products. - | | 


: 3 13. Denied. 
14. Denied, 


15. Denied, except to the extent that Defendants admit 
| at Plaintiff is and has been a dominant wanufacturer of ribbon 


i 16 e Denied. <r : 


17. Denied. 


18. Plaintiff has misused, the patent in suit by 
iciously sending, after this suit was on file, in bad faith 
pnd without substantial investigation, nunexous notices of 
infringement of said patent to Defendant SPELLright' s retail 
customers, for the purpose of driving Defendants out of busi- 
| | ess and enabling the Plaintiff to gain a Limited monopoly 
| 
| 


Affirmative Defenses 
| 
| 
| 


bver materials that Pleintirt freed from its alleged patent 
onopoly and for the further purpose of taking the law into 

Rts own hands and circumventing the judicial processes or 

: his Court to which the controversy had been committed. 

bther acts of; misuse are stated in detest in paragraphs 3% : 
o 42 inclusive, infra. Moreover, Plaintiff is a dominent Se 


| 
: | | processor of typewriter ribbons, and is alleging 4n this _ = = 
| 


t that it accepted an agreement that Defendants would not oe 
rompete with it (Complaint, par. 12, 14), and it has brought sas 
& a suit in qn atteupt to enforce said alleged 


agreement in restraint of trade; which was illegal at comaon law 
as well as ‘in violation of the antitrust laws, 15 U.S.C, 1, 3; 
wherefore Plaintiff 4s in this court with unclean hands end may 


not recover. 


ig. Piaintiff is charging as an infringement the very 
materiais which it processed for Defendant Speliright as mre 
fully explained in paragraph 34, infra, wherefore Defendants 
assert a license. 


20. Defendants aver that United States Letters Patent 
No. 3,010,559 is invalid and void for the following reasons: 


(a) The alleged invention purported to be patented 
thereby was known or used by others in this country, or patented 
and deacribed in a printed publication in this or a foreign 
counts'y; before the invention thereof by the an Tor patent, 
dus notice as to which will be given; _ 


(b) The alleged invention purported to be patented 
thereby was patented or deseribed in 6 printed publication in. 
this or a foreign country ox in public use or on sale in this 
country, more than one year priox ta the date of the. application 


fer patent ‘in the United States, due notice as to which will be 


¢ 
) 


givens. 


(c) The alleged invention purported to be patented 
thereby was described in a patent granted on an application for 
patent by gnother filed jn the United States before the alleged 
invention thereof by the applicant for patent, due notice | as to 
which wi22 ibe given; E 

} 5 
(d) ‘The applicant a not himself invent the subject 
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e) Before the applicant’ 5 invention thereof 
the alleged invention was made in this country by another who ° 
had not abandoned, suppressed, or conceaied it, due notice as 
to which will be given; 


f) In view of the state of the art prior to 
the alleged improvements purported to.be patented thereby,as 
shown by prior patents and publications, due notice as to which 
will be given, no exercise of invention was involved in said 
alleged improvenents, but the same, or all waterial or sub- 
stantial parts thereof, was obvicus at the time the alleged in- 
vention was made to @ person having ordinary skill in the art 
to which the subject matter pertains; | 


an The specification does not contain a@ written 
Gescription of the alieged invention purported to be patented 
thereby, and of the manner end process of making and using it, 
in such full,| clear and concise teras as to enable any person 
sxilled in the art to which 1t pertaine or with which it 1s most 
clearly connected, to make and use the same; I 


h) tue specification Goes not conclude with one 
or‘more lain particularly pointing out and distinctly claining 
the subject matter which ee 
invention. 
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22. piaintife filed this silt, mowing St to be 
groundless, ee 
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22, For the reasons set forth in this Answer and 
Counterclaim herein, Plaintiff has brought this suit in dad 
faith, and Defendants are therefore entitled to a reasonable 
attorney's fee as provided in 35 U.S.¢c. 285. 


WHEREFORE, Defendants pray that the complaint be dis- 
missed and that Defendants be awarded costs and reasonabie 
attorneys’ fees together with such other relief as the Court 
Geems just and proper in the circumstances. 


II. Counterciain 


Defendants (Counter-Plaintiffs) as a counterclaim to 
the complaint allege as follows: 


23. This Court has jurisdiction over the counterclain = 
| stnee the Defendants (Counter-Plaintiffs) are residents of the 
«| pastrict of Columbia, and the Plaintift (Counter-Defendant) is : 
a corporation’ of New York, and the anount in controversy in 
| the counterclain, exclusive of interest and costs, exceeds 
| $10,000.00. | et 


ae Defendant (Counter-Plaintif?) SPELLright Corpor 
ation is a District of Columbia corporation, having a place of 
business at 339 Cedar Street, N. W., Washington 12, D. C. 
| 


25.' Defendant (Counter-Plaintitr) William H. Wolowitsz 
| has an office! at 335 Cedar Street, N. Wes ame ate Dd. cs 
[220 46 0 resident of the District of Columbia, 3 


| 
sy 
| 
| 
| 
| 
| 


fs Pieris 
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26. Plaintiff (Counter-Defondant) ‘Filmon Process 


Corp. is a New York corporation, having a principal place of 
business at 653-59 lith Avenue, New York 36, N.Y. 


First Count ( Counterclaim) 


| 


27. The First Cause of Action of this counterclaim 
arises under the Declaratory Judgments Act, 28 U.S.C. 2201, _ 
and prays for a declaratory judgment upon all of the issues 
rained in thé Firat and third Causes of Action of the compleint 
and the answer thereto. gains Sr exists as to each 
and every one Of these issues. 


28. Defendants (Counter-Plaintt fs) deny that the 
patent in suit is valid, and further deny infringenent thereof, 
ali for the reasons set forth in the Defendants! Answer to the 
Complain’; and pray for a declaratory Judgment holding the 
patent invalid and not infringed. “ 


29. Defendants (counter-Piaintifte) were licensed 
to use the matertax furnished to then indirectiy by Flaintitt 
(counter-Defendant) and pray for a declaratory Judgnent de 


this license. : 


= Defendants (comter-t2statirte), aver that Plainti 
( counter-Defendant) misused its patent, and also isin this 
court with unclean hands, sod prey fue a Gecieretcry dudgnent 
as to euch miguse and unelean hands. : cot roa : 


Shee a Shc aA 


31. ‘Defendants (Counter-Piaintifts) allege that 
Plaintiff ( Gounter-Defendant) has no, and indeed never had any 
trade secrets and pray for @ declaratory judgment to that 
effect. 


32. Defendants (Counter-Plaintiffs) having denied 
the essential allegations as to the Third Cause of Action set 
forth in the Complaint, and pray for a declaratory judgment 
on the issues set forth in said Third Cause of Action. 


Second Count { Counterclaim) 


. 
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33. Defendant (Counter-Plaintiff) SPELLright Cor- — 
poration brings this Second Cause of Action against .Plaintifr¢r 
' (Counter-Defendant) Filmon Process Corp. 


34. Defendant (Counter-Plaintitf) SPELLright Cor- 
‘poration approached Plaintiff (Counter-Defendant) Filmon Process 
Corp. for ae purpose of arranging the purchase of a quantity 
of ribbon ees for use in &@ new pelf~correcting typewriter 
ribbon, Plaintift (counter-Defendant) Pilmon Process Corp. 
stated to Defendant (counter-Plaintirt) SPELLright Corporation _ 
that it (Pilmon) hed in atock a larne quantity of material. 
belonging to Schuartzenbach Huoer Co, which Plaintirr (comers 
Defendant) sbates it could process to meet Defendant (Counter- 
Piaintiff) SpaLiight's requirenents, . Plaintiff (Counter~ 
“ Defendant) Filmon Process Corp. and ‘Pefendant Se 
ae Denpernsson then mutually] agreed. that if Defendant 


ee sears 

' mi og ee x 

H ‘ Pe: a " v 
' 

5 


3 SPELLeight Corporation; and moreover, Plaintiff (Counter- 
aaa) thea sent. notices of abet 2 infringeuent to Defe oS 


(Counter-Pleintiff ) SPELLright pucchesed its ribbon material 
pursuant roe the arrangesent then worked coe that Defendant 
(counter-Plaintiff) SPELLright Corp. would have the exclusive 
Pight (limited to self-correcting ribbons) to purchase ribbon 
material processed by Plaintiff (Counter-Defendant) Filmon 
Process Corp. According to the above “arvengencnt” Defendant 
(Counter=Plaintiff) SPELLright Corp. was to place its order 


with Schwartzenbach Huber Co., and pay that company, whereupon 


Plaintiff (Counter-Defendant) Filmon Process Corp. would proces: 
the material to meet Defendant (Counter-Plaintiff) SPELLxight's 


requirements. SPELLright did so so place its order and vay for 
‘. the groods. the gooda thus purchased 1s the transaction des ped 


somewhat inaccurately in the Complaint (par. 14), as follows: 


“the plaintiff, and/or its related company me 
Edgeeraft Company, formerly cold a typewriter 
ribbon to the defendant Speti-nigit Corporation." 


Defendant (counter-Plaintatr):§ SPELLTight Corporation began the 


mamifacture and sale of self-corresting ribbons using said bdpr 


~~ paterial furnished by Plaintiff (Counter-Detendant ) Filson Pro 
_ cess corp. whereupon Plaintirty (Counter-Defendant) Filmon F 


‘eess Comp. breached the agreeuent with Defendant (Counter~Plainkitr) 
> SPELLright Corporation and arranged for the supply of the materjal —° 
- An large quantity to Raton Allen Corporation so that tt eal 


compete on) a large scale with Defendant, (Counter-Platutite) 


(Counter-Plaintiff) SPELLright Corporation's customers alleging 
that the latter's self-correcting ribbons constituted an in- 
fringenent ‘of Plaintif?'s patent, even though the customers to 
whom these letters were sent purchased from Defendant (Counter 
“Pleintiff) SPELLright Corporation nothing other than the self- 
correcting ribbons made with the material which Plaintiff 
(Counter-Defendant) Filmon Process Corp. processed for Defendan 
(Counter-Plaintiff) SPELLright Corp. purauant to the above 
arrangement. : 


35. As a result of the foregoing acts, Defendants‘ 
{counter-Piaintiffs® ) saies have been impaired, and Defendants 
(Counter-Plaintiffs) have lost sales and reputation, and have 
been serious injured in the eyes of their customers, the damage 
exceeding $10,000.00 exclusive of interest and costs. Moreover 
‘Defendants (Counter-Plaintiffs) claim damages in an amount e¢ 
to the profits mate by Plaintiff (Counter-Defendant) Filmon 
Process corp. and Eaton Allen Corp. as a result of the aforesaid 
warranted competition, ‘This latter amount is uot known to 
Defendant (Counter-Pisintitf) SPELLright COrP es — will be 
added by een hereto when determined. 

Z . htt Count_(Counteretain 
Plaintiff’ (counter-Detendant) maliateualy and in 
bec 3 fein circulated Defendant (Counter-Plaintiff) SPELLright 
Corporation's customers with noticen|\of patent infringement, whe 


} : ¥ . * t mae defen . ~ 


| 


| 
| 


there ves absolutely no basis for the charge of patent infringe- 


ment, Lor the purpose of injuring Defendant (Counter-Plaintifr) 


SPELLright Corporation's business. ‘This was done for the purpose 


of harassing an¢ annoying Defendant (Counter-Plaintiff) SsPELLright 


Corporation and destroying its business. Had Pleintirr (Zounter~ 


Defendant) Filmon Process Corporation made even the slightest 
investigation of the producta being seld by the companies to whom 
the said notices of infringement were being sent, Plaintiff? 


(Counter-Defendant) Filmon Process Corporation would have seen at 
once that the self-correcting typewriter ribbons Seing sold were 
chose monufactured with the material processed by Plaintiff 
(Counter-Defendant} Filmon Process. Corporation itself and which, 
of. course, Defendant (Counter-Plaintict) SPELLright Corporation 
had a clear right to UBC. 


3%. Typical of the notices of infringexent sent 
maliciously and in bad faith by -Plainticf (Counter-Defendent) 
is one sent to S. Kann Sons Coupany Departaent Store, 8th Street 
and Market Place, Washington, BD. C., and reads: as follows: 


"eaeauR BR, SEIDEL 9 i> 
Lang Title Building 


Philadelphia 20, Pennsylvania 


3 D. Ge 


Re: Filmon Process. ecm va. 
Speil-~ Right Corporation and Wiljjan — 
U. S. District Court for the 
District of Columbia. | 


jentlomen: 


i am counsel for Filmon Sone Corporation, . . 
whe: 2 plaintiff in the above a raw suit. 


Section ~—__... bar 


i ’ 
' | 
; ‘ 


of the material processed by Plaintiff (Counter-Defendant) Fil-~ 
mon Process Corp., and that Defendant {Counter~Plaintirr) 
SPELLright Corp. was licensed to use it. ‘The notice of ine 
fringencnt to S. xann Sons Company was sent in bad faith, and for 
the malictous purpose of injuring Defendant (Counter-Plaintiff) | 
SPELLright Corp. in its business; wherefore, Defendant (Count 
Plaintiff) SPELLright Corp. demands a preliminary and final in- 
Junction against the sending of letters of this kind and prays 
for an order by the Court directing Plaintiff (Counter-Defendant) 
to retract said notice. | 


40. AS & result of the foregoing notice, S, Kann Sons 
Company has refused to deal further with the SPELLright Corp. 
and said notice as well as notices circulated to others have or 
wili injure Defendant (Counter-Plaintiff) SPELiright Corp. in 1 
business to an extent in excess of $10,000.00, exclusive of 
interest and costs, unless Plaintiff (Counter-Defendant) is en- 
joined by this ‘Court, anda Defendants (Counter-Plaintiffs) pray 
for damages to be awardod therefor. Defendants (Counter- 
| Plaintiffs) ere not able at this time to assess the exact amount 
of damages, but will pray for ieave to amend this Counterclain 
and to state the quantity of damges specifically. : : 
| 
| 
| 
| 


ete oe ee 
> . 


- Fourth Count (Counterolain) 


: 41. When Defendant (counter-Piaintife ) SPELLYI ght 
Corp. approached Plaintiff ( Counter-Defendant) Pilmon Process 
Corp. as aforesaid, it ceoloned, <= confidence, to eracnes te : 


( Counter-Defendant) trade secrets and confidential information 
in connection with self-correcting ribbons, a business in which 
_ Plaintiff (Counter-Defendant) had not therstofore engaged. 
Plainticr (Counter-Defendant), upon information and delter, 
seeing the merit in Defendant (Counter-Plainticf) SPELLright's 
trade secrets and information, disclosed the same to a larger 
mamifacturer (Eaton Allen Co.) of ribbons, and aided and 
abetted it to compete with Defendant (Counter-Plaintiff) 
SPELLvight so that Plaintiff (CountesDefendant) woulé have 

a larger market for the material it was processing. Upon in= 
formation and belief, the information and trade secrets thus com 
municated to Eaton Allen Co. were of great value to the latter 
in competing with the Defendant (Counter-Plaintiff) SPELiright. 
wherefore Defendant (Counter-Plaintirf) claims the profits of 
Plaintiff? (Counter-Defendant) and of Eaton Allen Co. gained frou 
the use of said trade secrets. Defendant (Counter-Plaintiff) — 
SPELLright will use the judicial proceases of this court to 
determine the amount Gue and will then auenj its pleadings to 
advise the Court as to the ancunt olained. 


| 


See .  Eafth Count {cusaters Laim) 


42, Plaintist (contenecesta) dominates the 
ceteas known as a “converter" for typesriter ribbons. Eaton 
- Allen Co. te a dominant producer of one of the component materi-|__ 
ais weed tn)selt—oorress te <tc co eee 


- 
=i} 
| 
| 
| 


| Just and proper. 


Plaintiff and Eaton Allen Co., on information and delief, con- 
spired to drive Defendant (Counter-Plaintiff) out of business, 
in violation of 15 U.S.C. 1, and 15 U.S.C. 3, and thus give 
those two concerns a complete monopoly in the business of self-= 
correcting ribbons. Some of te acts which were the result 

of this conspiracy included the malicious sending of groundless 
notices of infringement to Defendant (Counter-Plaintiff) SPELL- 
right's customers, the filing in bad faith of the esauaene 
infringenent suit set forth in the Complaint, the sale by 
Eaton Allen Co, of self-correcting ribbons at an unreasonably 
low price, andi possibly other acts to be added after further 
discovery. Wherefore, Deferdant {Counter-Plaintiff) SPELLright 
has had ita growth stunted, has lost customers, has had its 
reputation injured, and has been damaged in the amount of 
$250,000.00. It therefore claims triple damages in the eount- 
of $750,000.00 plus costs and a reasonable attorney fee as pro- 
vided in 15 U.S.C. 15. 


~ WHEREFORE, Defendants (Counter=Plaintiffs) pray for 


the relief sought in the five counts of the counterclain pilus 


costs and such other ami further relief as the Court finds - 


Respectfully submitted, ., 


Attorney for Defendants 
hora ate 6, De Ce 


f 
j 
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HE UNITED STATES DISTRICT COURT 
R Tri SISTRICT CF COLUMBIA | 


TN % 
f 


t 
tr] >} 


FILMON PROCESS CORP., 


| 
Plaintiff | 


v. Civil Action No. 1514-62 
| ; 
SPELLRIGHT CORPORATION, | 
WILLIAM H. XOLOWITZ, 
Defendants 


ee 86 8 ef 8 oF 86 OF 


i} 
' 


REPLY TO LEFENDANTS' COUNTERCLAIM 
a 0 


The plaintiff repeats herewith alll of the ellegations 
in the Complaint and the prayer asscciated therewith. 

de The allegations of paragraphs 23, ZTipUlgit Sty) Soin 
33, 40, 41 and 42 are denied. | 

2 The allegations of paragraphs 24, 25 and 26 are 
admitted. . 
3. As pertains to the allegations of paragraph 28, 
the patent in suit was lawfully issued, is ealiae ena is and has 
been infringed by the defendant. The reasons et forth in defendants’ 
Answer are insufficient to invalidate the patent Ss Suit or overcome 
the prima facie presumption of validity. Aecordingly, any ellega- 

ions in defendants* Answer which may be ineerporated by reference 

into paragraph 2S are denied. | 

uy As pertains to the a tecations of paragraph 29, 
defendants never had any license under the patent oe Suit except 
that which may be implied as pertains to the right to use and sell BY 
material processed by the plaintiff. If the material processed by the : 


plaintiff was not reprocessed by the defendants, no charge of patent 


| 
infringement fer use or sale of the same by the defendants is being 


alleged by the plaintiff in this suit. 


i 
| 
| 
| 
| 


S$. The allegations of varapraph 34 are so intertwined 
with lengthy statements, some of which could be admitted, some of 


which are denied, and some of which the plaintiff is without informa- 


tion, that accordingly, paragraph 34 is denied in its entirety. By 
way of example, it is specifically cenied that the parties ever agreed 
to an arranzement whereby either defendant had any exclusive rights to 
purchase ribbon material processed by the plaintiff; it is denied that 
the plaintiff ever breached any agreement with either defendant; and 
it is denied that the plaintiff ever arranged to supply material in. 
large guantity to Eaton Allen Corporation so that it could compete on 
é& large scale with defendsents. Further, it is specifically denied 
that the defendants have sold "nothing cther" than the self-correcting 
ribbons mace with the material which the plaintiff processed for the 
cefendcants. 

€. The allegations of paragraph 35 are denied. 

, 7. The allegations of paragrapn 365 are denied. Howe 

ever, it is admitted that notices making reference to the present 
Suit were forwarcec to purported customers of defendant SPELLRIGHT 
CORPORATICH. 

$6. The allegations of paragraph 37 are denied. Howe 
ever, it is admitted that the letter reproduced in this paragraph 
purports to be a true copy of a letter sent by couasel for the 
plaintiff to the addvessee stated therein. 3 

$9. The allegations cf paragraph 38 are denied since 
the pleint ff is without sufficient information to admit or deny 


the same. However, this paragrapn does quote verbatim the first 


sentence of paragraph 7 of the Complaint. 


yi 


However, it is admitted that a notice, corresponding to the notice 


reproduced in parag 


Further replying to the Counterclaim of the defendants, 


Li. The plaintiff has communicated to al2 persons or 


entities who received a comsunication corresponding to the sudject 


2 


manner in which the infringing ribbons originating from the defendants 
may be readily ascertained with respect to the non-infringing ribbons 


originating from the defendants. 


12. On information and belief, there is no basis whatso- 


ever for the allegations in the Counterclein. 


| 
WUERETORE, the plaintiff prays that the Counterclaim 


be dismissed with prejudice, that the plaintiff have the relief 


prayed for in the Complaint, that plaintiff have attorney fees for 
| 


defending against a groundless Counterclaim, and such other relief 


as provided for by Rule 1Li({F.R.C.P.) or deemed just by the Court. 


Irvin A. Lavine 

801 Washington Building 

Washington 5, D. C. 

DI 7=-8548 | 
Attorney for Plaintiff 


of Ceunsels 


Arti.ar §. Seidel 
Ed:v:ard ©. Gorda 

Land Tacle Suilding ; 
Prilacelphia 10, Penna. 


CERTIFICATION OF SERVICE. 


It is hereby certified that a true copy of tke foregoing 
document was sent by First Class Mail, postage prepaid, to William D. 
Hall, $6% Ring 3uildings, Washington 6, D. C., attorney for defendants, 
this day of duly, 1963. | 


i 
' 
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FiLes: 
8 | JUN2 2 1954 | 
| BARRY IL BUL, Clock es 
3 oe UNITED STATES DISTRICT COURT : sae | 
FOR THE DISTRICT OF COLUMBIA 
" FILMON PROCESS CORP., ) | 
Plaintiff, a 
| VS . CIVIL ACTION ee : : : | 
SPELLRIGHT CORP., ) NO. 1914-63 “Sivas ke | 
WILLIAM H. WOLOWITZ, and ) SNES wee 
| EATON ALLEN CORP., ) i > | 
| : | Defendants. ; 
| if 
| ORDER i f 
| Upon consideration of defendants’ objections plaintiff's 
| requests for. admissions 5 through 27, and interrogatories 94 through 
| 97, together with plaintiff's points and authorities on saidcob- 3 
| jection, and the dismissal without prejudice of counts two, three, : : te 
four, and five of defendants’ counterclaim, it is this 22nd day of ee 
| June, 1964, ; =, 
| ORDERED, that defendants’ objections to plaintiff's inter= 
| cogatories and requests for admission should be and hereby are - ee Be 
| , Sustained. ee ag : | é es en | es . 
: . Ps | 2 


ae 


| 
| 


IN THE UNITED staves DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


FILMON PROCESS CORP., | 
-Plaintifé, 

: | 
ve Civil. Action 1514 - '63 


SPELLRIGHT CORP., 
WILLIAM H. WOLOWITZ, 


Defendants. 


MOTION TO DISMISS COUNT ix OF THE 
COMPLAINT | 


i 


Now come Delendants ané move for a sudgment dismiss- 
. | 
ing Count Ii of the Compiaint, on the ground that it fails to 


state a claim on which relief may be granted. 
| 


Detailec Grouncs For The Motion 
Count II is repeated substantially vernatim in the 
‘pretrial order which in¢identalily further shows thac Piaintitt 
attempted to amend its pleading to correct some of the defici=- 


encies herein pointed ous. The amendment was denied by the 


Assistant Pretrial Examiner and her decision was upheld by the 


Court. 


The applicesie statute is 35 U.S.C. 292. -the 


second and third sentences of the statute are plainly inapplicabi 


| 


to this case. The second sentence deals only with an “unpatented 


article® and Plaintiff's Complaint not only has no allegation 


to that effect but clearly alleges that the article in question 
is covered by a patent. Thus the second sentence of the statute 
is inapplicable. | 

The third sentence of the statute deals with arti- | 
cles marked “ Patent Pending" or the like. ‘The Complaint has 
no allegation along this line. 

Therefore, we will compare the Complaint with the 

first sentence of the statute. 


The first few words of the statute are: 


"Whoever, without the consent of the patentee***® 
(Emphasis added) 


The Complaint makes no allegation along this line and Plaintiff's 
attempte@ amendment to its pleading to supply this deficiency 
was refused. 

The next words of the statute are: 


“marks upon, or affixes to, or uses in advertising 
in connection with ***" 


_ The Complaint mentions an “insert” in the box, which is quite a 
' @ifferent-thing than the things referred to in hotettte: 
Plaintiff's proposed amendment saying that Defendants used the 
word “patented” in advertising material was refused. 
‘The next few words of the statute are: 
“made, used or sold by him ***" 
There is no allegation in the Complaint that Defendants made or’ 
used the ribbons in question. The Complaint does say that Defen- 


dant Speliright formeriy solid a ribbon made with Plaintiff's 


material but no claim of false marking was made with xespect to 
these ribbons. The Complaint also alleges that thereafter 
Defendant Spellright continued to put the insert in the box but 
it does not say that the ribbons were sold. 

It is obvious that the Comprar does not allege 
anything similar to the next few words of the statut ce which are: 


“the name or any imitation of the name of the 
Pee the patent number weieae™ 


The next few words of the statute read: ! 

“or the words ‘patent", ‘patentee’ err | the lixe **%" 
This part of the statute does not extend £0 the word “patented” 
for the words "patent" or “patentee” here refer to a particular 
patent ox person, not to he general issue of whether the device 
is patented. The difference between “patent” and “patented” 


is made clear in the second sentence of the statute. The mere 


use of the words “Patented” or "Patented Construction” aoes not 


necessarily import that the maker or seller of the merchandise 


The next few words of the statute are: 


“with the intent of Sountecteniing or imitating © 


the mark of the patentee” *** | 
| 
There is no allegation that the patentee ever marked anything 


under its alleged patent, much less that Defendant had an intent 


to imitate that mark. 


“ The final few words of the statut ce read: 


“with the intent *** of deceiving the public and | 
inducing them to believe’ thet the thing wes made 
ox sold by or with the consent of the patentee.” 


| 
| 
| 
| 
| 
| 


The Complaint alleges something quite aifterent fran the above, 


| 
| 


namely, that Defendant seeks to misrepresent that nature of its 


merchandise. The Complaint also alleges that the marking did 


eeceive Speliright's customers as to the ownershiv of the vatent. 
As for ee ces point, it is noted eee the Complaint alleges 
that Spellright did deceive, but it does not allege an intent to 
deceive as to ownership of the patent. Moreover, ownership of | 
the patent is quite a different thing from-that forbidden by | 
the statute which is “inducing them to believe that the thing was’ 
made or sold by or with the consent of the patentee". 


The last few words of the statute refer to the case 


where Plaintiff owns the patent and Defendant intends to deceive 


the public by inducing them to. believe that Plaintizt made. the 
article or gave consent to Defendant to make the article. In 
contrast, the pleadings in this case say that Defendant represen 
that Plaintiff does not own the patent but that Defendant owns it. 
Earlier in the statute it is made clear that in. 
the case where Defendant misrepresents himself aoene "patentee" 
(that is that he owns the patent), he must in order to be guilty 
ao a “with the intent of counterfeiting or imitating the mark 


of the patentee." Since there is no such allegation in the Com- 


plaint, the alleged misrepresentation of ownership is not action= 


able. 


It is noted that Plaintiff moved to amend its 
pleadings to conform with the last few words of the first sentence 


of the statute and the amendment was denied. 


In view of the foregoing, Count II fails to state a 


claim on which relief may be granted. 


Moreover, the Complaint should be dismissed since 


a corporation may not being an informer action of this type. 


| 


| 


Respectfully submitted, 


“| 
William D. Hall 
Attorney for Defendants 


| 
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EPs Bas Maile} d BVO ME Ya SISTAIeT COURT 
FOR Tae LISTRICT OF COLUMSIA 
SIELMGie PROCESS CORP o, ) 
Plaintiff, ) 
Vv. ) Civil Action 
SPELLNIGHT CORP. ,. ) Ko. 15146-' 


WILLIAM . wOLOWITZ, 


efenéants. 


OnDER OW MOTION TO DISMISS 
COUNT IL OF THE COMPLAINT | 


Upen consideration of Defencants’ "Motion To Dismiss 
Count II of the Complaint", the Memorandum of Points anc Authori- 
ties in support of anc in opposition to the Motion, ¢ the ar- 


guznents of counsel on February 10, 1967, it is 
ORDERED, that the Motion is denicd. 


ENTERED this @ey of February, 1567. 


Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


FILMON PROCESS CORD., ) | 
Plaintiff, =~  ) 
Vv. +) ’ Civil a Reto No. 1514-63 


oA 


SPELLRIGHT CORPORATION, —- ) 
WILLIAM H. WOLOWITZ, 


LS So ee —EILED 


) 3 | 
3 -ROSERD 1, PARNS Clerk 
= GARIS, Clerk 
| 
AMENDMENT TO PRETRIAL ORDER 


| 
the pretrial order is nereDy, amended to add to the De- - 


fendants’ Contentions the following: 


a 


‘ - : ~~ % 
3 * he patent is invalid on -the ground that the claims 
Se i 
thereof are: indefinite and SEEne ees ) 
: : 
: ; 
No objection: ai 
S Attorney for Plaintiff . = 
; Defendants consent: A 
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IN THE UNITED STATES DISTRICT couRD 
POR THE DISTRICT OF COLUMBIA 
FILMON PROCESSING CORPORATION, 
VSe Civil Action 


No. 1514-63 
SPELL-RIGHT CORPORATION, and 


WILLIAM H, WOLOWITZ. 
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Washington, DooCoy 
Monday, “August 26, 1663 


Deposition of WALTER PLOEGER, SR., called for 
examination by counsel for the Defendant, pursuant to 
agreement in the offices of Moore, Hall & Pollock, Ring 
Building, Washington, D. Ce, beginning at 10300 ofclock 
&eMe,g before Eiieen King, a Notary Public in and for the 
District of Columbia, when were present on behalf of the 
respective parties: 

Fox the Plaintits: 


tire. Edward C. Gonda, and 
Mr. Irvin A. Lavine 


For the Defendants 
‘MOORE, HALL & POLLOCK 
By3 Mr. William Hall 
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IN THE UNITED STATES DISTRICT CouRT 
FOR THE DISTRICT OF COLUMBIA 
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FILMON PROCESSING CORPORATION, 


oe te 


Civil Action 
No. 1514-63 


VSe 
SPELL-RIGHT CORPORATION, and 
WILLIAM H, WOLOWITZ. 


i ee ov 98 88 te 


Washington, Ds Ce; 
Monday, August 26, 1963 


Deposition of WALTER PLOEGER, SR., called for 
examination by counsel for the Defendant, pursuant to 
agreenent in the offices of Moore, Hall & Pollock, Ring 
Butiding, Washington, D. Ce, beginning at 10:00 ofclock 
&eMe,g before Eileen King, a Notary Public in and for the 
District of Columbia, when were present on behalf of the 
respective parties: : 
Fox the Plaintist: 


Mr. Edward C. Gonda, and 
Mr. Irvin A. Lavine 


For the Defendants 
‘MOORE, HALL & POLLOCK 
By; Mr. William Hall 


~~ i 


WHEREUPON=-~= 
WALTER PLOEGER, SRe; 
- a witness called for examination by counsel for the 
| Defendant, having been first duly sworm, was examined and 
testified as follows: 


BY MR. HALL? 
| Q Would you state your name? . 
& Walter Ploeger,. 
Q@ You are the father of Waltex Ploeger, Jr., who 
: has testified previously in this case? 
Fees A. Yes, sir. | 
Q. What is your occupation? 
Ae z am the President of the Flexene Corporation, 
Edge Craft and Filmon Corporation. 
| Qe _ When you speak of Edge Craft, what is the full 
name of that company? : 
A. ‘The Bdge Craft Process Company, Incorporated. 
Is there a concern imowmn as the Edge Craft Company? 
HO. | ; 
‘Has there ever been such @ concern? — 
Yes, sir, ee 
‘What is your capacity in that fir? 


e@rperpe 


e Pe Pre P 


A. 


That company? 

Yes. : | 

I was a partner. | 
With whom were you a partner? 


A Mr, Possehl. | 


Over what period of time? 


About ten years. X am sure about the time. z= 


didn't look that up. I didn't bring my records. For ten 


years, X would say. 


‘Is Mr. Posschl still living? 


@ 

A. : Yes, six,. : 

Q@ When did you dissolve the partnership with hin? 

A. Tf belisve in 1959 TI believe 1959. 

Q@ Did Mr. Possehl have any connection with the : 
Fiexene Corporation? | 

A. Yess. sirs: 

Q What connection did he have with that? 

A. He was the President of the Flexene Corporation. 

Q@ Did he have any connestion with Filuon Processing Ss 
pics 2 z oe 

A. Nos. sir. ee St 

Qe Bia he have any comection wlth Rige Graft Process 


62 
provements to Spotter. ts product, to ir. Wolowitz. Oo 
you recall mentioning that? 

Pease 

Q@ Didn't your son, from time to time, try to tell 
Mr, WolowLtz how to tmprove the SPELLRIGHT ribbon? 

oS i suppose he ‘did, ‘They always were eee eeecs 
gether. <i don't know os Amey were takeing about. 

Q =| Merton eet ao you know, were these suggestions gust 
something that was given out of friendship, or was there some © 
understanding that Spell-Right would pay for then? 

A No, I think Walter was impressed with Mr, Wolowitz® - 

friendship, He wanted to help him along, make him a good : 
ribbon, and the end would be that we would cut more ribbon 

and also would gain by having Spell-Right put out & good 

. ribbon, and they both would gain. hat was his ain, aimed 
te help Ir, Wolowitz all he could, and all these meetings 
were not official, on a personal basis, They both stuck their 
heads together = "I show you this” and "I show you that, 
What do you think of it7* I recall Mr, Wolowitz sent Letters 

_ to Walter, with samples, "Walter, what do you think of these? 
_- @ive me your opinion," ‘That 4s how friendly they were, 
Q@ xz was simply friendly conversations? 
A. That is. Soneotee ; 


86 
| 
Q You wouldn't know whether it was nylon or not? 


Ae Noy 81%. i 

Q. qt had to be some type of materiel that would fuse 
Sigg Sars Sore eo EY ERY | 
pene I assume at had to be, yes, sir, 

Q Now, whenithefiin and the fabric were passed - 
through this machine, how fer away from the extreme edge 
was the fabric fused to the film? 

MR, GONDAs I don't understand the question. 

MR. HALL3 We will try again. | 

: BY MR, HALL: | | 

2 Mhe fabric 12 1s fused to the film 14, at: the 
extreme edge, both at the extrene right edge and at the 
extreme left edge. Is that correct? ; 

A That is right.. 

Q@ Now, in the operation that i ere 
cbout the tine he was soplying for a patente bow far in from : 
_ the _edge.did the fusion extend? 

X aid not examine the wibbon. Z dontt mows 

Would that depend upon how hot the Inives weret 

I couldn't answer thate, © Ss 

The hotter the lnife, the-more of the material 

. would melt. Isn't that correct? 


C2 FP. F 
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A Yes, sir, but it would burn the material. It 
wouldn't fuse anymore, You wouid burn it up. The cdge 
gets brittle and it wouldn't bere proper edging. You 
couldn't use it. : 

Q But would it be a correct statement to say that 
the number of threads of the woven material that would be 
fused would depend on the temperature at which the knife 
was, at the time of cutting? | 

MR. GONDAs: I object unless counsel wants to limit it 
to specific material or specify that it doesn't apply to any 
- specific matertal. ne : 

MR, EARL: We wild say that it applies to nylon. 

| MR, GONDA: Do you want the question read? 

{HE WITNESS: I understand the question. I don't imow. 
Z never checked, and I ae monte Z deo mow if aan on 
. too hot, the ribbon is no good, the edge is often brittle. 

BY MR. HALL: 
The edge is brittle, 4f you fuse 4t too hot? 
That is right. : 
: wens he Son fuse 16 hot enough,: then waat happans? 
It does not seal properly: 
It comes apart? (ws a 
- Certainiy.: sa ; 


> © Pe PO 
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Q Is the temperature at which you should effect 
the fusion rather critical? 


A Tf CoS know. I understand ut is kept at a certain 


temperature all ‘the time. TI pectin now. 
Q. Do you know at what ; temperature your son keeps 


Se tect meg 


cattheatmenteti neat 


the Intves when he fuses this material? 


Ne cs 


— —_—_ee ee alae 


A. No, sir, 
Q How are the knives heated? 


A.. Electrically. : 

Q Is there any form of thermostat that holds the 
Imives at the proper temperature? 

An. Yess. sive . : 

Q . Was experimentation required, te determine what 
this i es Was? 

A Yes, sir. ! 
Was this experimentation extensive? 
Yes, sir, | . a 


No, aire | 
Was it when the machine was first built? 


Pe Pe Pp 


<i assume BO. 
Q <= hand you Patent oe ae and £ notice that it 
on dated April 23, 1963.. That a the tosue ae isn't it? 


Do you recall when this experimentation took place? 
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Q Yes. 
A. Now did you name Kee Lox? 
Q. No, who are they? 
A. <A typewriter manufacturer, 

Q. How do you speli, it? 

A. Kewewe Lroex, 2 

Q. Do you do slitting for them? 

+ & Very little. They do their ow slitting, and then 

there is Storms. 

Q Can you name any others? 

A | Well, I would have to search my mind. We have 
Royal. -That is all right now. 

Q. . Do you do slitting for Royal? 

A . Yes, sir. 

Q vat company i: is the 3 the largest t distributor of type= 
Writer ribbons in the United States? 

Ae ee Z coulentt tell you. Probably 
IBM. 

Q Is Schwarzenbach-Huber the largest distributor of 
typewriter ribbons? : 

A. No, sir. 

Q@ Have they ever been? 

As Moy saz, 
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Q You say IBM is the largest distributor of type- 

writer ribbons that you know? ! : 
Ae Yes, inked ribbons, I believe 80- 

Q Do you do slitting for rE? 

A. Some, I think the largest is Columbia Ribbon 
and Carbon at Glen Cove, on the Island. ‘hey employ about 
3,000 people there, I understand. i 

Q What is the difference between a slitter and a 
converter? 

Ae A converter sells ribbon cloth and sends the cloth 
to the cutter. : : 
Your four companies, I take Pre. ere not converters. 
No, six, they are alitters. 
The are slitters? 


Yese | 

Is Schwarzenbach-Huber a converter? 

| X don't mow 4f thay cali thenselves converters. 
Do you do all the slitting for Schrarzenbach-Huber? 
I don"t know. : : 

Do you Imow of anybody else that does any slitting : 


. : | 
| 


a | 


“ lmow they send sone to Textile Cutting. < know that 
Q _S0.far a8 you mow, you do the great majority of 7 


36. Has any owner of the patent in suit made, used, 
or sold anything under said patent or authorized anyone else to 
make, use, or sell anything under the patent in suit? If so, 
state in complete detail the thing made, used, or sold, by 
whom made, used, or sold, and all steps taken to market the 
same with the patent number. If there are records kept with 
respect to the patent marking, give the name and address of 
the custodian of these records. 

Answer: Yes. The thing sold is a ribbon corres- 
ponding identically to that disclosed and claimed in the patent 
in suit. In addition, services have been rendered in processing 
ribbon material for customers who then ink the ribbon material 
and sell the same. No steps, as such, were taken by the plain- 
tiff to market the patented ribbon with the patent number. No 
records were kept with respect to patent marking. No one has 
been licensed to make, use or sell the ribbon of the patent in 
suit except that implied license which flows from dealings with 


the plaintiff. 


52. Did Plaintiff, or anyone purporting to act for 
Plaintiff, send to S. Kann Sons Co., Washington, D. C., a letter 
such as has been reproduced in paragraph 37 of "Defendants' 
Answer and Counterclaim"? 


Answer: Yes. 
53. If the answer to Interrogatory 52 is in the 
Berimnr ive. state whether similar or identical letters were 


sent to other persons or companies. 


Answer: Yes. 


| 
S4. If the answer to Interrogatories 52 and 53 
are in affirmative, | 


(a) List by date, sender and addressee all such 
letters so sent. 


| 
| 


(b) State whether the texts of the letters so sent 
were identical to one another, or whether they differed from 
one another in any particulars, and if so, = what particulars. 


(c) State whether any physical | or chemical dupli- 
cation techniques were employed in the preparation of said 
letters, and if so, what parts of said letters were so dupli- 
cated, where, and by whom. 


(d) State whether the sending of any or all of 
said letters was authorized; and if so, which such letters were 
authorized, the name and address of the person who gave the 
authorization, and the circumstances seen aie the seeking 
and giving of each such authorization. 

(e) Identify all replies which wave been received 
to said letters, by sender, addressee, date, coe present loca- 
tion and custody. 

(f) State the source of the list of addressees 
who were so sent letters, and the circumstances surrounding 
Plaintiff's acquisition of said list of addressees - 

Answer: 'Ca) Letters dated June 21, 1963 and 

| 
June 28, 1963 were forwarded to the addressees on the list at- 
tached hereto and referred to in the answer to interrogatory 
No. Sl. | 

(b) The text of each first letter was identical 
and the text of each second letter was identical. 

(c) I have been advised that the text of the 
letters was Xeroxed by personnel in the office of Arthur H. 
Seidel, Land Title Building, Philadelphia, Penna. 

| 
(da) Concurrent with authorization to file suit 


against the defendants, Arthur H. Seidel, Esq. was authorized 


by me to take whatever appropriate action he deems necessary 
to protect the interests of the plaintiff. I believe Mr. Seidel 
prepared the letters in good faith and in his opinion the send- 
ing of these letters was appropriate action under the circum- 
stances. The letters were not reviewed by any officer of the 
plaintiff before they were sent out by Mr. Seidel. 

‘{e) On June 25, 1963 a Miss Libby Cooper of May 
Department Stores telephoned Arthur H. Seidel, Esq. and was 
advised by said Arthur H. Seidel, Esq. that the plaintiff does 
not charge the defendants with infringement as pertains to 
Spellright ribbons which were processed by the plaintiff, and 
said Arthur H. Seidel, Esq. explained to Miss Cooper the struc- 
tural differences between the infringing and non-infringing rib- 
bons so that Miss Cooper may readily ascertain which ribbons 
are considered to be infringements. On June 28, 1963, a Mr. 
Oppenheimer of Allied Stores telephoned Arthur H. Seidel, Esq. 
and said Arthur H. Seidel, Esq. advised Mr. Oppenheimer as to 
the same information referred to above in the conversation be- 
tween said Arthur H. Seidel and Miss Cooper. 

A letter dated July 6, 1963 from an attorney repre- 
senting Miller & Rhoades, Inc. of Richmond, Virginia; letter 
dated July 3, 1963 from The Halle Brothers Co. of Cleveland, 


Ohio; letter dated July 5, 1963 from Luckey, Platt & Co. of 


: 

Poughkeepsie, New York; letter dated June 29,1963 from the 
S. Kann Sons Co. of Washington, D. C.;3 letter dated June 27, 
1963 from Stern's, New York, N. Y.; letter dated June 27, 1963 
from attorney representing Hecht €& Co. of Wena tone DeuiCehs 
letter dated June 26, 1963 from Fedway; letter dated June 25, 
1963 from Chatlins Department Stores, Inc. of Norristown, Penna. 3 
letter dated July 2, 1963 from attorney for Rike-Kumler Co. of 
Dayton, Ohio; letter dated July 19, 1963 from Gimbel's of Mil- 
waukee, Wisconsin. 

All replies were addressed to Arthur H. Seidel, 
Esq., Land Title Building, Philadelphia, Penna. and are presently 
in his possession. ; i 

(f) When suit was brought, Arthur H. Seidel, Esq., 
asked me if I knew the customers of the defendants. I replied 
that I was familiar with many stores selling the Spellright 


ribbons since the same had been communicated to me by the defendant 


Wolowitz. I also stated to Mr. Seidel that customer lists may 

be available in the trade and that I believe a copy of the de- 
fendants' customers may be available. Thereafter, I made in- 
quiries in this regard during a general business meeting with 
Eaton Allen Corp., and was advised by Mr. Glenn of Eaton Allen 
Corp. that he had a list of the customers of the defendants for 
Spellright ribbons which Mr. Glenn had received from Allied Stores. 
The list I received from Mr. Glenn was given to Arthur H. Seidel, 


Esq. 


“ 
| 


62. With reference to Plaintiff's answers to prior 
interrogatories, the following additional information is sought: 


(a) With reference to Plaintiff's answer to De- 
fendant's interrogatory 4, state when the Edgecraft Co. became 
defunct. 


(b) Was there a written agreement dissolving the 
Edgecraft Co., and if so, state the date of the agreement and 
the names of the persons signing the same. 


(c) State the date and the names of the persons 
Signing each partnership agreement of Edgecraft Co. 


(d) When was Edgecraft Process Corp. formed? 


Ce) Was there an agreement between Edgecraft Co. 
and Edgecraft Process Corp. assigning assets of Edgecraft Co. 
to Edgecraft Process Corp.? If so, state the date of each such 
agreement and the names of the persons signing the same. 


(f) Was there any written agreement between Edge- 
craft Co. and Edgecraft Process Corp. assigning assets of the 
former to the latter in such broad terms as to include the 
patent in suit? If so, state the date of such agreement and 
the names of the persons signing the same. 


(g), State the names of all of the partners of 
Edgecraft Co. at the time that the patent in suit was assigned 
to Edgecraft Co. 


(h) When did Edgecraft Co. deliver the assignment 
(Ploeger, Sr. Deposition Exhibit 3, Id.) to Plaintiff? 


(i) Who were the partners of Edgecraft Co. at the 
date given in answer to the immediately preceding interrogatory? 


(3), With reference to Plaintiff's answer to De- 
defendants' interrogatory 5A, state the names and addresses of 
the "many sources" set forth in said answer. 


(k) With reference to Plaintiff's answer to De- 
fendants' interrogatory No. 17, does Mrs. Ellen Godikit recall 
any of the facts set forth in Plaintiff's answer to Defendant's 
Interrogatory 17? If so, state in detail what she recalls. 


if 
(1) With reference to Plaintiff's answer to 


| 
| 


Defendants’ interrogatory 19, and particularly to the statement 
"nibbons originating from the Plaintiff which correspond iden- 

tically with the inked half of the ribbon sample of interroga- 

tory 5." State if Plaintiff has processed and/or sold any such 
ribbons within the past year. 


(m) With reference to the "ribbons originating 
from the Plaintiff which correspond identically to the inked 
half of the ribbon sample of interrogatory 5", has Plaintiff 
processed any such ribbons other than those supplied to Eaton- 
Allen Corp., and Defendant Spellright Corp.?! 

| 

(n) With reference to Plaintiff's answer to De- 
fendants' interrogatory 35, state whether the Canadian Patent 
Office has allowed any claim in the Canadian: application. 


(o) With reference to Plaintiff's answer to De- 
fendants' interrogatory 37, state how much of the $15,208.64 
represented ribbons that were supplied to pesoocene Spellright 


Corp. 


(p) With reference to Plaintiff's answer to De- 
fendants' interrogatory 37, state how much of the $15,208.64 
represented ribbons that were supplied to Eaton-Allen Corp. 


(q) With reference to Plaintiff's answer to De- 
fendants' interrogatory 26, state the names and addresses of 
the "responsible persons" referred to in said answer. 

(r) With reference to Plaintiff's answer to De- 
fendants' interrogatory 26, and more particularly that portion 
reading | 
“in particular, the industry is very small and 
no other product marked 'patented' ‘except the 
product referring to the patent in Suit. es 


state what investigation or attempt was made to find products 
marked “patented” prior to the signing of this statement. 


(s) With reference to the statement 


"In particular, the industry is very! small and 
no other product marked "patented" except the 
product referring to the patent in suit." 


state what products embodying the alleged patent in suit have 

_ been marked "patented". State in each case whether or not the 
‘product was inked. Also, in each case state whether the marking 
was on the product itself, or on the spool on which it was wound, 


or on the box, or where else the marking was located. Further, 
-in each case state any other words or numbers that are asso- 
ciated with the word "patented", as for example the patent 
number; and whether or not it referred to "patented" when inked, 
or the like. 


(t) If in marking its product "patented" Plaintiff 
used any means of reproduction such as printing or a rubber 
stamp, etc., state the means with which the word "patented" 
was applied to the product, and state when this means was made 
or produced. For example, if the marking was applied by means 
of a rubber stamp, state when the rubber stamp was made and by 
whom; or if it was done by printing, state when the printing 
was first performed, and by whom. 

(u) Was the alleged partnership Edgecraft Co. ever 
registered or recorded on the records of the city, county or 
state governments? If so, when and with what office or offi- 
cer? 

{v) Is the Edgecraft Co. to which the patent in 
suit issued the same as the partnership Edgecraft Process Co. 
formed in 1952 by Walter Ploeger, Ella Ploeger and H. N. Possehl, 
and recorded in New York County, N. Y.? | 

Answer: (a) Objected to. 

(b) Objected to. 

(ec) Objected to. 

(d) Objected to. 

.€e) Objected to. 

(£) Objected to. 

{g) Objected to. 

(h) The plaintiff believes it received the assign- 
ment on the date of execution of the same. 

(i) Objected to. 

(j) Abraham & Strauss, Brooklyn, New York; Abraham 


& Strauss, Hempstead, Long Island, New York; New Era Ribbon and 


t 


Carbon Company, Philadelphia, Pennsylvania; Gimbels, Milwaukee, 
Wisconsin; Schwarzenbach Huber Company, New York, New York. 

(k) Mrs. Ellen Godikit recalls all of the facts 
as set forth in the answer to defendants’ Interrogatory uty pa 

(1) None having the identical width. 
(m) Yes. : 
@) No. : 
(o) $7,107.28 
Cp) $4,433.04 
(q) R.. Glenn, Eaton Allen Company , Brooklyn, 


New York; H. Looker, Kee Lox Mfg. Co., Rochester, New York; 


R. Cole, Quest Mfg. Co., Chicago, Illinois; J. Costello, Reming- 
ton Rand Company, Middletown, Connecticut; J. Nagy, New Era 
Ribbon and Carbon Company, Philadelphia, Spee eae F. Nichols, 
Columbia Ribbon and Manufacturing Company, Glen Cove, New York; 

S. Urso, Royal McBee Corporation, Hartford, Conneeeeee presi- 
dent of Old Town Corporation, Brooklyn, New York. 

(r) From past experience in the’ trade and from 
discussions with persons in the trade, no other products marked 
"patented" ever came to its attention. At trade shows, such as 
the Business Manufacturers Supply show, no such product marked 
"patented" was ever observed. None of the material processed by- 
the plaintiff for third parties, except material referring to the 
patent in suit, was ever marked "patented". | 


(s) Inked ribbons originating from the plaintiff 


and the defendants. The marking "patented" or; similar information 


was applied to an overwrap for the product or on literature 
shipped with the product. The plaintiff has used the terminology 
that uninked ribbons originating from the plaintiff are patented 
when inked. 

(t) The plaintiff has used a rubber stamp which 
is part of a make-up kit which has been in its possession for 
many years. By nature of the make-up kit, the informated printed 
may be varied as desired. Packaging material or labels asso- 
ciated therewith for the inked ribbons originating from the 
plaintiff have been marked in a manner to indicate that they 
were patented products. The plaintiff does not know when the 
printing was first performed and by whom. 

(u) Objected to. 


(v) Objected to. 
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see why we can't go forward, so you may proceed. 


JOHN NAGY, having been duly sworn, was 


examined and testified as follows: ! 
DIRECT EXAMINATION 
BY MR. GONDA: : 
Would you state your full name, sean? 
My name? | 


Yes. 


John Nagy, N-ea-g-y. 

Your home address, please? | 
13 Schoolhouse Lane, Broomall, Pennsylvania, 
Your business address, please? | 
It will now be 1222 Cherry. : 
With what company are you associated? 
We own New Era Ribbon & Carbon. 


When you say we, -=- | | 
Well, myself, my wife. It's a family operation. 


on >» &© F» © FF &£& FF & FF © PF fH 


Are you familiar with a penanes which comprises a fabric 
having a film connected to the fabric only along the edges of 
the fabric? | | : Ei ‘ | 
A Yes, nylon. aS : . z : 
Q Nylon fabric? Boe = Ss ae 
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J. Nagy - Girect — 6 
Nylon fabric with a fila. 


A 
Q Do you also know this fabric under the name of FPilmon? 
A Yes, 

Q Have you or has your company ever sold this product 
called Filmon? 

Yes. 

In what width? 

Half inch, 9/16, 3/4, a little inch and 3/8. 


For how long? 


> © F- HD > 


Since 19 «=~ since I went in business, 1960, I believe; 
yes, 1960. 

Q For what type of equipment are these products in the 
various widths you mentioned used? 

A 3/4 for tabulators; half inch and 9/16 for the conven- 
tional typewriter. The wider widths were for Addressograph. 
What do you mean by wider widths? 

Inch and 5/8, inch and 7/8. 

And from whom have you purchased this Filmon material? 
Schwarzenbach. | 


oOo » ©# PF 


Have you purchased Filmon material from anyone else othe 
than Schwarzenbach? 

A Yes. We purchased some from Standard Products <= 
Standard Products, and I can't think of the-other name. We 
purchased through one other source; a small amount. from 


=e 
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BY MR. GONDA: 


i 
Q I asked you whether it was before or after you gave hin 
| 
the ribbons. 
A I think it was before. 


Again, I think it was before; I 
am not sure. 


Q I show you an affidavit forming pages 37, 38, and 39 of 


the file wrapper of U. 3. Patent 3010559, and I ask you if you 
recognize the signature on page 39. | 


A 397? | : 
- KLINE: That is the same as this. 
THE WITNESS: This is different. 
Oh, down here? 
BY MR. GONDA: 
| Q is this your signature? 
; A Yes, it is. 


Q Would you review the affidavit, please, and tell me when 
you are finished as to whether there is anything in the affi-e 
_ || davit that you wish to change? 


MR. HALL: I think I will object to that as a 


leading question. 


MR. GONDA: In view of the objection, I would 


tH ane to rephrase the question, and ask the witness, after he 
i 


we reviewed the affidavit, would he state whether the state- 
UES in the arfidavit are true? > 


Se Cw ae le Bhat 
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testimony that the statements in this affidavit, on pages 37, 
38, and 39 of Patent 3010559 are true? 

MR. HALL: I object as leading. 

THE WITNESS: Well, the answer an it is yes, 
these are what we found. This is what most people found. 

I can't say anything other than that. 
BY MR. GONDA: 
Q Mr. Nagy, has Mr. Ploeger or Filmon Process Corporation 
ever suggested to you that you buy other products from them? 
A From them? 
Q In order for you to be able to purchase Filmon material? 
A They have nothing else to sell us because we buy from 
the cloth cutters and we don't buy from a cloth cutter. 
Q Has Mr. Ploeger or Filmon Process Corporation ever sug- 
gested to you that you utilize their cutting or slitting sere 
vices in order for you to be able to obtain Filmon material? 
A Noe 3" 

| ‘MR. GONDA: TI have no further questions, Mr. 

Hall. 

MR. HALL: I have a letter which I would ask 
the reporter to mark Defendants! Exhibit No. 1 Nagy Deposition 
for identification. | 
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(Letter, undated, but bearing received stamp 
January 20, 1964, on letterhead of New Era Ribbon & Carbon 
Company, Inc. to Spellright, signed John, was marked 


Defendants' Exhibit No. D-l-Nagy Deposition, for identifica- 
| 


tion.) | 
CROSS~EXAMINATION 

BY MR. HALL: | 

Q Mr. Witness, would you be so kind as (xe look at this 


exhibit and tell us if that is a letter which you wrote? 


A: Yes, it is. I wrote that. | 
The date is on there. [I thought this would b 


&@ terrific thing for Mr. Wolowitz's ribbon. 


Q Better than the Filmon material of ar. Ploeger? 

A Yes, this is what I thought, yes. ! 

Q You said here in the letter, the last four words of the 
first paragraph, "...and will not bulk." : 
A That's right. | 
Q What does that mean? 
A ‘That means in Filmon, the two edges are fused and this 
veing fused across the whole thing won't have @ sort of a 
stocking or bulking. You see, a Filmon ribbon dulks. 


MR. HALL: Off the record. 
THE WITNESS: A Pilmon ribbon bulks, anyth 


| at's like a: stocking, and the film is of a different con- 
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sistency or;length, if you want to call it, and constant pound 
ing on the typewriter will cause it to bulk or pucker or do 


some such thing; and this causes bad feeding through a type- 


writer. 


| 
| Our experiences with the Speliright ribbon 


were that a certain part of it did buckle and I was trying to 


do him a favor in trying to promote this with hin, 


i Your findings were that the Filmon material was the 
Hi 


i 


thing that did the bulking; is that right? 


A Yes. 


| MR. HALL: Now off the record. 
(Discussion off the record.) 
BY MR. HALL: 
Q Now you mentioned in your letter that this cotton ma- 
| terial held more ink than the Filmon material. 
Is that a true statement? 


A Well, how do you answer such a question? 


Let me put it this way -- in our opinion, it 


did. In our opinion, it did, if you want to mark that down. 
We have run a few tests, not. extensive tests, 

but I have been after this kind of stuff for so long it isn't 

funny, to have it laminated right solid. 

g You mean when you say "this kind of stuff" you are re- 

ferring to the cotton material that is attached to the letter 


| of Defendants! Exhibit 1? | 


i oR Yes. 


ic And that is quite old then and the art goes back ahead 


eB 1959? 


| A No, I don't think the art goes back nex far. This is 


ae we are fooling around with and we don't even know if 
| 
a is going to be any good yet. | 


| 


Q Was the Filmon material of Ploeger any better than 


ordinary nylon so far as holding ink was concerned? 

A Well, we found kt to be true. That's why in here that Ww 
thought it was true, yes. fe E 

Q Now is it. your understanding that you are giving a 
deposition in a patent infringement suit brought by the 
Filmon Corporation against the Spellright Corporation? 

A This is all news to me. : 

Q Well, I know, but is it your understanding that you are 
now giving a deposition in this suit by Filmon Process 
Corporation against Spellright Corporation? 

A‘ Zam only stating the facts.as I mow them and see then. 
I have nothing to <= I don't know anything about -- you hear 
about these things, but I don't = to be involved. XI am 
only telling what happened to me with the Filmon ribbon. 

g B § would like to show you a copy of U. s. Patent No. 


3010559 to Mr. Ploeger. / 


J. Nagy ~ cross 25 


Have you ever seen that patent before? 
Boy, if I did, I haven't seen it -- 
You say you haven't seen it before? 


A 

< 

A Let me put it this way -- I don't remember seeing it. 

I have checked patents and whathaveyou, but I don't recall. 

ie Did you ever see the drawing before that is on the front 

| of that patent? 

| A No, positively not. I didn't see this. 

| Q : Now, of course, before the patent issued there were some 

| papers that constituted an application for the patent. Did you 
ever see then? 

1 A I worked -- no, I don't believe I have seen anything lik 


that before, no. 


| 
Q ’ You mentioned something about this affidavit that is in 
the file wrapper at pages 37, :38, and 39. 

Would you tell us the circumstances under 


which you signed the affidavit, that is, who came to you and 


Tell us all the circumstances that you can 
remember with reference to you signing that. 
A Well, Flexene or Edge-Craft made it. They made it way 
back in 1959, if I remember right. I think it was an experi- 
mental run at the tine. oe 


talked to you about it and wrote it up and things like that? 
MR. GONDA: JI think you misunderstood the 


ee 


: 
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no eee ees we 


i question. 


MR. HALL: Let him go cn. 


c 

| 

i | 

| BY MR. GONDA: i 


Cg 


5 Q Have you understood it whereby Mr. Hall | | is asking you th 


Hx 


I circumstances which surrounded the affidavit? 


| 

| He is not talking about Pilnon material. 

jA Well, how this came about is from what we understood 
nan this thing was first made, people had a Jot of difficulty 
in inking it and we had equipment there that we had no real 
problem inking it on; 80, on the strength of this, XI believe 
that Walter came to me and asked me would I go ahead and help 
make up such a thing as we did, and would I sien this for 
patent purposes. : 

These were our findings and r did and from 
there on you fellows took it over. = 
BY MR. HALL: - > 
Q Who came to you with the affidavit in blank form before 
you signed it? Was it Mr. Ploeger, Sr.? 

ed No. 

MR. GONDA: I think that is a leading ques- 
tion here, Mr. Halil. 

MR. HALL: I am entitled to = : 

MR. GONDA:. There has been no testimony to 
that effect. I think that-is an unfair question and I object 


So SS 


J. ‘Nagy - cross ; 27 


| to it very strenuously. 


MR. HALL: I am entitled -- you tried to in- 


| troduce the affidavit. I am entitled to ask him how it got 


Q Who was it that brought you the piece of paper to be 
| 
|| signed? 


i 


NA I don't know. I couldn't -- I don't even recall who c 


i* have it signed. 
I know Walter did not come. 


r ®) 


Was it Mr. Seidel, who is sitting over here? 

A Mr, Seidel? This is the first time I saw Mr. Seidel and 

I don't remember -- it could have been somebody else in your 

office that came over with it. 

Q Did they mail it over to you or bring it to you by hand? 

A I will say I don't recall. I honestly don't recall that 
, We are so damn busy we don't know whether we 

are coming or going and I don't. remember whether it was mailed 

or in person. 

Q Were any other papers brought along with it at the same 

ine for you to look at? 

A Not that I remember. : 

Q At the end of the affidavit, in the next-to-the-last 


paragraph, you Bay, 


eee 


. 
ee 
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I have received enthusiastic reports from 

Sustomeeni wae applaud the ribbon of the above-identified 
patent application as being the najor advance in print- 
ing ribbons in recent years. | 

Yes, we had people cail us up and tell us that. 
That was all oral? : 

Oral. 3 
They didn't write you -~ 


No, sir. 


No. 


And all that that is based on is that other people calle 


-- any letters? | | | 


you and told you that? 
A Yes, this is Cores | 
- HALL: Then I move to strike both in con- 

nection with his direct examination and that part of the 
cross-examination relating to that part SSeS as being hearsay 

MR. GONDA: I don't think that there is any 
problem at this time. I SERS that if Mr. yal has an ob=- 
“Jection to this he should raise it at the trial. 

I don't believe it is necessary for me to tak 
& position regarding Mr. Hall's motion here. 
BY MR. HALL: , ; : 
Q When did you first start selling Filmon material? 


he i fe 


J. Nagy - cross 29 


A I believe in '60. 


Q Now did the Filmon material that you sold have a nylon 


inked portion? 
Yes. We did the inking. We bought the cloth. 


And the cloth was nylon? 


ee 


The cloth was nylon. The film, I don't know. 
You don't know what it was? 


No. 


Oo , => © PP 


I gather that you never did know what the backing was 


| 
es out of << 


MR. GONDA: I object to that. 


Q @-- that is, what the film was made out of? 
MR. GONDA: I object to the leading question. 
THE WITNESS: No. It was not our business. 


| 

| By wR. HALL: 
BY MR. HALL: 

Q- Is there anything involving capillary action that goes 
on in this Filmon material? 

A Capillary action in typewriter ribbons goes on in all 
fabrics. With the film, you get a little bit more because of 
the nature of the two films, because the clear film will hold 
some ink, thereby, with a continual striking, it will pick up 


ZI did not know. 
back and clean the back of the film off in time. 


| 


-Q Have you ever seen film on material used in multilith 
| aachines? : 
A Yes. We sold some for -= not multilith machines <= 


J. Nagy - cross : 30 
| gultilith -- on multilith plates, which in burn goes through 


| the multilith machine for printing. 


f 

! 

| 
| type on a mat and the mat then works from the multilith machin 
| 

| really. | 

: Q Perhaps you misunderstood ny ee 

I asked you whether you ever saw any actually 
: on the multilith machine. | 


\ 
A Not ribbons, no, no. 


I am sure you are familiar with that. You x 
| 

| i 

MR. HALL: All right. Then ZI move to strike 

| that portion of the affidavit and that portion of his testi- 


| 
: mony which refers to use on multilithograph machines. 


this time for me to take a position in that regard. 


i 
' 


Q Did you ever see the Filmon material actually in use in 
& computer? : 


“A Yes, I have -- well, a computer? Now it depends on what 


could be a 407 tab, or whathaveyou. These we whave seen, yes. 


MR. GONDA: I don't think it is necessa y-at 
Q Now you have seen what? 


| 
| 
you call a computer. A computer can be an adding machine, it 
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A Working in these computers. 
iQ. In which type of computer? The adding machine? 
iA 407 and the adding machine; both. 
i On an experimental basis? 
la Yes. That's how I saw it. 
4g _ If, instead of attaching the film to the ink-bearing 


{ ’ 
| layer of the film material only at the edges of the film, the 


ipgee had been attached across the entire width of the absorben 


= 


MR. GONDA: I object. There is no testimony 


Capable of expressing an opinion in that regard; therefore, 


‘the question also calls for an opinion, so I will object to 


| 

| 

len question. 
: MR. HALL: I am very glad you said that, Mr. 
| conca, and I will accept your statement because the affidavit 
in the third paragraph of page 2 of it makes quite a compari- 
son between those two situations. 

| | Therefore, in view of counsel-for-the- 


| 


l which is the third full paragraph on page 2 of the affidavit. 


plaintiff's statement I will move to strike that paragraph, 


MR. GONDA: I think you misunderstood me, Mr. 


Hall. 
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| 
| 

I said that you have not shown that the wit- | 
ness has made any tests. I have not stated that no tests were 
made. | | 

Until you have shown that the witness has nade 

these tests I think the question is out of order. If you wa | 

| ask him whether he knows this for a fact and how he knows it, | 

“that's another story; but the way you presented the question 

I and the record as it stood up to that point, in my opinion, 1 is | 

"showing that the witness has not made any tests. Therefore, 5 

"thank the question is objectionable at this point. | 

MR. HALL: All right. Then the original af- . 

‘tidavit was equally objectionable and my motion to strike it | 

“applies. : 

Thank you very much, Mr. Gonda. 

| Now, Mr. Nagy, would you look at page 3 of the afridavit, 

ene first full paragraph there, where you say, 

! I have sold printing ribbons in accordance 
with the above-identified patent application to almost 
every major manufacturer of office equipment in the 
United States and to manufacturers of other types of 
printing equipment and multilithogreph machines. 

A This is a wrong statement, almost every major manufact 


We did not. 


“ ~ ~~ mer 
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this trade, 
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Q Are you selling it today to any major manufacturers of 


t 


‘office equipment? I won't ask their names. 
f 
“A Not manufacturers. This is one place where we did not 


sell manufacturers. 
a 
We sold it to consumers and users. The word 


“ganufacturers” should not be there, actually. 
lig Are the Ploegers in the business of slitting ribbons? 
iA Slitting fabric, yes. 


Q Talk to the gentleman over there. 


| 
| Is it generally understood in the trade that a 
‘slitter keeps the business of his clients confidential? 


| I don't know. No, I don't know. I don't know that. 
tf 


li Well, would you expect that one manufacturer who is deal- 


ing with a slitter, that the slitter would go out and tell 


competing manufacturers what the first one told him about? 


WR. GONDA: I will object to the question. It 
4s purely hypothetical. It calls for a mind reading process. 


~ WR. HALL: I am asking him for the custom in 


MR. GONDA: And we don't know who the custome 
ar ean 


THE WITNESS: Ask that again. 


MR. GONDA: <-- that are being referred to here 
MR. HALL: All right. : | 
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feel that in the interest of expedition and justice we would 
be willing to waive a jury under those circumstances since 
Your Honor will decide ail the issues anyhow. 

THE COURT: Is that agreeable to you, Mr. Hall? 


MR. HALL: Very much s0. 


THE COURT: Very well. Both sides waive a jury 
trial. We will proceed without a jury. _ 

MR. HALL: Your Honor, I overlooked something when 
z spoke to you before. : 


| 
in their pretrial statement and in their pretrial 


- order they didn't claim any damages, they only claimed the 


accounting, they just asked for the ecosanttne in the pretrial. 
THE COURT: That is all they could get, anyway; 

in view of the waiver of a jury trial. | 

| Thank you. : : 

You may preceed, then, pentlomen You may make 

an opening statement. | 

| PLAINTIFF'S OPENING STATEMENT 

MR. ROBSON: May it please the Court, this action 


-. is presently in three separate issues, three separate areas. 


On the one hand, we are claiming that a patent owned by the 
plaintiff has been infringed. Secondly, we are claiming that 
the defendant improperly marked as patented an item which 
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it was selling which was not patented, in violation of the 
false marking statute. Thirdly, we are claiming that the 
defendant smproperiy used a trade secret or trade secrets of 
the plaintiff which had been revealedto the defendant in 
confidence by the plaintiff. 

I will address myseif, first, very briefly, to 
the question of patent infringement, which will be the 
principle issue at the trial. 

The patent involved is a rather simple one. It is 
a typewriter ribbon or an impression ribbon or a2 printing 
ribbon. It is variously termed by different people -- 

THE COURT: What is it used for? 

MR. ROBSON: For typewriters, business machines, 
any machine that a key of some sort hits a ribbon and makes 
an impression on some paper. 

| Prior to the invention of the plaintiff all type- 
writer ribbons which were in use involved a material which 
was filled with ink and which was placed between a key and 
the paper so that when the key struck it the impression was 
-made on the paper. \ 
I may be over-simplifying things but I Pr it only 


to heip myseif in presenting this. 


THE COURT: I think it is always well to simplify 
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THE COURT: Isn't that the same as your process? 

MR. ROBSON: There cannot be leakage because we 
do not melt. 

THE COURT: What do you do? 

MR. ROBSON: We weld, and there is a substantial 
difference between welding the edges and melting. 

THE COURT: What is the difference between welding 
and melting? 

MR. ROBSON: When you melt you melt one material 
into another. Only one material is changed in composition. 
It softens and then seeps in. 

THE COURT: Then you make a single material out of 
the two? 

‘yo MRe ROBSON: Yes, and that is where the difference 
iB 

THE COURT: Very well. z don't want to try the 
case on opening statements, I just wanted to crystallize the — 
issues. | : 

MR. HALL: Could I say a word on that question? 

THE COURT: Yes; indeed, Mr. Hall. | 

MR. HALL: Your Honor, Mr. Robson I think has not 
read his own patent. Could you look with me at column 2 -- | 

THE COURT: Which are you referring to? 
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{ . / i ~ a ¢ ati ° . soap . 
H MR. ES8iLL: Line 20. He says: 
! ' “When the edges l4a of the impervious 


‘ striv aH -- now the impervious strip 14 is the 
__. £ilm vacking-- “are fused to the edges 122 of she 
i - absorbent strip 12, some of the material of the 
“Impervious strip 14 Deneersteerico the edzes 

f 12a of the absorbent strip 12 to provide a strong 
» Lies | : pond between the edgés 12a and lta.” 
i ae Well, now, Pees chat the uspey strino may be 
} cotton, it is well kmown that nylon can nov weld to cotton. 
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Ps where you remove the ink, you see, because if you didn't 


have this what we call recuperative factor you wouldn't have 
a typewriter ribbon, you would have a hair ribbon. 
4 Q Is there a test which has been devised in the 
< industry which you are connected with for determining the 
h absorption rate of various fabrics? : 
A Yes, sir, there certainly 18. 
f Q What is that test? : 
¢ 


A Well, simply stated, it's a test whereby a test 
solution is employed and the ribbon is hung onto a test 
stand. In other words, the ribbon is hung onto a test stand 
which we call a rack. 3 
If XI may,. I would like to demonstrate it. I 
brought a little -- it would take just a moment of the Court's 
time. 
THE COURT: Just a moment. Let counsel proceed in 
his own way. Counsel knows best. | 
THE WITNESS: It is very hard to describe. 
THE COURT: Just a moment. Counsel cous vest. 
You just answer questions. | | 
You may proceed. : 
Q Let me show you, Mr. Ploeger, a stand and a jar 
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to its fabric structure but without our invention. In other 
words, what I am saying is we have a piece of nylon tape and 
we have a piece of the identical nylon ee with our inven- : 
tion included. We also have a strip of silk tape and we 

have @ strip of cotton tape. : 

Q I notice you have a large glass Jar. Would you 
describe what you are going to do and then do it? 

A . Yes, sir. TI am going to put this test medium in 
this beaker. The test medium is oleic acta and it is 
colored with a methyl violet coloring pase. 

It is a standard procedure in many of the large 
inking corporations to establish exactly what we are trying 


te show here. | 

Q What Goss this test establish? What is it designed 
to establish? : 

A This test is designed to establish at what rate a 
given piece of tape wili absorbd this particular fluid in a 
specific length of tine. : 

There are certain mequirenents of a piece of tape 
before it is even purchased by the ultimate user, namely, 
the large inker. He will not purchase any raw material 
unless it more or less passes the minimum requirements of this 
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A That is correct. 
Q And the Scotch tape identified here is the Scotch 
tape which was used to hold these two members together, is | 
that correct? 
A That is correct. 
Q Now I note that the Scotch tape does not run the 
full length of the nylon film and nylon fabric or full width. 
A | That is right. _ 
Q Is that correct? 
A That is correct. 
THs COURT: It doesn't run the full width or the 
full length? | 
MR. ROBSON: The full width 18 what it should be. 
BY MR. ROBSON: 
Is that correct? 
That is correct. 
Q | Do I understand from that, then, that the type key 
would not come in contact with the Scotch tape? 
A Absolutely not. | 
Q It would only come in contact with the nylon --.- 
THE COURT: TI think we will recess at this time 
until tomorrow morning. 
(At 3:55 p.m. trial stood in recess, to 
_ Peconvene 10:00 a.m., October 3, 1967.) 
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PROCEEDING 


1) 


THE COURT: Before we resume, the Court has been 


informed that an inquiry has been made what would be the 
attitude of ene Court if the trial of this case should inter- 
fere with religious holidays which come later this week. 
Naturally, it would be unthinkable for the Court to interfere 
‘with anybody's religious observance. t hope, however, that 
we will finish this case before then. : 

The holidays start tomorrow evening, do they not? 

MR. ROBSON: Yes, sir. | 

THE COURT: I hope we will finish the case before 


then. However, if we don't, naturally, I would not interfere 


with anybody's religious observance. I can always find some 
other case and we can recess this case tor the day or the two 
days or whatever any counsel or witness observes. But I do 
hope we can finish this case by tomorrow noone 

MR. ROBSON: I hope so too, Neeeers it would mean 
I would have to come back to Washington again if we don't 
finish, and I would like to finish it while I am here, as much 
as I like Washington. 

THE COURT: Did you wish to address the Court? 

MR. ROBSON: No, I am prepared to proceed. 

THE COURT: Before we proceed, the Court inquired 


| 
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of you yesterday what your attitude was as to the third count. 
_ Perhaps that might be a good matter to clear up at this time. 

MR. ROBSON: That was the first matter I was going 
to take up. We will withdraw our claim for an injunction on 
the third count and limit our claim on that count to damages, 
and for that purpose I believe that it would be necessary 
for me to apply to the Court for leave to amend the pretrial 
order to include @ damage claim with respect to the third 
count. I believe the order inadvertently omits to indicate 
that damages are sought on that cout. 

THE COURT: What do you say about that, Mr. Hall? 

' MR. HALL: I object violently because we had that 

up before Miss Bunten and I questioned her and told her 
that if there were any damages on that third cause of action 
I wanted to know what they were, and she questioned Mr. Gonda 
and he said, We are not claiming any. And I said, Let's put 
it down. And so she put this little thing in parenthesis 
that plaintiff is claiming no special damage. 

Then the case got up to the Court of Appeals and 
Judge Sirica had said in his opposition that they weren't 
‘claiming damages on this because that was what had come at 
the pretrial. And then Judge Leventhal questioned Mr. Gonda 
at great length. It was just like a judge would question 
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somebody at a pretrial hearing. It was! the first time I have 
ever heard of a Court of Appeals judge you might say acting 
as a pretrial judge, and it wound up that Mr. Gonda told the 
judge he wasn't claiming any damages. Ana Judge Leventhal 
then said, and I quote, "Petitioner admits 4t cannot 


establish that any pecuniary damages resulted from the alleged 


wrong." 


THE COURT: Of course, I don't consider that 
binding, but what I do consider binding is the pretrial order. 


MR. HALL: Your Honor, far be it from me to 
suggest to you something about civil procedure because 90 
per cent of all I know about it I learned from you directly 
or indirectly, but I would like to throw this out to you -- 

THS COURT: I will be very glad to get your view- 
point. : : 

MR. HALL: It ts my understanding if a judge, 
where there is no court reporter to take ‘something down, if a 
judge enters an order or a paper and eave @ party has admitted 
this, that or the other thing, it will be assumed that he did 


make that admission. | 
THE COURT: There is no question about the fact 

that Judge Leventhal says that that admission was made during 

the argument in the Court of Appeals, put I am more impressed 
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by the pretrial order because the pretrial order supersedes 
the pleadings; that is more than an admission. 

MR. HALL: And it is my recollection that Judge 
Sifica said to the Court of Appeals that it was his under- 
standing they weren't claiming any damages, and they didn't 
call him on that end say that he was wrong; and then the 
Court of Appeals said it. 

THE COURT: TI am turning back to page 5 of the 
pretrial order. Paragraph 2 states: "Plaintiff claims an 
accounting for profits received by defendants for sale of 
infringing ribbons and consequent damages to plaintiff." 
That, of course, is the damages for infringement - Then in 
parenthesis there is the statement, "Plaintiff claims no 
other special damages." 

A pretrial order is more than just a scrap of 
paper. A pretrial order is intended to act as a chart for 
the trial and to narrow the issues at the trial and it cannot 
be treated cavalierly. Two or three years ago the Court of 
Appeals took the same position, that pretrial binds the 
parties. 

Now, of course, to prevent manifest injustice the 
Court may grant leave to amend the pretrial order, but there 
should be a showing as to why. 

‘It looks to the Court as though there is just a 
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change of position. There was no inadvertence or mistake or 
anything of that sort. | 

Certainly, I presume, the defendant is taken by 
surprise and even if an amendment were allowed it would be 
necessary to continue the case to give the defendant an 
opportunity to check the claim and possibly secure evidence 
to rebut it. i 

MR.:-ROBSON: May I say a few words on that, Your 
Honor? | 

THE COURT: Yes, yes. | 

MR. ROBSON: If I understand the law correctly, 
and I think there is a certain amount of misunderstand tne in 
the opinion of the various courts and in the statements of Mr. 
Hall, which is the result of confusion between the terms 
special damages and damages, we do not elain special damages 
vy virtue of the use of the trade secret, nov do we claim, I 


don't believe, any special damages with respect to the 
patent infringement. | | 

This is not to say, however, that we are not entitled 
to the profits nade in the ‘case of the patent infringement by 
the defendant by the use ofour patents and similarly we would 
be entitled to any profits if there was in fact an improper 


use of our -= | 
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THE COURT: You see, in the pretrial order you ask 
an accounting for profits received by defendants from sale 
of the infringing ribbons and consequent damages. Obviously, 
there can be no infringing ribbons until after the patent 
issued. 

MR. ROBSON: I concede that the pretrial order 
does not anywhere refer to special or general damages arising 
out of the use of, the improper use alleged, of the trade 
secrets, and I honestly can't tell Your Honor how it was that 
counsel who was present -- 

|THE COURT: Perhaps you did not personally partici- 
pate in the earlier. proceedings. 

MR. ROBSON: I was retained as counsel but I was 
not present, so I don't know what was in counsel's mind and 
how it was that matter slipped out. I know counsel did 
stipulate = 

THE COURT: It must have been a solemn admission 
‘4n the oral argument in the Court of Appeals because Judge 
Leventhal said so in his opinion. : 

MR. ROBSON: What counsel advised me just now was 
what he admitted to was that no special damages were being 
Claimed; and apparently there has been some confusion by the 


loose use of that word. 
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THE COURT: I think defendant 's counsel had a right 
to assume that there was no claim for damages on the third 
cause of action because apparently both Judge Sirica and Judge 
Leventhal so understood and there is no reference to any such 
‘claim in the pretrial order. | 

I am:going to deny the motion for leave to amend 
the pretrial order. : 

I would consider a modified application. I am not 
saying I would grant it but I would heat it, if it was 
coupled with a request for a continuance so that the other 
Side would have an opportunity to check the clain. 

In view of the opposition TIT wouldn't permit the 
pretrial order to be amended in this very drastic way. 

MR. ROBSON: There would be absolutely no addition- 
al proof offered in this area than was intended otherwise. 

THE COURT: There would have to be proof of damages. 

MR. ROBSON: That would be identical with the 
patent infringement cause -=- | 

THE COURT: I understand, See you would have to 
prove the number of articles that were manufactured prior to 
the issuance of the patent and Mr. Hall would have to have an 
opportunity to meet that evidence. No <=: 

_ . MRe ROBSON: ey I make this request, Your Honor, 
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since st is my understanding that we are going to reserve 

: questions of accounting until after the ‘determination is made 
of the validity of the patent, may we proceed to offer evidence 
on the quest fon of the trademark? 

THE COURT: I am not going to exclude evidence, 
but r am not going to permit you to amend the pretrial order, 
which is what is before me. 

MR. ROBSON: What I would hope to do, then, is 
4f the Court finds that that trademark was in fact improperly 
used -- 

‘THE COURT: You don't mean trademark. 

‘MR. ROBSON: Trade secret was in fact improperly 
used, there would be an opportunity in the future, at the same 
time as we obtained an accounting for any infringement, to 
obtain an accounting of any profits derived from the defendant 
of the trade secret. 

THE COURT: I am not going to even go that far. 

I will permit you to make an application at a later date, but 
I am not going to rule now that you may have an accounting 
for profits under soe third count if aoe sustain the cause of 
action on the third count. 

MR. ROBSON: I think I understand Your Honor's 


position and I am prepared to proceed accordingly. 
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THE COURT: At the present tins I am denying the 
motion for leave to amend the pretrial order. 

MR. ROBSON: Thank you, sir. : 

THE COURT: You may proceed. | 

MR. ROBSON: May I hand to Your Honor a copy of 
the complaint which Your Honor requested yesterday. 

May I have the record indicate on the basis of a 
stipulation with Mr. Hall that -- 

THS COURT: Are you addressing the Court? 
MR. ROBSON: Yes, sir. 3 : 


THE COURT: ‘Then don't say may I have the record 


indicate; just make your statement. I don't like this business 


of lawyers addressing the notebook when they are addressing 
a cee 

MR. ROBSON: Mr. Hall, if Your Honor please, has 
indicated that he is prepared to stipulate that the inventor 
Walter Ploeger, Jr. properly assigned hts: right to a patent 
to the Edgecraft Company, which is the named patentee. 

The patent in suit was issued to the Edgecraft 
Company pursuant to an assignment and I merely wish to 
indicate <= aoe 

THE COURT: You mean there was a mesne assignment? 

MR. ROBSON: ‘There were two assignments, yes, one 


| 
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from.the inventor to the patentee and one from the patentee 
to the plaintiff. We have already introduced in evidence the 
assignment -- 

THE COURT: Who is the patentee? 

MR. ROBSON: The patentee is the Edgecraft Company. 
THS COURT: Very well. 
MR. ROBSON: May we recall Mr. Ploeger. 
WALTER PLOEGER, JR. 
recalled as a witness, was examined and testified further as 
Lollows : 
DIRECT EXAMINATION (Cont'd) 

BY MR. ROBSON: 

Q Mr. Ploeger, during the course of your testimony 
yesterday I believe you stated that in the course of developing 
the ribbon which is in suit here you discovered two unexpected 
results. One was an increased absorbency rate of the nylon 
and the other was an increase in the ink capacity of the nylon. 

(Can you explain, on the basis of your expertise 
in the field of ribbons, why the use of the film welded to 
the edge of the ribbon resulted in an increased absorbency 
rate and increased capacity? 

THE COURT: Let me get those two terms again, Mr. 
Robson. One is increased ink absorbency? 
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MR. ROBSON: Absorbency rate. 
THE COURT: And what is the other? 
MR. ROBSON: Increased ink capacity. 
THE COURT: Very well. : 
THE WITNESS: May I have that question repeated, 
please? : 
o<:(The Reporter read the: last question.) 
THE WITNESS: No, I cannot. | 
BY MR. ROBSON: | 
Q Have you made an effort to determine why those two 


phenomena occurred? : 


| 
| 


A I have only thought about it. I haven't come up 
with the answer. : 

THE COURT: I want to be sure that I understand 
these terms correctly. Just precisely what is the difference, 
Mr. Robson, between ink epscrpeney, and ink capacity? 

MR. ROBSON: The absorbency rate is the speed with 
which the material absorbs the ink, that 1s, the length of 
time tt takes for a given amount of ink to enter the material. 
The capacity is the amount of ink which the material is 
capable of holding when it has fully absorbed the ink. In 
other words, if we used -- : 


THE COURT: What is the value of increased rate of 


! 
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ink absorbency? I remember by the experiment that was 

' eonducted here in the courtroom yesterday you showed the 
increased rate or absorbency, but what is the value of it, the 
practical value of it? 

MR. ROBSON: If Your Honor will recall, the 
witness testified that when the key strikes the ribbon ink 
is pushed, number one, onto the paper, and number two, away 
from the point of impression, and the speed with which the 
ribbon absorbs will determine the speed with which that ink 
“returns to the point of impression. 

THE COURT: Tell me briefly, in words of one 
Byliable, what is the importance of ink absorbency. Every 
trade and business and science has its own jargon but let's 
get away from that and use ordinary English as though you were 
explaining it to some friend who knew nothing about this. 

MR- ROBSON: Judge Hand once said it requires more 
ability to state things simply and concisely, and I am trying 
very hard. I may not be as able as I would like to be. 

In effect what I am saying is, the recuperative 
power of the ribbon is faster... The ink comes back more 
quickly to the point of impact. 

THE COURT: You mean if this capacity did not exist 
the ink would spread when that spot is hit and would not come 
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vack to that spot so that that spot would be bereft of ink, 
is that the point? | 

MR. ROBSON: It would be less inked than other 
spots. : 

THE COURT: Is that ink a heaence or ink capacity? 

MR. ROBSON: Ink absorbency. | 

THS COURT: What is ink capacity? 

MR. ROBSON: ‘The amount of ink which the ribbon 
will hold so the ribbon will last much longer in its usage. 

THE COURT: I see. It is so easy to explain things 
simply, Mr. Robson. : 

MR. ROBSON: I try. | 

THE COURT: I know. TI don't went you to think that 
I am critical. Now you may proceed. . 
BY MR. ROBSON: | 

Q If you recall, Mr. Ploeger, yesterday at the end 

of the session we were discussing -- I was asking you about 
the ribbon which resulted from the processing of your ribbon 
for the Speliright Corp. and the combination of that ribbon 
with their correction material and I asked you whether the key 
ever struck the Scotch tape on that ribbon and I believe you 
stated it did not, and I meant to make certain that the record 


was clear on that. When you said the key did not strike the 
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film, the plastic film which was placed on there by your 
company you were referring, were you not, to the printing 
portion of that ribbon? 

A I was referring to what I -= what:I said yesterday 
was that the type did not impact any Scotch tape on the 
printing portion of the ribbon. The type face impacted the 
film portion of the printing ribbon, the fiim which we had 
applied as per our invention. 

Q The type, however, would impact the Scotch tape 
when the correction portion is in use? 

A That is correct. 

Q So that <- 

THE COURT: Just a moment. Does the key hit the 
Scotch tape? 

THE WITNESS: The key will hit the Scotch tape, 
sir, when the machine is placed in a position for the key to 
print on the white portion. The white portion is the one 
which corrects the mistake. The biack portion merely writes 
the characters and the white portion corrects the mistake. 

| ‘THE COURT: The Scotch tape extends across the 
entire width of the ribbon, doesn't it? 

‘THE WITNESS: No, sir, only across the width of 
the white portion. | 
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THE COURT: The white portion is the correcting 
portion? : 
THE WITNESS: That is right. 
THE COURT: When you use the correcting portion, 
then the key strikes the Scotch tape? : 
THE WITNESS : Yes, sir, that is correct. 
{BY MR. ROBSON: : 
Q But when you use the printing portion it strikes 
the plastic film which is placed on it by your company? 
A That is correct, sir. | 
Q I believe you testified yesterday that after your 
initial conversations with Mr. Wolowitz you prepared some 
samples of your ribbon for Mr. Wolowitz' use in preparing 
the correction tape which he was using, 1s that correct? 


| 
A That is correct, sir. | 


Q a 
further conversation with Mr. Wolowitz with respect to your 


After: you prepared those samples aid you have any 


printing. ribbon? : 
: A Well, after I gave Mr. Wolowitz those early samples 
he took those samples and combined them into his first correce- 
tion ribbons, using our material, and he came back and 
immediately wanted to use our product and he asked us to give 


him an exclusive on our product. 
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film, the plastic film which was placed on there by your 
company you were referring, were you not, to the printing 
portion of that ribbon? 

A I was referring to what I -=- what I said yesterday 
was that the type did not impact any Scotch tape on the 
printing portion of the ribbon. The type face impacted the 
film portion of the printing ribbon, the fiim which we had 
applied as per our invention. 

Q The type, however, would impact the Scotch tape 
when the correction portion is in use? 

A That is correct. 

Q So that <- 

‘THE COURT: Just a moment. Does the key hit the 
Scotch tape? 

THE WITNESS: The key will hit the Scotch tape, 
sir, when the machine is placed in a position for the key to 
print on the white portion. The white portion is the one 
which corrects the mistake. The biack portion merely writes 
the characters and the white pdértion corrects the mistake. 

| THE COURT: The Scotch tape extends across the 
entire width of the ribbon, doesn't it? 

THE WITNESS: No, sir, only across the width of 
the white portion. 3 
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THE COURT: The white portion is the correcting 
portion? : 
THE WITNESS: That is right. | 
THS COURT: When you use the correcting portion, 
then the key eee the Scotch tape? 
THE WITNESS : Yes, sir, that ts correct. 
{ BY MR. ROBSON: ! 

Q But when you use the printing portion it strikes 
the plastic film which is placed on it by your company? 

A That is correct, sir. : 

Q I believe you testified yesterday that after your 
initial conversations with Mr. Wolowitz you prepared some 
samples of your ribbon for Mr. Wolowitz' use in preparing 
the correction tape which he was using, is that correct? 

A That is correct, sir. : 

Q & 
further conversation with Mr. Wolowitz with respect to your 


After you prepared those samples did you have any 


printing. ribbon? : 

A Well, after I gave Mr. Wolowitz those early samples 
he took those samples and combined them into his first correc- 
tion ribbons, using our material, and he came back and 
immediately wanted to use our product and he asked us to give 


him an exclusive on our product. 
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film, the plastic film which was placed on there by your 
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was that the type did not impact any Scotch tape on the 
printing portion of the ribbon. The type face impacted the 
film portion of the printing ribbon, the fiim which we had 
applied as per our invention. 

Q The type, however, would impact the Scotch tape 
when the correction portion is in use? 

A That is correct. 

Q So that <-- 

THE COURT: Just a moment. Does the key hit the 
Scotch tape? 

THE WITNESS: The key will hit the Scotch tape, 
sir, when the machine is placed in a position for the key to 
print on the white portion. The white portion is the one 
which corrects the mistake. The biack portion merely writes 
the characters and the white pdrtion corrects the mistake. | 

: THE COURT: The Scotch tape extends across the 
entire width of the ribbon, doesn't it? 

‘THE WITNESS: No, sir, only across the width of 
the white portion. | 
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THE COURT: The white portion is the correcting 
portion? | 
THE WITNESS: That is right. 

THE COURT: When you use the correcting portion, 
then the key strikes the Scotch tape? : 
THE WITNESS : Yes, sir, that is correct. 

{ BY MR. ROBSON: 

Q But when you use the printing portion it strikes 
the plastic film which is placed on it by your company? 

A That is correct, sir. : 

Q I believe you testified Seatentar that after your 
initial conversations with Mr. Wolowitz you prepared some 
samples of your ribbon for Mr. Wolowitz' use in preparing 
the correction tape which he was using, 1s that correct? 

A That is correct, sir. : 

Q “ After you prepared those samples aid you have any 
further conversation with Mr. Wolowitz with respect to your 
printing. ribbon? : 

: A Well, after I gave Mr. Wolowitz those early samples 
he took those samples and combined them into his first correc- 
tion ribbons, using our material, and he came back and 
immediately wanted to use our product and he asked us to give 


him an exclusive on our product. Yeh 
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Q Did you agree to give him an exclusive on your 
product? | 

A We did not. 

THE COURT: Exclusive what? 
BY MR. ROBSON: 

Q Did you agree to give him an exclusive license on 

your product? 
A | No, we did not. 

Q _ Did you agree to give him any license to use your 
product? 

A No. 

Q Did he ask to purchase your product? 

A Well, he wanted to purchase the ribbon itself, yes, 
a@ supply of ribbon, cut ribbons, yes. 

Q Did you indicate to him that your business did not 
include the sale of ribbon? : 

A Yes, we did. We told him we were only slitters. 

Q Did you have any conversation with him advising hin 
as to how he could obtain a supply of this product? 

A Yes, I mentioned to him that he could go to fabric 
Suppiy houses from whom he could buy the raw woven nylon fabric. 

-Q ‘(Did you identify any particular supply house to hin? 
A Yes, I mentioned offhand two that I kmew of. 
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Q Which two? | 
A Standard Product Corp. and the Schwarzenbach-Huber 
Corp. : 2 
Q Did Mr. Wolowitz thereafter, to your knowledge, 
arrange for a supply of this material cn either of those 
two companies? : 
Yes, sir. 
| Which :company? | 
I believe it was the Schwarzenbach Huber Company. 


> © » 


Q Did you thereafter receive any orders for the 
processing of the ribbon in issue here from the Schwarzenbach- 


Huber Company? 
A ‘Yes, we did. 


Q And to whom was that material delivered? 

THE COURT: What kind of orders? You said did he 
receive orders from Schwarzenbach-Huber Company Orders for 
what? 
THE WITNESS: The orders entailed for us to slit 
ribbons made up as per our patent, namely, our film onto woven 
cotton fabric. | 

THE COURT: Who furnished ‘the ribbon? 

THE WITNESS: The raw material was furnished by 


the Schwarzenbach-Huber Company and the ftim == 
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THE COURT: You were only to cut it, is that it? 

THE WITNESS: Yes, sir, we applied the fiim and 
B1it the ribbon. 

BY MR. ROBSON: 

Q Who provided the nylon fiim? 

A We provideded the film. Our company, Filmon 
Process, provided the filn. 

: Q  ~=—sC So that Schwarzenbach-Huber provided the nylon 
fabric and your company provided the nylon film? 

A I believe I may have made an error in that last 
answere Would you ask me that question again? It's a matter 
of dates here and I may have not answered that question. 

Q Is it correct, then, that Schwarzenbach-Huber 
provided the nylon fabric and your company provided the nylon 
fiim? 

A That is correct. ; ‘ | 

Q And then you joined the two, slit them into ribbon 
‘size and delivered them to the Spellright Corp., is that 
correct? 

A That is correct, sir. 

THE COURT: In other words, you cut the nylon fabric 
and applied the film and made the finished article, is that it? 
THE WITNESS: Yes, sir, that is correct. 


. 
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BY MR. ROBSON: i 
Q Did Speliright, to your nowledge, sell -- withdraw 
that. The ribbon which was processed by you, was that inked 
or uninked ribbon? : } 
| THE COURT: Was that what? — 
MR. ROBSON: Let me withdraw that and rephrase it. 
Q The material which was received from Schwarzenbach- 
Huber, the nylon fabric, was that nylon tavric inked when you 
received it or was it uninked? : 
A It was uninked. | 
Did you ever receive fabric which was inked? 
Yes, we have received inked fabric, certainiy. 


From Schwarzenbach-Huber? 


> © Pr oO 


ZI don't recall. | 

Q Did the Speliright Corp. obtain, to your kmowledge, 
ribbon manufactured in accordance with the patent in issue 
here from any other supplier besides Schwarzenbach-Huber? 

A —- I wouldn't know. . | 

a During what period of time were you making these 
deliveries to the Speliright Cerp. on pe nee from the 
Schwarzenbach-Huber Corp.? a 

THE COURT: Why don't you Limit it? Lawyers have 

a way of putting too many qualifications in their questions. 
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The simple question is, during what period were you making 
these deliveries to the defendant, isn't that it? 
MR. ROBSON: Yes, sir. 
THE COURT: Very well. - Now suppose you reframe 
your question. 
BY MR. ROBSON: 
Q During what period of time were you making deliver- 
tes of ribbon to the Spelliright Corp.? 
A I believe the shipments started in late 1961 and 
ran into possibly the middle or late summer of "62, 
Q Do you recall approximately how much ribbon you 
shipped to Spellright? 
A ‘Oh, about one and one-half million tape yards. 
In other words, the tape yards of quarter inch material. 
THE COURT: What is a tape yard? = 
THE WITNESS: A tape yard as opposed to a wide yard. 
A tape yard eters to a narrow ribbon as opposed to a broad 
yard, which is the wide cloth. 
THE COURT: You mean -- 
THE WITNESS: In other words, that reel I gave you 
yesterday, sir, that is what we call a tape yard reel. 
s THE COURT: A yard is a yard. Suppose we find out 
what a tape yard is. 
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THE WITNESS: It's a trade tern. I'm sorry, I 
shouldn't have used it. It is a trade term and most people 
wouldn't be aware of it. Excuse me. | 

BY MR. ROBSON: | 

Q You mean one and one-half million yards of ribbon? 

A That is what I mean, yes. Right. 

Q Was that ribbon, to your knowledge, sold to the 
general public in:form for use in typewriters? 

A I believe it was. | 

Q I show you a@ box containing some ribbon and ask 


you whether you have ever seen & box like that before? 

A Yes, I have seen a box like this vefore, many times. 

Q What is that box that you have before you? 

A It's a box which contains a typewriter ribbon 
which is marked "Speliright For Typewriters That Don't.” 

Q Is that one of the boxes which was used by Spell- 
right to sell the ribbon during the period of late 1961 to 
September 1962 which was processed by you? 

A Yes, sir. : 


MR. HALL: Your Honor, I object. 


| 
| 


A I believe it is. ! 
. MR. HALL: ‘This is getting to be highly leading. 
} | 
THE COURT: TI will overrule the objection. 
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‘MR. HALL: And I think that this is secondary 
evidence. 

THE COURT: Well, that is different. I will sus- 
tain that objection, but not the objection on the ground of 
leading. I think we allow leading questions very often. 

Let me see that box, Mr. Robson. 

Mr. Hall, let's shorten and streamline this. I 
will sustain your objection because this is hearsay evidence. 
But here is a box marked “Speliright For Typewriters That 
Don't" and it is marked "Manufactured and Guaranteed by 
Speliright Corporation, 813 - l4th Street, N.W., Washington 5, 
_D.C." Do you want to stipulate that this came from the 
defendant? | | 

MR. HALL: I have already marked such a box a5 <-- 

THE COURT: My question to you is, are you willing 
to stipulate that that came from the. defendant? 

MR. HALL: Surely. 

THE COURT: Well, that is ali there is. 

MR. HALL: Well, no, there is more than that, Your 
Honore He is trying to get into this false marking now and 
he is trying to -- 

THE COURT: Let's take one step at a time. The 
Gefendant corporation did distribute this box with its contents, 
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the ribbon, is that correct? | 

MR. HALL: I don't know about the contents of that 
particular box. | | 

THE COURT: Suppose you look at it. 

I think those matters ought ie be stipulated so 
we wouldn't consume time making technical proof. 

(Pause. ) : 

MR. HALL: Your Honor, we are prepared to stipulate 
that we sold ribbons at one time in boxes of this kind and 
that this ribbon looks like, roughly, at least, one of our 
ribbons, but all of our ribbons have an 4dentifying number on 
them approximately at this position and this ribbon does not, 
80 apparently somebody has cut enough off of this that we 
can't tell what lot or what manufacture this ribbon came from. 
So this is sort of an incomplete job that they are giving Us 5 
we can't tell the whole story unless the full ribbon is here. 

MR. ROBSON: May we indicate, Your Honor, that 
this was -- : 

THE COURT: Just a moment. 

MR. ROBSON: I'm sorry. | 

THE COURT: - You do stipulate that you sold ribbons 


in boxes of that type? Raocas 


! 
| 


MR. HALL: Yes. 


184 


THE COURT: Suppose we mark that as an exhibit. 
Do you want to offer that in evidence? 

MR. ROBSON: Before we do that, Your Honor, may I 
_have the cellophane wrapper in which this was sealed when 
you got it? You just ripped it out of a cellophane wrapper, 
Mr. Hall. 

MR. HALL:. Did we do that? 

MR. ROBSON: Yes, you did. When I handed this to 
you this was in a cellophane wrapper with this attached to 
the ribbon and you ripped the cellophane wrapper open. 

MR. HALL: I don't remember that. Do you remember 
that, Your Honor? 

MR. ROBSON: I was standing here watching it. 

THE COURT: Now, gentlemen, let's proceed. 

|MR. ROBSON: We offer that in evidence, If Your 
Honor please. 

THE COURT: Tet it be admitted. 

You just offer the box, not the contents? 

MR. ROBSON: TI thought Your Honor said to offer 
the box. I want the box and the contents. 

THE COURT: Then put the Gontents into the box, 
and that includes this little leaflet. 

| Does your stipulation, Mr. Hall, cover the leaflet 
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also, that this leaflet was enclosed in the box in which the 


ribbon was contained that you sold? 


MR. HALL: That leaflet has our lith Street address 
on it. When our company was at 14th Street we issued such 
leaflets as that. , 

THES COURT: Suppose we mark this leaflet Plaintiff's 
Exhibit 7-A. 

MR. HALL: I might add that it wasn't necessarily 
s0 that these leaflets were packed in the box. 

THE COURT: Anyway, they were atstributea with the 
article? 2AES | 

MR. HALL: Well, we'd in many cases supply the 
store with a supply of leaflets and the store could have the 
leaflets on the counter and if somebody wanted a leaflet 
without a ribbon they could have it. : 

THES COURT: I see. Very well. ‘Then the leaflet 
can be treated as a separate exhibit. ‘We will still call it 
ToA. | = 3 

 (Speliright box and ribbon 
"marked Plaintiff's Exhibit No. 
: 7 and received in evidence; 
: Se Leaflet marked Plaintiff's 
Exhibit No. 7-A and received in 


evidence.) 
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‘THE COURT: Now you may proceed. 


BY MR. ROBSON: 


2 


Q Mr. Ploeger, where and when did you obtain the box 
which has just been identified as Exhibit 7? 
THE COURT: So long as there is a stipulation, is 
that necessary? 
MR. ROBSON: It's important as to the time when it 
was obtained, Your Honor. 
THE COURT: Your question was where, wasn't it? 
MR. ROBSON: Where and when, yes. 
THE COURT: Which is it? 
Q Let's start with when. When aid you obtain that box? 
A I received that box very early during the sale of 
this type of ribbon and I may very well have gotten it from 
Mr. Wolowitz himself because he did give me a few for use on 
my office machinery. 
Q At the time you received that box did it contain 
the insert which it presently contains? 
A Oh, yes. It was sealed and included an insert, yes. 
THE COURT: I don't know what you mean by the insert. 
I think you better make it clearer. 
Q Did it contain the two-page pamphlet which has been 
marked Exhibit 7-A? 
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A Yes, it did. ! 

Q Would you examine the ribbon which is contained in 
that box and tell me whether, if you know, it is the same 
ribbon as has been previously identified as the ribbon manu- 
factured by Speliright with ribbon produced vy you? 

A May I have permission to cut oft a@ small strip and 
_try and pull the ribbon apart? Because that would be the most 
sure and immediate test that I could ina ke 6 

MR. ROBSON: With Your Honor's permission. 

THE COURT: Whom does the ribbon belong to? Is it 
yours? | 

MR. ROBSON: It is my ribbon, yes. 

THE COURT: I don't mean your personal ribbon. 

MR. ROBSON: It is the plaintiff's. 

THE COURT: Very well, I have no objection to that. 
I just didn't want somebody else's property to be interfered 
with. : 

(pause. ) : 

THS WITNESS: I would conclude that this is the 
ribbon which the defendant made, incorporating our patented 
material such as the chart that you showed me earlier. 

| BY MR. ROBSON: , 

*} And is that <-- _ 


188 


A Namely, using the Scotch tape as the binding 
medium between the two members; namely -- 
THE COURT: Is the Scotch tape there? 
THE WITNESS: Yes, sir. We have our ribbon, our 
patented ribbon, and we have the Scotch tape. 

THE COURT: Mr. Robson, let me see it. 

MR. ROBSON: Yes, sire 

THE WITNESS: I have pulled it apart here. 

(Pause. ) 

‘THE COURT: The Scotch tape is attached back of the 
white portion of the ribbon, is it not? 

THE WITNESS: All the way across the white and it 
just slightly touches the surface of the film on our ribbon, 
just slightly, by maybe a 32nd or a 16th of an inch. 

THE COURT: But it completely covers the white? 

THE WITNESS: Yes, sir. 

THE COURT: But not the inked portion? 

THE WITNESS: Not completely, no; only by a very 
small narrow area. 

THE COURT: Very well. I think that there be no > 
confusion let this be marked as 7-B because it might get 
separated from its container. 

MR. ROBSON: TI think that is a good idea, yes, sir. 
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we would like to offer that, then, as 7-B. 
THE COURT: It is already in evidence, but I want 
it marked separately as 7-B. It is part of Exhibit 7 that 
~>has already been admitted. : 
(Ribbon from Plaintiff's Exhibit 7 
marked Plaintiff's Exhibit 7-B 
and received in evidence.) 
BY MR. ROBSON: : 
Q When you delivered -=- withdraw that. With respect 
to the material which was processed by you, that is, the 
nylon fabric which you received from Schwarzenbach-Huber to 
which you welded your nylon film, did you deliver that finished 
product directly to Speliright or did you deliver it somewhere 
else? : 
A ——- Sometimes it was shipped to Speliright and some- 
times it was shipped somewheres else. : 
Q On what occasions was it shipped to Spellright? 
A On occasions when he so directed or someone 
directed it to be shipped there, namely, Spelartent. 
Qs On the occasions when 1t was shipped to some other 


place, to whom was it shipped? | 
A It was shipped to an inker. It was shipped to New 
| 
Era Carbon Ribbon Company and I believe some WAS shipped to 
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Eaton Allen Company, both inking manufacturers. 

Q And it was shipped there for the purpose of applying 
ink, is that correct? 

A That is correct. 

Q When you shipped these ribbons to either Spelliright, 
Eaton Alien Corp. or the New Era Carbon Manufacturing Company, 
‘was there any label of yours affixed to the package? 

WA Oh, yes, there was. 
MR. ROBSON: Would you mark that? 
(Film-On label marked Plaintiff's 
Exhibit No. 8 for identifica- 
tion.) 
BY MR. ROBSON: 

Q I show you what has been marked Exhibit 8 for iden- 
tification and ask you whether that is the label which was 
affixed to the package? 

MR. HALL: Your Honor, I object. 

'MR. ROBSON: May we get an answer to the question? 

THE COURT: This calls for a yes or no answer. TI 
think your objection is premature. 

MR. HALL: I think it is too, but I wanted to make 
sure it wasn't -- 


THE WITNESS; This is a label similar to what we 
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would put right on the package of ribbons that we cut, yes, on 
the outside of the package. : 

BY MR. ROBSON: | 

Q And this was during the entire pertod of time that 
you dealt with the Spellright Corp.? : 

A Yes, we used this type of tabel, yes. 

Q And was this label affixed on the packages which 
were sent to the Spellright Corp.? | 

A . Yess, yes. =: ! 

MR. ROBSON: I offer it in evidence. 

MR. HALL: Your Honor, I object. This is an effort-- 

THE COURT: Let me see it. Hand the exhibit to 
the Clerk when you are offering it in evidence. 

What is the ground of your objection? 

MR. HALL: On the ground that this is outside the 
scope of the pleadings and directly contrary /thet answers to 
sworn interrogatories that they gave us a few days after -- 

7 THE COURT: TI don't think that 4s & ground for 
excluding the evidence. : 

MR. HALL: Well, wait just a minute. 

You see, they cannot recover any damages unless 
they marked their product patented. They are trying to prove 
patent marking. ‘They have their patent number on that label. 
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This was all before Judge Sirica when we were before him and 


he held, in connection with his opposition in the Court of 


‘. Appeals, that there must be a pleading before the plaintiff 


can offer evidence of patent marking, it must be alleged in 
the complaint. 

THE COURT: I am going to rule it is not necessary 
to allege that in the pleadings, not under modern rules of 
pleading. TI am going to allow this, Mr. Hali. : 

MR. HALL: Your Honor, the Court of Appeais in this 


very case said it. 


|THE COURT: I am going to overrule the objection. 
IT am going to allow this evidence. 

The point whether he has a right to recover is @ 
different matter, but he has a right to prove his case in his 
own way and then we will rule on the question whether he has 
@ cause of action. I don't like to rule on questions of sub- 
stantive law on admissibility of evidence. 

Let it be admitted. 

_ (Plaintiff's Exhibit No. 8 for 
identification was received 
in evidence. ) 

|THE COURT: ZI might ask you this in order to clarify 
my own thinking. What is the purpose of this exhibit, Mr. | 


Robson? 
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MR. ROBSON: The purpose of this exhibit is, along 
with other evidence in the case -- : 
THE COURT: What is the purpose of this exhibit? 
MR. ROBSON: To establish mowledge on the part of 
the defendant of the fact that this was a patented article. 
THE COURT: As I understand it, in answer to an 
interrogatory --I want to be sure I am right about this-- you 
answered, when I say you I mean the plaintiff answered the 
articles were not marked as required by the statute; is that 
correct? | 
MR. ROBSON: That is not correct. 
THE COURT: What was the answer to the interrogatory? 
MR. ROBSON: There were several interrogatories, at 
least two of which referred to a similar problem. In answer 
to one interrogatory, and I read from it now, and that was 
‘ served back in November 1963 -~ : 
THE COURT: TI don't care when it WAS. 
MR. ROBSON: The following statement appears : 
"The marking ‘Patented’ or similar information 
was applied to an over-wrap for the product or on 
literature shipped with the product. ‘The plaintift¢ 
has used the terminology that uninked xtbbons 
originating from the plaintiff are patented when 
inked." : 
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That was in answer to an early interrogatory. 

THE COURT: What was that last sentence? 

MR. ROBSON: "The plaintiff has used the 

terminology that uninked ribbons originating from 
the plaintiff are patented when inked.” 

The patent refers to inked products, and when the 
product was uninked there was another stamp. 

THE COURT: I think we will go into the substantive 
law question later on. TI am not ruling now that this is a 
proper marking, all:I am doing is to allow plaintiff to prove 
his case in his own way. 

MR. HALL: Could I say another word on this subject? 

THE COURT: Yes. 

MR. HALL: Your Honor, at the time that we asked 
this Interrogatory 36 it was immediately after the filing of 
this suit, four years ago. 

THE COURT: I understand, but I am not going to 
rule -- 

‘MR. HALL: But we did not investigate any further 
because they said point blank in answer to 36 that they didn't 
mark. 

‘ ‘THE COURT: Suppose you locate that answer to the 
interrogatory. | 
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MR. HALL: The Court of Appeals quoted it in their 
opinion. | 


THE COURT: What was before the Court of Appeals 


was merely an attempt to mandamus Judge Sirtca. | 

I never consider myself bound by dicta, even if 
they are from the Supreme Court, only by rulings. However, 
‘answers to interrogatories are admissions which are binding 
on the parties. , 

MR. HALL: Yes. I have marked here on my copy of 
the papers the riterrogatore 36 and the answer. This is 
from Judge Sirica's brief. 

THE COURT: In order to 1dentify it give me the 
number of the interrogatory and would you mind reading me the 
answer? | : 

MR. HALL: Interrogatory 36. . 

THE COURT: Interrogatory 36 addressed by the 
defendant to the plaintiff? 

MR. HALL: Right. i 

"Has the nee of the patent in suit made, 

used or sold anything under said patent or 
authorized anyone else to make, ‘use or sell any- — 
‘thing under the patent in suit? If ~s., state in 
complete detail, the thing made, used or sold, by 
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whom made used or sold, and ali steps taken to 
market the same with the patent number. If there 
are records kept with reference to the patent 7 
marking, give the name and address of the custodian 
of the records. 

"Answers Yes, the thing sold is a ribbon 

corresponding identically to that disclosed and 

. Claimed in the patent in suit. In addition, services 
have been rendered in processing ribbon materiais 
for customers who then inked the ribbon material 
and sell the same. No steps, as such, were taken 
by the plaintiff to market the patented ribbon 
with the patent number. No records were kept with 
respect” <-- | 

THE COURT: I see. Very well. 

‘In ruling on admissibility of evidence I only rule 
on the question whether under the rules of evidence the 
evidence is admissible; its legal effect I determine later. 

MR. HALL: But there ‘s one thing I want to say, 
though, Your Honor. This answer was given just after this 
suit was filed and as a result we never investigated to get 
other evidence which we could have gotten at this time. For 
example, he was selling this material to other people and we 
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could have gotten other people to swear that they never got 
this marking and that they never got <- : 

THE COURT: I understand. We are not going to 
reach that question unless the plaintiff prevails both on 
“validity and infringement, and then the matter would have to 
be referred to a special master to fix eaeneos: and at that 
time I wilt rule upon this. ) 

MR. HALL: Well, Your Honor, r believe that you 
will reach that question and, in fact, if you exclude this 
exhibit we can, I believe, dismiss their case &€s soon as they 
rest. 
THE COURT: TI am not going to exclude it. I don't 
believe it is appropriate to decide against a plaintiff 
without giving him an opportunity to present his case on his . 
own theory, and I don’t decide substantive law questions in 
connection with rulings on evidence. | 

I am overruling the objection. | | I am admitting this 
evidence without indicating any views as to its effect on 
the substantive rights of the parties. mat I will determine 
later. : 

MR. ROBSON:. May I simply ‘indicate to Your Honor 
I don't want to go into it now, but I ateagree very violently 
with the interpretation of that anterrogatory. and its answer. 
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THE COURT: You may proceed with the next question 
to the witness, Mr. Robson. The record may not indicate 
anything except what goes on in the courtroom; the record is 
automatic. 

MR. ROBSON: I realize that, sir. 

BY MR. ROBSON: 

Q Mr. Ploeger, ocicare shown earlier an exhibit, 
Exhibit 7, which contained an insert which is Exhibit 7-A. 

I show you\Exhibit 7-A and I call your attention to the 
wording on the last page of this pamphlet, which says: 

"Patented construction backing keeps type 

clean. Clean your type when you install your Speli- 

right ribbon’ = you'll never have to clean it again.” 

THE COURT: Please don't read exhibits. Let's not 
waste time doing that. What is your next question? 

Q Did you have any conversation with Mr. Wolowitz 
with respect to the use of that language on that pamphlet — 
‘to be included in packages of the Spellright ribbon? 

A Yes, a did. ) 

Q Would you tell us when you had such conversations 
and where? 

A The conversation took place at the plaintiff's 


offices. The request <-- 
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Q When was that? 
A° That was, oh, I would say Rare very early in 
'62 or possibly late in '61. I am not quite sure now what 
the date was there. : 
Q And would you tell me what was said by you and what 
was said by -- 
THE COURT: May I have that date again, the date of 
the conversation? | 
THE WITNESS: It was very late '61 or possibly 


| 
\ 


very early in ‘62. 


BY MR. ROBSON: ! 
a Would you tell us what that conversation was, what 

was said by you and Mr. Wolowita% | 

A Well, Mr. Wolowitz approached me and asked me whether 
or not I would permit the words "Patented construction backing 
keeps type clean,” seeing that I was going to issue or that -- 
in other words, seeing that I had a patent covering those 
words and in the absence of his own patent, if we would 
dignify his product with those words. | 

Q And what did you do when Mr. Wolowitz made that 


request, what did you say? 


THES COURT: What words? | 
THE WITNESS: The words were "Patented construction 
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backing keeps type clean." 
BY MR. ROBSON: 

Q What did you say to Mr. Wolowitz when he made that 
request? 
A I said it would be perfectly fine with me. 

Q Did you consult with anyone before replying to Mr. 
Wolowitz? 

A Oh, yes, I contacted my attorney's office and Mr. -- 

‘THE COURT: I don't think that is material. Whom 
he consulted is not: material and whether he consulted counsel 
or not is immaterial. 

Q What patent was referred to or intended to be 
referred to in soe conversation with Mr. Wolowitz by the 
words "Patented construction"? 3 

A The patent in suit. 

Q In your conversation with Mr. Wolowitz was any 
other patent mentioned as a patent intended to be referred to 
by the words "Patented construction"? 

A No, I don't recall any. The only patents we ever 
discussed were the patent in suit. | 

Q ‘In your conversations with Mr. Wolowitz -- withdraw 
that. During the period that you were selling or providing 
ribbon to the Spellright Corp. did you have any occasion to 
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discuss with Mr. Wolowitz his approval or disapproval of the 
product which you were processing? | 
A Well, Mr. Wolowitz was very happy with our product. 
Q Did he indicate to you his satisfaction at any time? 
A Coreen Verbally. | 
Q Dartne the period from Septenber 1961 to August 1962 
did you provide the ribbon in suit to any other persons? 


Commercially I mean? 


A Yes, I believe we did. : 
Q What other companies or customers did you deliver 

that material to? : 
A We had occasion to process material for the Eaton 
Allen Corp., also for Aetna Products Corp. 


Q Do you recall any others? | 
THE COURT: What is the purpose of this line of 


inquiry? : 3 
_MR. ROBSON: It 4s slightly anticipatory, but in 
omer to save time, that one of the defenses veing raised 


here will be zacke of commercial success. 


- 


THE couRT: That is not a defense. 
MR. ROBSON:. Well, in connection with one of the 


defenses. | , 
THE COURT: You mean you want to prove commercial 


success? « ere 
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MR. ROBSON: Yes, Bir. 
THE COURT: That is proper. You may proceed. 


BY MR. ROBSON: 


Q Do you recall any of the other concerns to whom you 


delivered the ribbon in suit? 

A I think I misunderstood your question, Mr. Robson. 
I thought you were referring to the type of material that we 
had been supplying to Speliright and my answers were as to 
that particular width of tape. 

Q I am talking about the material produced in 
accordance with the patent in suit, no matter what the width. 
A I see. Now I understand. Then of course my 
answer would be we shipped ribbons of our invention to many 

different sources, yes. 

fa) Can you identify some of the sources? 

A Well, first of all, there would be Schwarzenbach- 
Huber; Standard Products Corp.; Remington Rand; Leedol 
Products; Textile Cutting Corp., I believe; New Era Carbon & 
Ribbon Company; Quest Mfg. Company; Kee Lox Carbon & Ribbon 
Company; Columbia Carbon & Ribbon Company; I believe Royal 
Typewriter received our material. There were a number of 
others which right now I can't recall. 

Q Among those you ramed is Remington Rand still a 


. 
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user of the ribbon in suit here? 
A Yes, they are. : 
Q I show you a box and ask you Cnetnes you can tell 
us what that box is? i 
A It's &@ box containing a -- first of all, it's a 
box marked Remington ribbon. Do you want me to identify what 
it says on the box? i 
Q No, just tell us what the box. is and where you 
obtained it. | 
A. Well, this is a box which cn commonly find 
being used for typewriter ribbons. | 
Q Where did you obtain the box? | 
A This was sent to me from eee Rand, directly 
from Remington Rand. | 
Q And is the ribbon contained e that box ribbon 
processed in accordance with the patent in suit here? 
A_ Yes, it is. | 
Q And 1s that in current use by Remington? 
A Yes, it is in current use; that is right. 
MR. ROBSON: I would like to offer that in evidence. 
THE COURT: Do you claim that ts an infringing use 
or is it derived from the plaintiff? 
BY MR. ROBSON: see 
 Q .. Is the material in this box processed by your 


| 
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company? 
A It is processed by our company. 
Q The plaintiff, that is? 
A That is correct. 
MR. ROBSON 3 I offer that in evidence, if Your 


Honor please. 


_ ‘THE COURT: Let it be admitted. Show it to Mr. Hall — 


first. 


MR. HALL: Let's see it. I have never seen it before. 


(Pause. ) 

THE COURT: Let's proceed, gentlemen. Hand the 
exhibit back to counsel, please. 

MR. ROBSON: They may look at it first. TI am not 
going to use it any more at this point. I don't have to make 
any further reference to it now that it is in evidence. 

THE COURT: Let it be admitted. 

(Remington Rand box and ribbon 
marked Plaintiff's Exhibit No. 9 
and received in evidence. ) 

THE COURT: You may proceed. — 

BY MR. ROBSON: 

Were your ribbons used by any Government agency? 

Yes « 


Which agency? Soiree aie a oe 


ee ee ae a 


A It's the FAA, I belteve. : 
Q° And do you know in Sonraction with what equipment 
those ribbons are being used? 
A Yes, it is being used on the Remington Univac 
computer. 
THE COURT: What Government nr did you mention? 
THE WITNESS: The Federal Aeronautics Administra- 
tion, I believe is the designation. | 
BY MR. ROBSON: : 
Q And you were telling us on what equipment it is 


being used. | 
A Yes, it is being used on a Remington Rand Univac. 
Q Do you know if it is being used on any computers? 
A Yes, it is. 3 
Q Which computers is it being used on? 


A It is being used on IBM 407s and another number 
that I am not quite certain of at this moment. 

Q Is there a ribbon being specially manufactured by 
anyone for use on IBM computers? | 

A Yes, sir, several manufacturers. 

Q Which manufacturers are manufacturing ribbons for 
use on IBM computers? : 


A There is Leedol Products, there is New Era, Kee Lox, 
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and a number of others using that specific specialized ribbon 
for that purpose. 

Q ‘Did there come a time when you discontinued 
supplying the ribbon manufactured in accordance with the 
patent in suit to the defendant? 

A Yes, sir. 

Q And approximately when did that occur? 

A That was later in '62, about October of '62,-I... . 
would say. 

Q Could it have been September? 

A It could have been September. It's a little in- 
definite. I am not quite sure as to the exact date, but it 
was sometime about there. 

Q Can you describe the circumstances leading up to 
the termination of your relationship with Spellright? 

A Yes. Mr. Wolowitz was very annoyed in the interim 
that we had not given him an exclusive on our ribbon and he 
just decided to infringe our patent and make it a different 
way. 

Q Tell us what happened. Did you have a conversation 
with Mr. Wolowitz before the relationship terminated? 

A ' Yes, I aid. i 

Q Where did that conversation take place? 


> 
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A We had a conversation at the plaintiff's offices 
in September, I be}ieve, of '62. : 

Q And who was present at that time? 

A That meeting involved, I believe, Mr. Wolowitz, 
myself, Mr. Brunner, who is deceased. : 

Q Who was Mr. Brunner? : 

A Mr. Brunner was a member of our firm and he is now 
deceased. | 
I believe Mr. Mesirow was in attendance at that 


meeting. | 

Q Who is Mr. Mesirow? | 

A Mr. Mesirow, I believe, is an attorney for the 
defendant. | 

Q And will you tell us, as best oa can recall, what 
was said by the parties at that conference or at that meeting? 

A Well, at that meeting it was brought out to us that 
they were expecting a competitor to come out with a similar 
ribbon and that we should immediately without further delay 
give them an exclusive because of this other competitor coming 
out with a similar ribbon. : 

Q Was the competitor tdentifiea? 

A Yes, the competitor was identified as being Eaton 


Alien. 
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Q And what did you say to that request? . 

A I said I could not give them an exclusive. 

Q Did the meeting terminate at that point or was 
there anything further said that you can recall? 

A At that meeting, as far as I can recall, that more 
or less terminated that meeting, yes. saponins 

Q . Was there another meeting thereafter? 

A Yes, we had a meeting shortly thereafter in | 
Philadelphia. 3 

Q And that was at whose office? 

A That was at the office of my attorney, Mr. Seidel. 

Q And who was present at that meeting? 

A At that meeting representing, I believe, the 
defendant was Mr. Wolowitz and Mr. Montague. Mr. Montague 
also, I believe, is an attorney for the defendants. Also, : 
Mr. Seidel was present, I was present, Mr. Brunner of our 
company who is now deceased was present, and our accountant 
Mr. Ioozis, I believe, was present. 

Q Wi121 you tell us, to the best of your recollection, 
what the conversation was at that meeting? Incidentally, — 
when did this meeting take place, approximately? 

A I would say maybe possibly three or four weeks 
later or maybe even shorter. It was about September of ‘62, 
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September or October. 


Q- Would you tell us now, to the best of your recollec- 


tion, what was said at that meeting? 


A Well, that meeting was more or less a repetition 
of what we had been going through all mone, that Mr. Wolowitz 
again wanted an exclusive, he said if he couldn't have an 
exclusive would we sell him the patent, and things of that.. 
nature. : 

Q What was your reply to the request for either an 
exclusive <= by an exclusive do you mean an exclusive license? 

A Yes, when I say exclusive I mean exclusive license, 
ae a 

Q And what was your reply to his request for an 
exclusive license or for the sale of the ‘patent? 

A We told him that we could not ont either request. 

Q What aia -- 

THE COURT: You say either request? 
THE WITNESS: Yes, either to give him an exclusive 
license on the product or to sell hin the!-patent. 


BY MR. ROBSON: : 


) What, if anything, did Mr. Wolowitz reply to that? 
A Well, after the meeting we went to a restaurant. 
I don't know.if it was across the street or where it was, but 
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we were all seated at the table and during the course of social 


conversation Mr. Wolowitz told me point blank, Mr. Ploeger, 
if you don't give me the exclusive I am going to break your 
patent, I am going to infringe. 

Q And did you make any reply to Mr. Wolowitz? 

A - TI told him we would have to sue him if he infringed 
our ribbon, we would have to protect our rights. 

Q Did anyone else make any statement to Mr. Wolowitz 
after he made that statement to you? | | 

A Well, I believe Mr. Seidel had heard the original 
statement by Mr. Wolowitz and he so informed Mr. Wolowitz, 
that if Mr.) Wolowitz chose to infringe, that we would have to 
sue hin. 

Q Did Mr. Wolowitz make any reply to your statement 
and Mr. Seidel's statement that if he infringed you would 
have to sue hin? 

A I don't recall any reply at this particular moment. 

Q Did you have any further occasion to discuss your 
relationships with Mr. Wolowitz or the Spellright Corp. after 
that meeting in Philadelphia and prior to the institution of 
this law suit? 

A Would you repeat that question? 

es THE COURT: Suppose we have the question read. 
(The Reporter read the last question.) 
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A Right now I don't recall any further discussion 
with Mr. Wolowitz. : 

Q Now did there come a time when you had occasion to 
believe that a ribbon identical with the ribbon involved in 
your patent was being sold although it had not been processed 
by you? | 

A Yes, there was a time. 

Q And when for the first time ata you have reason to 
believe that such a ribbon was being marketed? 

A I believe it was in May of 1963. 

Q And would you tell me how that information, or 
what was the basis for that belief? | 

A A customer of mine, namely, the New Era Carbon and 
Ribbon Company = 

Q See don't tell us anything that was said 


to you, eat tell us what happened. 
A Well, a customer -- I received a ribbon from a 


customer of mine, namely, the New Era Carbon and Ribbon Company. 


Q Did you examine that ribbon? — 

A Yes, I did. | 

Q mould you tell us what your examination of that 
ribbon revealed? 

A Well, the very first thing that I saw was that it 
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seemed to look exactly like a ribbon made by a process which we 
had invented. That was the very first reaction. In other 
words, it was @ ribbon that did not inelude the Scotch tape 
embodiment which we have been discussing before. This ribbon 
did not have its two components, namely, the printing portion 
and the correction portion, fastened by means of Scotch tape. 

Q Limiting yourself for the moment to the printing 
portion of that ribbon -- withdraw that. 

If I understand correctly, the ribbon did contain 
a@ printing and a correction portion? 

A That is correct. 

Q Limiting yourself now to the printing portion of 
that ribbon, can you tell us what the construction was, what 
the materials were that made up the printing portion of the 
ribbon? 

A . The construction was identical to the patent in 
suit, identical to a ribbon of the patent in suit, namely, 

a nylon fabric impregnated with ink and having a nylon plastic 
film sealing one side and fused only along the edges. 

Q In other words, the nylon film was attached to the 
nylon fabric, the nylon printing fabric » at the edges of the 
printing fabric, is that correct? 

A Yes, welded to the extreme edges of the printing 
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portion. | 
Q And next to that, alongside of that was the correc- 
tion material, is that correct? 

A That is correct. 

Q And how was the correction material fastened or 
held to the printing portion of the ribbon? 

A Well, I could only determine that it was held by 
a means which TI had conveyed to Mr. Wolowitz. 

Q It was not held by Scotch tape? 

No, it was not. | | 


4 i 
Q It was held by some sort of a welded joint, was it? 
A 


Some sort of a weld, that is correct. 

THE COURT: Does that mean that this ribbon had 
three layers, the nylon fabric, nylon r11m, and a correction 
fabric? | 

THE WITNESS: Yes, you might say that, although 
the correction portion was also covered with a film but that 
film was more or less glued down. So you might actually say 
he had four members. You had a ?iln cowerinc the correction 
material and you had a film covering the printing material, 
go you had actually four layers. b 

te THE COURT: There were separate fiins? 

THE WITNESS: Two separate films, that is correct. 
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THE COURT: We will take our usual mid-morning 
recess at this time. 
(Recess. ) 
THE COURT: You may proceed. 
BY MR. ROBSON: 

Q Mr. Ploeger, earlier this morning you identified 
a& label which you testified was placed on material shipped 
by you to persons requesting you to process the ribbon in 
question. I neglected to ask you whether at any time you 
piaced any additional information on that ribbon other than 
what appears on the ribbon in blank spaces? 

A Yes, we did add to the existing print work, yes. 

Q What did you add? 

A We added the words which similarly stated that -- 
in other words, if the ribbons were inked they would then be 
covered by the above-mentioned patent, or words to that effect. 

THE COURT: TI think you have to produce the 
writing, Mr. Robson. 

MR. ROBSON: Would Your Honor bear with me for just 
& moment, then? 

THE COURT: .You don't have to if you don't want to 
produce the writing, but I think secondary evidence like that-- 

MR. ROBSON: I may be able to produce it in just 
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& moment if I can find the stamp. : 
THE COURT: Go on to something else. 
MR. ROBSON: With Your Honor's permission may I 
use this chart? 
THE COURT: Yes, surely. 


BY MR. ROBSON: 


Q  . Now I call your attention to the chart which has 
just been placed on the table, Mr. Piceger. and I ask you 
whether this is a representation of the ribbon which you 
received from New Era Ribbon and carbon? 

A Yes, it is. | 


Q Would you explain what the various items are in 
this ribbon? : 

A Well, 4f we look to the left of the chart we find 
a@ narrow ribbon fabricated exactly as the ribbon in our 
invention, namely, a nylon fabric welded | along the edges to 


a nylon filn. 


material which has been completely covered by a film, and 


On the right side of this chart we find a camouflage 


these two members joined together by a weld through the exact 


center portion of that ribbon, the longitudinal center 


portion, I should say. 
| Q Now the nylon fabric <-- 
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THE COURT: What do you mean by camouflage material? 
|THE WITNESS: The camouflage material is the 
material which covers the mistake, the erroneous letter is 
camouflaged. There is this chalk or Whatever it is, it isa 
chalk of some kind which is released by the impact of the. 
type upon it and it releases itself and covers an erroneous 
character. 
BY MR. ROBSON: 
Q Now were you able to tell from examining this 
ribbon how the ribbon was constructed? Withdraw that. 
Calling your attention to the lefthand portion of 
the ribbon as it appears on that chart, that is, the nylon 
fabric welded to the nylon film, were you able to ascertain 
in examining the ribbon you received from New Era Ribbon and 
Carbon whether or not that fabric and that nylon film had been 
processed, that is, slit and welded together by your company, 
the Filmon Company? | 
A I could ascertain that it was not slit by our 
company. 
Q Willi you describe the methods you used in deter- 
mining that it was not: manufactured by your company? 
A Yes. There are two glaring methods by which one 
can almost immediately ascertain this and these methods are, 
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first of all, that this particular ribbon has a tendency to 
fold itself in the direction of the films facing each other. 
In other words, you can fold this ribbon so that the film 
on the paper -- on the camouflage material, I should say, and 
the film on the ink fabric fold that ribbon in such a way as 
to have both those films touch one another face to face. 

Now that indicated to me that the ribbon was made 
by trade secrets given to Mr. Wolowitz earlier. That was my 
very first test as to knowing that I aia not make this ribbon. 

Q Were there any other ways that you had of deter- 
mining that? : 

A Yes. The second method was to part --and as I 
did before on the witness table here-- I merely snipped off 
& piece of the ribbon and proceeded to part the two entities. 
I was not interested in the correction entity but, rather, I 


gave the printing entity my examination and I found immediately 


that I could not have fabricated that printing entity, again 
for two reasons, the most prominent of which would be that the 
leading edge, the outer leading edge, that is, the edge on 
the left side of that chart there -- : 

Q The extreme left, you ean? | 

“A The extreme left side; right. That extreme left 
leading edge was very shiny. Now that shininess means 
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something to me because the shininess is the result or 
manifestation of a heated knife scraping along the fabric 
portion of that ribbon. 

Now we never manufactured ribbons whereby the knife 
contacted or impacted the fabric side of that two-layer 
ribbon but, rather, we always impacted our cutting procedure 
by having the knife touch the film and then go on through to 
the cloth. 

So the fact that the leading edge was shiny showed 
me that I could never have cut that ribbon. 

And, of course, the second indication that I did 
not make this ribbon was that the very fact, the very fact 
that the trade secret was employed, through necessity 
requires that you end up with a ribbon of our invention. In 
other words, if you employ our trade secret <-- 

Don't get into that yet for a moment. 

Oh, I see. Well, that was my test. 

THE COURT: What trade secret are you referring to? 

THE WITNESS: I am referring to the trade secret 
involving the center weld of that particular entire ribbon, sir. 

THE COURT: It is what? 

THE WITNESS: Earlier we had transmitted trade 
secrets relative to joining those two members, namely, the 
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| 
camouflage material and the printing material, so as to be 
able to get rid of that Scotch tape which had been used 

earlier. So there was <-- ! 


THE COURT: You mean the trade secret consisted in 


the welding process? : 
THS WITNESS: Well, it consisted in the manner in 
which these two members were joined, the object being to get 
rid of the Scotch tape and just join these two members by means 
of this trade secret. | 
BY MR. ROBSON: 


Q Do you recall any other test whitch you used for the | 
purpose of ascertaining whether or not the printing portion 
of this combination had been constructed or processed by your 
company? : 

A Well, certainly the first test would be to find 
out what the materials were. : | 

Now the insert in this ribbon : that I purchased 

indicated that it was a nylon ribbon. It was a nylon ribbon. 
I assume that he meant an entire nylon ribbon, namely, fiim 
and cloth being nylon, exactly as we had been using in our 
ribbon. me | 
MR. HALL: Your Honor, I think the insert ought to 
ve produced. He ought to produce the insert instead of trying 
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eral 
\ 
\ 


220 


to surmise as to what it means and let Your Honor -- 
THE COURT: All I can do is to pass upon 
admissibility of evidence, not on its weight. 
MR. HALL: I move to strike his statement as to 
what the insert said until the insert has been produced. 
THE COURT: Will you read the last sentence? 
(The Reporter read the answer as follows: 
"Now the insert in this ribbon that I 
purchased indicated that it was a nylon ribbon. 
It-was a nylon ribbon. I assume that he meant 
an entire nylon ribbon, namely, film and cloth 
being nylon, exactly as we had been using in our 


ribbon. 7 ) 


THE COURT: Let that part of the answer be stricken. 


BY MR. ROBSON: 


Q Let me refresh your recollection. Did you make any 


test with respect to the thickness of any of the material 
contained? . 
A Yes, yes. 
THE COURT: What are you trying to prove now, Mr. 
Robson? eae 


: MR. ROBSON: I am attempting to prove now that the 


printing portion of that ribbon was not processed by the 
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piaintifr. 
THE COURT: I wonder if that couldn't be stipulated, 
that this particular ribbon was not the product of the -- of 
the plaintiff, you mean? | 
MR. ROBSON: Yes, sir. : 
MR. HALL: We don't know, Your Honor. A great many-- 
THE COURT: You don't want to stipulate? 
MR. HALL: No. | 
THE COURT: That is all right; you domthave to. 
You may proceed. | 
BY MR. ROBSON: | 
De you recall the question? 
I believe we were talking about - 
THE COURT: Suppose you read the question. 
(The Reporter read the question as follows: 
"Did you make any test with respect to the 
thickness of any of the material contained?" ) 
THE WITNESS: Yes, I did. : 
Q What test did you make and what was the result of 


| that test? 


A I subjected the nylon fabric portion of the entire — 

= | 

printing portion to a micrometer caliber test, which indicated 
to me the exact thickness of the fabric portion of that ribbon. 


~ 
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Q And what was the thickness you ascertained it to be? 

A It was slightly more than two-thousandth of an inch. 

& And what was the thickness of the nylon fabric 
which you processed? 

A BERS EY, the same. 

Q ‘And did you measure the thickness of the nylon film? 

A Yes, I did. 

Q And what was the thickness of the nylon film on 
the ribbon which you examined? 

A Well, that was also a very, very thin film. The 
test there indicated, on the caliber, between a half and 
three-quarter mil. It was questionable because the film may 
have been subjected to some kind of stress or s0. 

Q And what is the thickness of the nylon film which 
you used in your process? 3 

A It was three-quarter mil. 

Q Did this differ in any respect from the thickness 
of the film which you used? 

; A It may have, it may have. 

@ After having received this ribbon from New Era 

aid you make any attempt to ascertain whether -- withdraw that. 
Did you obtain any other ribbons after the receipt 
of this ribbon from any source which you had reason to believe-- 


| 
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THE COURT: Are you trying to prove infringement? 

MR. ROBSON: Yes, sir. 

THE COURT: I think for the Snenent purposes one 

'4nstance is enough. If you prevail and the matter is referred 
to a special master for ascertaining damages, then you can 
prove as many instances as you can. But at this time I think 
@ single instance is sufficient. : 

MR. ROBSON: Could I ask Your Honor's indulgence 
because I would just like to introduce one more, and that is 
all I had in mind, which was sold in a public department store. 

THE COURT: You may prove two instances, if you 
wish. a rea 

MR. ROBSON: Because one was a department store 
and one was a& commercial outlet. | 
THE COURT: Very well. 
BY MR. ROBSON: : 

Q Did you procure any other ribbon of this type 
from any source after having received this ribbon? 

As Yes, I aid. | 

Q And where aid you procure that? 

A At the Abreham and Strauss Department Store in 
_ New York City. : 
Q_.. And approximately when did you procure that? 
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A I would say sometime in early June, very early 
June, late May or early June of that same year. 

MR.e ROBSON: May we mark this box as one exhibit 
and the ribbon as one exhibit? 

(Spellright box marked Plaintiff's 
Exhibit No. 10 for identification; 
Ribbon marked Plaintiff's Exhibit 
No. 11 for identification. ) 

BY MR. ROBSON: 

Q I show you what have been marked Exhibits 10 and 
11 and ask you whether this is the ribbon and this is the box 
in which it was contained that was purchased at A&S? 

A Yes, it is. 

Q When did you purchase that? 

A It was in, I believe, very early June. 

THE COURT: Let = inquire of counsel, is this 
evidence offered to show commercial success or is it offered 
as proof of infringement? 

MR. ROBSON: As proof of infringement, Your Honor. 

THE COURT: Then you have to show, of course, that 
it came from the defendant. 

- MR. ROBSONs I believe the box speaks for itself. 

THE COURT: Very well. That is a matter of argument. 
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MR. ROBSON: In addition to which there are admis- 
sions in the defendants’ answers to entorcopatontos and deposi- 
tion. ! 

THE COURT: Of course, I always allow full time for 
oral argument. You will have to point all that out vecause 
I am not going to go through the voluminous files without 
guidance of counsel. : 

MR. HALL: Your Honor, that was offered in evidence 
and I tried to object sooner but there vas other conversation. 
Could you reserve your ruling on the aduission of that 
evidence until I have had a chance to cross-examine the man? 

THE COURT: No, I am going to adnit ite Your cross- 
examination would go to probative value. : Very often evidence 
is admissible under rules of evidence which turns out not to 
have too much probative value in the end, but that would be 


no reason for excluding it. 


BY MR. ROBSON: i 
Q Did you examire the ribbon which was contained in 
Exhibit 10 which is marked Exhibit ll, in the same manner -- 
THE COURT: Is it marked for identification? 
MR. ROBSON:. Yes. TI have ‘offered it in evidence 


THE COURT: I don't think you did. 


i 
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MR. ROBSON: Mr. Hall has seen this on a number of 
occasions. 

MR. HALL: Yess and we have to deny that and I 
object to it on the ground that it is incomplete. It is not 
& complete ribbon. You see, they have cut off our identifica- 
tion number. 

THE COURT: I will overrule the objection and I 
will admit it. 

MR. ROBSON: There has been no testimony.of any 

identification number. 
: THE COURT: There is no use arguing when the Court 
rules in your favor because you might convince the Court to 
change its mind. 

MR. ROBSON: You are absolutely right. 

THE COURT: You may proceed. 

BY MR. ROBSON: 

Q Did you have occasion to examine the ribbon which 
is Exhibit 11 in the same fashion as you examined the ribbon 
which you received from New Era Carbon and Manufacturing? 


A Yes, I did. 

Q And was that ribbon constructed in the same manner? 
A Yes, it was. 

Q 


- And were you able to determine whether the printing 


° 
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MR. ROBSON: I'm sorry. I ean to. I offer 
Exhibits 10 and ll in evidence. | 
| THE COURT: You didn't offer the prior ribbon in 
evidence either. : 
MR. ROBSON: Which prior ribbon was that? 
THE COURT: The responsibility is with counsel. 
_ MR. ROBSON: If I overlooked it, I offer in 
evidence Exhibits 10 and li. : 7 
THS COURT: Very well. 10 1s the exhibit that was 
obtained from a customer, is that it? 
WR. ROBSON: 10 1s the exhibit that was obtained 
from Abraham and Strauss. i 
THE COURT; What about the one that was obtained 
from @ customer? | | 
MR. ROBSON: I do not have that physically present, 
Your Honor. | 
) THE COURT: Very well. 
(Plaintiff's Exhibits Nos. 10 and 
11 for identification were 
received in evidence.) 
BY MR. ROBSON: i 
Q Did you examine the ribbon which was just marked -- 


THE COURT: Have you shown this to Mr. Hall? 
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A No, I do not know. 
MR. ROBSON: And I state to Your Honor that I don't 
know and I have consulted with co-counsel. 
THE COURT: We don't want counsel to act as witnesses. 
MR. ROBSON: Apparently it was delivered to one of 
my co-counsel in this case at some time during the preparation 
of this case and we are unable to locate it. 
THE COURT: Well, I will allow the question. I 
think you have laid some foundation for secondary evidence. 
BY MR. ROBSON: 

Q Is this pamphlet identical with the pamphlet which 
was in that box? 

A May I just take a moment to read it? 

Q Yes. 

A In respect to the last page and <-- at least in 
respect to the last page, I would say it is identical. TI 
really never made too much of a study of the center portion 
and I could be incorrect in that regard, but as far as the 
last page is concerned it looks exactly the same to me. 

Q I call your attention to the yellow label appearing 
on Exhibit 10 containing the words, “Latest Model - Longer 
Lasting,” and I ask you whether that label was on the Spell- 
right boxes, to your knowledge, during the period of time 
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when you were providing or processing the ribbon for the 


Speliright Corp.? | 
A -I never saw that label applied on ribbons that we 
manufactured. i 
Q Did you ever see <= : 
THE COURT: You never saw what? 

_ THE WITNESS: I never saw that iabel used in con- 
junction on boxes which contained ribbons that included our 
patented ribbon. | 

THE COURT: May I see this exhibit, please? 
You may proceed. : 
THE WITNESS: Mr. Robson, I would gust qualify my 
answer, if I may. : 
MR. ROBSON: To which questidn? 
THE WITNESS: Your last question. 
THE COURT: Suppose we have the question read. 
mE WITNESS: I may not have understood it correctly. 
(The Reporter read the last full question.) 
{HE WITNESS: I gave the correct answer. I thought 
I had misunderstood it. My answer should stand. 
BY MR. ROBSON: : 
‘Q Subsequent to September 1962 aia you ever authorize 


the Speliright Corp. or anyone on its behalf to manufacture 
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or process a ribbon in accordance with the specifications of 
the patent in suit here? 

A Subsequent -- 

Q Subsequent to September 1962. 

A Subsequent means, again, what? 

THE COURT: Suppose we have the question read. 
(The Reporter read the question. ) 

THE WITNESS: No, sir. 

BY MR. ROBSON: 

Q Did you ever authorize anyone on behalf of the 
Spellright Corp. to use the expression, "Patented Construction 
Backing Keeps Type Clean"? 

MR. HALL: Your Honor, I object. This is leading. 
He has already testified in his own words. 

THE COURT: This is repetitious. 

MR. HALL: And he has already said that he did 
authorize. 

THE COURT: I think this is admissible, but I do 
cali counsel's attention to the fact it is repititious. 

Q I am asking now with respect to subsequent to 
September 1962, did you ever authorize the use of the words 
“Patented Construction"? | 

A No, sire 
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Q Earlier you testified that the center weld on the 
product which you examined which had been received from the 
‘New Era Carbon and Ribbon Manufacturing Company had been 
made by & process which you identified as a trade secret. 
Would you describe how that center weld Sas created, in your 
opinion, based on your examination of that product? 
A Certainly. We had -- | 
THE COURT: Suppose you read the question. 
You have got so much in it I om afraid I haven't 
, been able to follow it. ) 
. (The Reporter read the last question. } 
| THE COURT: I always consider tt objectionable to 
have preludes to questions. Suppose you just ask the question 


and simplify it, please. 


MR. ROBSON: I will try, sir. . 
BY MR. ROBSON: 7 | 

Q W411 you describe how the Sontes weld, in your 
opinion, was constructed on the ribbon which you obtained from 
New Era Carbon? : 

A —s-' ‘The ribbon was manufactured in a manner as to have 
the film portions of both separate entities be in direct 
contact with one another. | , 

If we can picture that neded as veins folded down. 
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_in other words, we have the center portion and if we picture 

that we just merely have the center as being a hinge. Where 
we have the mark "Weld" let's consider that as being a hinge, 
and all we then do is to loosen the hinge and let both those 
portions, namely, the left portion, which is the fiin and 
fabric, hinge down, and then have the righthand portion, 
which is the camouflage material and film, hinge down; so that 
we bring these two members into contact so that the film is 
in contact with filn. 

Once we have achieved that we merely run a hot 
knife -- in other words, what I am just saying is to picture 
how the relationship is. Actually, there is no weld -- 

THE COURT: I think he is not answering your 
question. He 4s answering how he does it. You asked him how 
in his opinion it was done in this particular case. 

THE WITNESS: Yes, I am trying to answer. 

“MR. ROBSON: I think he is. His answer is -- 

THE COURT: He said “what we do.” 

Very well, proceed. 

THE WITNESS: That ribbon was made in such a manner 
és to have the film portions of both separate entities lie 
flat longitudinally with the films facing one another. The 
ribbons were laid one on top of the other longitudinally and 
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a hot knife was passed right through all four layers. 

In other words, if we lay two ribbons on the table 
longitudinally with the bottom layer having its film facing 
up and the top layer having its film facing down, we have two 

“strips of ribbon lying longitudinally with the films facing 
the film. Our next -- | maeatoee: 

MR. ROBSON: May I interrupt -- 

THE COURT: Let him finish his answer. 

THE WITNESS : In other words, we have actually 


four members here. We have filn, fiin, paper’, and fabric, 
as shown in that. And then what we simply Go is to pass a 
heated, hot knife -- | 
THE COURT: He is not answeririg your question. 
BY MR. ROBSON: | 

Q Don't tell us what you dos tell us how this ribbon 
was made. : 

A Yes. This ribbon was made, again, as I said 
before, it was laid down strip and strip, ‘one strip on top of 
the other, with their fiims facing one another, one film 
facing up, one film facing down. Then a knife was passed 
through all four layers, creating, then, that center weld _ 
which we have there. ‘That is how that ribbon was made. 

Q. . After that weld was cut, after that hot imife 


| 
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passed through, how many resulting ribbons iike that were 
there? 

A There could have been either one or two. I would 
say the ribbon was made in such a way as to -- 

|THE COURT: Noz you have answered the question. 

THE WITNESS: It's either one or two... It could 
be either. 

BY MR. ROBSON: 

Q Did you ever have occasion to discuss with Mr. 
Wolowitz the method which you have just described for con- 
structing the ribbon with the correction material that was 
purchased in A& and obtained from the New Era Carbon Company? 

A Yes, we did. 

Q And when for the first time, to the best of your 
recollection, did you discuss that with Mr. Wolowitz? 

A Oh, that was later in 1961, November or early 
December of *61. 

THE COURT: You are referring to the welding process? 
THE WITNESS: Yes, sir, the process by which 
these two entities were held together, that is what we are 
discussing. 

Q ‘Would you describe to us the conversation, to the 

best of your recollection, what you said and what Mr. Wolowitz 
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said? | 
A Well, the whole thing came into being because of 
this Scotch -- : 

THE COURT: No, noe Read the question, please. 

Just answer questions. | 

(The Reporter read the last question.) 

THE WITNESS: Mr. Wolowitz said that he would like 
to do away with his Scotch binder. I indtcated to Mr. 
Wolowitz that I had a method by which the Scotch binder could 
be eliminated. | 

BY MR. ROBSON: : 

Did Mr. Wolowitz ask you to desortbe the method? 
Yes, he did. | 
Did you describe it? 


Yes, I did. 
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Would you tell us what you said and what you did? 
A I got two strips of material, ‘two strips of the 


material that were made exactly as per the patent in suit. 
I proceeded to lay these two ribbons on top of one another. 
They were probably six or eight inches long. I had the film 


surface of these ribbons arranged 80 ‘that 


the film surfaces 


touched one another and I proceeded to, using a hot Imife, 


part the two members by having the Imife cut through and seal 


@11 four members together. 


“~ 
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| THE COURT: How did you seal them? 

_ THE WITNESS: The ribbons were sealed by means of 
heating a butcher knife with a blow torch and getting the 
butcher knife hot enough to be able to fuse and then weld 
all four members together. 

THE COURT: Very well. 

: BY MR. ROBSON: 

Q . Did you have any conversation with Mr. Wolowitz 
with respect to your plans for this process? 

A | Yes, I indicated to Mr. Wolowitz that I had planned 
to file patents on it. 

Q Did you say anything further to Mr. Wolowitz with 
respect to your intentions to file a patent application? 

A Well, I certainly wanted Mr. Wolowitz to retain 
that information <= I told him to retain it as confidential 
information. 

Qs ‘Did you in fact file an application for a patent? 

A Yes, I did. 

Q Do you recall when? 

A I believe it was April of '62 or thereabouts. 

MR. ROBSON: Would you mark this? 

- . (Copy of Patent 3,274,039 marked 
Plaintiff's Exhibit No. 12 for 
identification. ) 
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BY MR. ROBSON: 
Q I show you what has been marked Plaintiff's Exhibit 


12 and ask you whether this is a copy of the patent which was 


issued to you on the basis of that application filed in 
April 1962? : 
3 A That is correct. 
Q And does that patent describe the process which you 
‘have just et - | 
THE COURT: TI think the patent speaks for itseif. 
MRe ROBSON: I offer Exhibit 2 in evidence. 
MR. HALL: No objection. | 
THE COURT: Have you shown it to Mr. Hall? 
- MR. HALL: No objection. : 
(Plaintitt"s Exhibit No. 12 for 
identification was received in 
evidence.) 
Q Prior to your filing the application for the patent 
which has now been marked Exhibit 12, did you ever file an 


application for a patent which embodied a process identical 
to the process covered in Exhibit 127 : 

As Yes, I aids. me ) 
THE COURT: Just what is the purpose of this line 


of inquiry? What is its relevancy? 


Fe 
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MR. ROBSON: The purpose is to establish the 
defendant's knowledge and use of this principle long prior to 
his first meeting with Mr. Wolowitz. 

THE COURT: I imow, but how does the fact that the 
witness applied for a patent and obtained one bear on that 
issue? 

MR. ROBSON: Mr. Wolowitz' position, as I understand 
it in the defenses raised so far in this case, is that he 
for the first time told the plaintiff, Mr. Ploeger, about this 
process sometime in 1961 or 1962. 

THE COURT: ZI understand. Will you please answer 
my question. How does the fact that the witness applied for 
a patent and obtained one bear upon the issue that we are 
trying? 

MR. ROBSON: It bears upon it in the following Ways 
as I understand it. It will establish that the witness mew 
about this procedure before he ever spoke to Mr. Wolowitz, 
thereby making it unlikely that he first learned of it from 
Mr. Wolowitz. 


THE COURT: Very well, you have answered the question. 


MR. HALL: 2 have no objection to this ‘that he is 
doing. 
THE COURT: Very well. Sometimes the Court excludes 


the circumstances I will let it stand. 
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irrelevant testimony even if it is not objected to, but under 


| 

MR. ROBSON: Would you mark this? 

I offer Exhibit‘13 in evidence. 

THE COURT: What are you offering in evidence? 

MR. ROBSON: Exhibit 13, which is the patent issued 


on November 10, 1964 on the basis of the application filed -- 


THE COURT: Very well, let it de admitted. 
MR. HALL: No objection, but I don't think it has 


been tied in with his testimony very well. 


THE COURT: I think the record ought to identify 


the number of the patent so that we know what the exhibit is. 


MR. ROBSON: The prior -- | 

THE COURT: Just what are you offering now? 

MR.» ROBSON: The present patent is 3,156,338. 

THE COURT: Are you offering it in evidence? 

"MR. ROBSON: As Exhibit 13. < 

- HE COURT: Let it be admitted. 

| (Patent 3,156,338 marked Plaintiff's 
Exhibit No. 23 for identification 
and received in evidence. ) 


MR. ROBSON: TI would also like to offer in evidence 


Patent No. 3,086,901, issued on April 23rd, 1963 to Walter 


ie 
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Ploeger, Jr., this one covering the method and the one which 


has already been introduced as Exhibit 13 covering the 


product. 
THE COURT: Let it be admitted. 
(Patent 3,086,901 marked Plaintiff's © 
Exhibit No. 14 for identification 
and received in evidence.) 
THE COURT: These are all patents issued to the 
plaintiff. 


MR. ROBSON: These were issued to Walter Ploeger, 
Jre and thereafter assigned to the plaintiff. 

|THE COURT: Yes, I should say issued to the witness. 

MR. ROBSON: Yes, sir. 

MR. HALL: That last patent, could I have the 
date on it? 

|THE COURT: Our practice here is always to show an. 
exhibit to opposing counsel as it is being introduced. 
| MR. ROBSON: I'm sorry, sir. 

'Would Your Honor bear with me for a moment? I am 
coming rather close to the end of this witness’ testimony. 

THE COURT: If you wish — can recess now 80 you 
can take an Repent ‘You are pretty near finished with 


this witness? 
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MR. ROBSON: Yes, sir. | 

THE COURT: I believe, Mr. Hall, you have a witness 
that you want to put on at the opening of the afternoon 
.8e8810n? , 

MR. HALL: Yes, sir. 

THES COURT: How much longer will your direct 


examination take? 


MR. ROBSON: Of this witness? My guess is 10 or 

15 minutes. | 
THE COURT: I think we better ancecrant it, then, 
in accordance with the commitment made yesterday and let Mr. 
Hall call his witness. : 
"MR. ROBSON: TI have no objection to that. 


MR. HALL: May it be understood that in taking the 
testimony of Mr. Kaufman at 1:30 or whenever you resume, that 
4t will be part of our defense and not part of their case? 

THE COURT: Oh, yes. | 

MR. HALL: And that by doing this out of order I 
do not lose my right to move to dismiss at the termination of 
their case? : 

' THE COURT: ‘Yes, but a motion to dismiss in an 
equity ease doesn't amount to very much. 


I am going to take the » tent mony on both sides and 
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decide the case on the merits. I think that is more satisfac- 
tory to both sides. 
MR. HALL: All right. 
THE COURT: I hope, however, Mr. Robson, you can 
bring this to a close pretty promptly. 
MR. ROBSON: We have one witness after Mr. Ploeger. 
(At 12:20 p.m. trial stood in recess, 


to reconvene 1:45 p.m.) 


AFTERNOON SESSION 
THE COURT: You may proceed. 
MR. HALL: We are calling Mr. Kaufman as a witness, 
Your Honor. seen 
HENRY J. KAUFMAN 
called as a witness by Defendants, having been duly sworn, 
was examined and testified as follows: | 
DIRECT EXAMINATION 
BY MR. HALL: 
Q Would you state your name, age, and occupation? 
A My name is Henry J. Kaufman. iam GOl years of: sae. 
I have an advertising and public mesactons agency. 
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| 
Q How long have you been in the advertising and 
public relations business? ! 


A Well, 4f you go back to the days prior to the 


advertising agency, probably since 1923. 
Q Did there come a time when you got the account 
| 


of the Spelliright Corp.? | 
A Well, I don't know whether you would call it an 


account. It was sort of a friendly accommodation arrangement. 


We were asked by Mr. Wolowitz to prepare some material for 
him. I was intrigued with the idea that he was marketing and 
we agreed to help him for a brief period of time, yes, sir. 

Q I hand you a document which has been marked 
Plaintiff's Exhibit 7-A and ask you if this document was 
composed by your advertising agency? : 

A Yes, I believe it was. | 

2 If you would look at the last pheet of it, it 
refers there to a patented construction backing keeps type 
clean. Could you tell us the history of that, where your 
agency got the information, what information you got and how 
it came about that this was mrecteny | 

MR. ROBSON: If Your Honor please, I wonder if 
we could have dates fixed when Mr. Kaufman was retained = 
THE COURT: I don't like any interruption except 
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for the purpose of noting an objection, and the objection should 
be stated in legalistic phraseology. 

| MR. ROBSON: I object to the testimony wiess the 
witness states when he composed that document. 

THE COURT: ‘Onjeotion overruled. Don't make argu- 
mentative objections. Say, I object on the following growméds, 
so that the witness won't -= the purpose of that is sometimes 
an argumentative objection gives ideas to the witness. 

MR. HALL: Would you proceed with your answer? 
|THE WITNESS: Would you repeat the question, please? 
THE COURT: Read the question. 
(The Reporter read the last question.) 

THE WITNESS: Of course most of the information 
we get, and I assume it was equally true in this case, is the 
result of discussions between representatives of my agency 
and the client. | 

_ In this case we dealt mainly with Mr. Wolowitz 
and a Mrs. Jacobs, I believe, his sister. 

The product was described to us -- 

MR. ROBSON: If Your Honor please, I am going to 
object on the ground that this is hearsay. | 

THE COURT: Please don't interrupt. You can move 
to strike after the answer is finished but you can't interrupt 


ee es 


Ss 
AES Ee A 


| 27 


a witness; and besides which, I will say the same thing to you 
that I said to Mr. Hall, we take a very dim view of objections 
to evidence in a non-jury Case. | 

Objection overruled. 

MR. ROBSON: I'm sorry, sir. 

THE WITNESS: This information is obtained in dis- 
cussions with the client, in this case Mr. Wolowitz and his 
sister. : 

I was also asked to be a director of this company, 
4n which capacity I served for several years, and in the 
course of directors' meetings we picked up more information 
concerning the progress of the product, its patentrights, and 
so forth. | 

So, I can only assume that the information which 
is contained in this was gained in that fashion. We would 
have had no other way to get it, Mr. Hall. 

_ BY MR, HALL: : 

Q You mean you got it from attending a director's 
meeting? 
A Director's meeting and subsequent and prior dis- 
cussions with Mr. Wolowitz and Mrs. Jacobs, 


-Q What kind of information was given to you; what was 
said, in other words? NG ning rhe as 
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& Well, the product was demonstrated to us and it 


was described to us, and of course we didn't know whether there 


were products of a like nature or similar nature of the 
product, so we wanted to know what the unique features were 
SO we could describe the unique features and their purposes 
in such material as you have handed to me. 

We did know that it was a plastic backing and we 
did understand that that was unique. 

'We also understood that patents had been applied 
for on this and in the course of a director's meeting were 
toid that a patent had been allowed, which as far as I was 
concerned was passed on to our copywriters as information 
indicating that this was a unique feature and that it was a 
patented feature. 

Q ‘To what extent does your advertising agency deal 
with the word "patent" in connection with its advertising 
and copywriting? I don't mean with respect to Speliright 
but I mean in general, how much experience have you had in 
that field? | | 

A Very little. Most of the products that we are 
involved in and the services that we are involved in,. in 
promoting, are consumer products where the technical aspects 
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of it are not a matter of great importance. So, I wouldn't 
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say that we have a great deal of experience from the standpoint | 


of patent practice. | 
Q Well, were you familiar with the distinctions 


vetween a patent allowed and patented and patent pending and 
ali that sort of thing? 7 | 
A Not clearly. I would assume that patent allowed 
means it was allowed, that it was granted. 
Q | When you wrote this were you referring to some 
possible patent right of Mr. Wolowitz? : 
A Well, that would be the only one I would have any 
interest in protecting, yes, siz. | 
Q Did you ever hear of Mr. Walter Ploeger, Jr., who 
doesn't seem to be in the courtroom right now, but did you 
ever hear of him, Walter Ploeger, Jr.? , 
No, I don't know Mr. Ploeger. | 
Did you ever hear of Walter Ploeger » Jo? 
‘No. : 
Did you ever hear of the Fi2mon Process Corp.? 
No. : 
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I show you the Ploeger patent 3,010,559, and ask 

you if you ever saw or heard of 1t before? 
A. Well, I can tell you without Looking at itt 

didn't because I am not accustomed to Looking at such things 
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as this. 

Q And you never heard of that patent before this 
controversy arose? 

A No. 

Q And you didn't write your copy for the purpose of 
referring to this patent? 

A. | Nos we only wrote our copy for the purposes of 
emphasizing the importance and the wmiqueness of the product 
which Mr. Wolowitz had described to us. 

Q I don't suppose there is any need to get into this 
because the Court probably knows it. However, is there some 
code of ethics with respect to advertising agencies? 

A There certainly is , and there is certainly one . 
with regard to mine, and that ts to present products in their 
best possible but also the most accurate light possible. 

@ And this statement about patented backing was 
written in good faith, believing that to be a true statement? 

A It certainly was. — 

MR. HALL: I have here an invoice that has 
previously been marked Plaintiff's Pretrial Exhibit 103 and 
I ask that 1t be marked Defendant's Exhibit 1 for identification. | 
g | + (Kaufman invoice to Spellright dtd 
| Mar. 31, 1962, $30, marked Defendants! 
Exhibit No, 1 for identification. 
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MR. ROBSON: No objection. 


MR. HALL: And I have another invoice that I ask 
be marked Defendants' Exhibit 2 for identification. 
(Kaufman invoice to Speliright dtd 


Sept 30, 1961, $20, marked Defen- 
dants' Exh. No. 2 for identifica- 


tion.) 
BY MR. HALL: © 
Q Mr. Kaufman, what has happened to the file of your 
agency relating to your early work for Speliright Corp.? 
| A Well, due to the temporary nature of our relation- 


ship and most of the work that we did was on an accommodation 
basis, we didn't attempt to maintain any basic files on the 
account, and I moved our offices from 14th and H to the Canal 
Building in Georgetown about four ears ago and any files that 
didn't relate to active accounts, most of them were cleaned 
out. ; | 

Q I hand you these invoices, Defendants ' Exhibit 1 
and Defendants! Exhibit 2, both for taentification, and ask 
you if these are invoices of your company? 

A Both of them are invoices of our company « 

“Q Are you able to say whether those soso roan pertain 


! 


to this leaflet ae we had earlier? - eee Pate 
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A I would assume that they did because this bill was 
rendered for this kind of purpose at about that time and I 
don't think we had any other invoices relating to it. 

Q Did your company ever cause there to be any pub- 
licity releases on behalf of Spellright? 

& On several occasions we used our mailing list to 
send out brief product releases to the trade press. 

MR. HALL: I have this document that I ask be 


marked Defendants’ Exhibit 3 for identification. 


(Publicity release marked Defendants! 


Exhibit No. 3 for identification. ) 
‘MR. HALL: May this be marked, a sheet which is 
page 70 of the magazine International Management for November 
1962, and I ask that be marked Defendants’ Exhibit 4° for 
identification. . 
(Page 70, International Management, 
1962, marked Defendants’ Exhibit 
No. 4 for identification. ) 
‘MR. ROBSON: I have no objection to Defendants’ 
Exhibit 3. May I see Exhibit 4? 
BY MR. HALL: 
“Q Is this document, Defendants ' Exhibit 3, something 


that was prepared by your company? 


y REIS 
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THE COURT: No, I can read it. When we have a 
jury I like to have counsel read the exhibits i? anyone is to 
read them, but when there is no jury the court can read them 
itself and save time. : 
(Defendants' Exhibits Nos. 3 
and 4 tor identification were 


received in evidence. ) 


MR. HALL: You may cross-examine. 
THE COURT: You may proceed, 
CROSS -EXAMINATION : 
BY MR. ROBSON: | 
Q Mr. Kaufman, when, if you recall, were you first 
consulted by Mr. Wolowitz or the Spellright Corp.? 
A It was either the end of '61 or early in '62, to the 
best of my recollection. : 
Q Do the exhibits in front of oe the invoices from 
your company, assist you in arriving at that determination? 
A Yes, you are right. One invoice here is September 
'61 and the other is March '62. So, it would have to be toward 


~ 
ae 


the end of 1961 or the last quarter. a 

Q I believe you testified that you were responsibie, 
or your company was responsible for preparing the information 
in Exhibit 7-A, the little pamphiet which was shown to you, is 
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A | I would assume that they did because this bili was 
rendered for this kind of purpose at about that time and I 
don't think we had any other invoices relating to it. 

Q Did your company ever cause there to be any pub- 
licity releases on behalf of Speliright? 

A On several occasions we used our mailing list to 
send out brief product releases to the trade press. 

MR. HALL: I have this document that I ask be 
marked Defendants’ Exhibit 3 for identification. 
(Publicity release marked Defendants! 
Exhibit No. 3 for identification. ) 
MR. HALL: May this be marked, a sheet which is 
page 70 of the magazine International Management for November 
1962, and I ask that be marked Defendants’ Exhibit 4 for 
identification. ; 
(Page 70, International Management, 
1962, marked Defendants’ Exhibit 
No. 4 for identification. ) 
‘MR. ROBSON: I have no objection to Defendants’ 
Exhibit 3. May I see Exhibit 47 
BY MR. HALL: 
°Q | Is this document, Defendants’ Exhibit 3, something =) 


that was prepared by your company? 


258 
A I believe we laid that out and wrote the copy for 
it, yes, sir. i 
MR. ROBSON: I have no objection to Exhibit 4, 
either. : 
BY MR. HALL: | | 
4] I notice that it says on Exhibit 3 that it has a 
reprint from the 1962 -- excuse me, I have made a mistake. 


I thought that that was this, but it's not. 


MR, HALL: All right, if they have no objection to 
these, I will just -- : 

THE COURT: What is the relevancy of this material? 

MR. HALL: Yow Honor, they have offered no objec- 


tion. 


THE COURT: I don't care about that. The Court of 


its own motion does not exclude evidence just because it may 


be incompetent but 1t does exclude evidence that is irrelevant 


on its own motion. 


MR. HALL: Your Honor, these leaflets show the 


~ 


nature of the Spellright product.  —t™”s 
THE COURT: Very well, that answers my question. 
Let them be admitted, = os 
MR. HALL: Just so you will understand it, could I 


read what it says here? - Ss Uisaectaes Es 


we 


~S 
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| THE COURT: No, I can read it. When we have a 
jury I like to have counsel read the exhibits if anyone is to 
read them, but when there is no jury the Court can read them 
itself and save time. 
(Defendants' Exhibits Nos. 3 
and 4 for identification were 
received in evidence. ) 
MR. HALL: You may cross-examine. 
THE COURT: You may proceed. 
CROSS “EXAMINATION 
BY MR. ROBSON: 
Q Mr. Kaufman, when, if you recall, were you first 
consulted by Mr. Wolowitz or the Spellright Corp.? 
A It was either the end of '61 or early in ‘'62, to the 
best of ny recollection. 
Q Bo the exhibits in front of you, the invoices from 
your company, assist you in arriving at that determination? 
a Yes, you are right. One invoice here is September 
'61 and the other is March '62. So, it would have to be toward 
the end of 1961 or the last quarter. — = 
Q I believe you testified that you were responsible, 
or your company was responsible noe se the information 
in Exhibit 7-A, the little pamphlet which was shown to you, is 


ES a A PSD EE Se ee ee a SS ee 
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that correct? 
A That is correct. ! 
Did you personally prepare that information? 


> 


Q 
A No, one of the writers in our office prepared it. 
Q 


Did you, however, supervise it at any time or 
review it? 

A - Wo, I just passed the information along to the 
copywriters, who processed it and saw that it was approved and 
printed. | 

Q The information, then, emanated from you after -- 

A The original information emanated from me, that 
is right. : 

Q Is it your recollection that the pamphiet was 
prepared by you sometime during the early part of 1962, prior 
to that invoice of March 1962? , 

A Yes, it would have had to be ‘within, say, 60 days 
of that time that we prepared it. 

Q Do you have a copy of that pamphlet in front of you? 

A No, sir, I do not. | | 

THE COURT: You have other copies, don't you? 

MR. ROBSON: I have one that 12 similar ta it. I 
don't have the exhibit copy. 

THE COURT: ae at ‘doesn't make any differenc.. 


ee Sees 
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They are all alike, aren't they? 
MR. ROBSON: Yes, sir. 
_ THE COURT: I am keeping the exhibit. 
BY MR. ROBSON: 

Q I would like to ask you some questions about the 
information contained on that copy. First let me understand, 
it is your testimony -- 

THE COURT: No, just ask yow questions without any 
preludes. 

Q | Is it your testimony that you received this infor- 
mation which you then gave to your copywriter from Mr. Wolowitz 
and Mrs. Jacobs and the board of directors? 

A No, either from Mr. Wolowitz or Mrs. Jacobs. Some 
of this information may have been provided in the course of 
a director's meeting, but all information which we got con- 


cerning this product came from either Mr, Wolowitz or his sister. 


Q ‘Are you able to identify which one gave you which 
information at this time? 

& No, I am sorry. 
Q | Calling your attention to the second dotted 
paragraph, the one that starts with the monte "Patented 
Construction,” do you see that? , | 

A Yes, sir. 
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Q What backing of the ribbon was referred to in 
those words "Patented Construction Backing, " do you know? 

A Well, the only description that I recall of the 
product itself at that stage of its development was a plastic 
backing and that was supposedly the aritgue feature and that 
was the feature that I understood was patented. 

Q . When you say a plastic backing » Go you recall that 
the ribbon had both a correction portion and a printing por- 
tion, a black and a white portion? : 

A I think so. | 

Q And do you remember that the black portion was 
used for printing and the white -- | 

THE COURT: I think this is ered the scope of the 
direct examination. All that this witness testified to on the 
direct examination is that he caused this text to be prepared, 
who he got the information from, and that he acted in good 
faith. I think to cross-examine the witness concerning the 
actual structure is outside of the scope of the direct exami- 


nation. | 
MR. ROBSON: I wasn't intending to <- 
THE COURT:‘ In this Court when the Court rules, 


that is that. : | 
: MR. ROBSON: No, I am not questioning Your Honor's 
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ruling, sir. 
THE COURT: Ask the next question. 
MR. ROBSON: I am just trying to explain -- 
|THE COURT: Ask the next question, 
MR. ROBSON: Yes, sir. 
BY MR. ROBSON: 

Q | Do you know whether the word "Backing" in that 
sentence referred to the backing of the printing portion of 
the ribbon or the backing of the correction portion? 

A I can Only assume that it referred to the correc- 
tion portion because that was the unique feature. 

Q It was your understanding, then, that it was the 
backing on the correction portion that keeps the type clean? 

& I think s0, yes. 7 

a And that was the information you received, as you 
best recall it, from either Mr. Wolowitz .or Mrs. ‘Jacobs? 

A |. Well, in all fairness to you, sir, and also to 
the Judge, with reference to this question, I am not a technical 
man, I understood there was a unique plastic treatment which 
enabled half the ribbon to be used for printing purposes and 
the other half for correction purposes, and that is my best 
recollection of the entire product. 

Q . Let me call your attention to the third dotted 


Ne 
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paragraph, which states that it gives wa sharper, crisper 
originals, et cetera. I ask you whether it was your under- 
standing that at was the typing portion or the correcting 
portion which gave sharper, crisper originals? 

A Well, it refers toa combination of the two 
because in avoiding the problem of erasures it generally 
created a cleaner page impression, and that is what we are 
concerned with. | | 

Q But did you believe that it was the correction 
portion which gave a sharper original? : 

THE COURT: No, I am going to exclude that. This 
is in a different paragraph from the reference to the patented 
construction. The paragraph concerning which you are inter- 
rogating the witness does not necessarily refer to the 
patented construction. I am going to exclude that. 

MR. ROBSON: So I may understand, is Your Honor 
. excluding <= 3 | 
THE COURT: I am excluding that question. 

It isn't customary in this Court to respond to the 
Court's rulings. : 

BY MR. ROBSON: | 

- Q The third paragraph refers to the ability of the 
ribbon to give more carbon copies. Was that a feature of the 
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correction portion or the printing portion of the ribbon? 

THE COURT: I am going to exclude that. I think 
it is outside of the scope of the direct examination and oute 
sidecf the issues. 

BY MR. ROBSON: 

Q Do you recall whether you were told the manner in 
which the correction portion of the ribbon effected or had the 
effect of keeping the type clean, that is, how the backing had 
the effect of keeping the type clean? 

A I recally don't recall. 

Q = Do you recall whether you were told anything at 
all on that subject? 

A I really don't recall. 

Q Is it possible that you are mistaken and that the 
backing which was indicated to you as keeping the type clean 
was the backing of the printing portion and not the backing 
of the correction portion? 

A Repeat that question. ; 

THE COURT: Of course it is possible that anybody 
may be mistaken. You are asking the witness whether it was 
possible that he is mistaken. Of Aer 4t 1s possible for 
anybody to be mistaken, : 

_ MR. ROBSON: Then let me withdraw that question and 
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ask this question: 


BY MR. ROBSON: 
Q Are you absolutely certain that you were told that 


it was the backing on the correction portion -- 


A No, I am not sure. 
Q You are not sure? 
No. 


MR. ROBSON: I have no further questions. 

MR. HALL: No further meeterian 

THE COURT: ‘The witness may be excused. 

Mr. Robson, in reference to this question of false 
marking, the way you have been bringing out the mtence 
I assume that you claim that the ribbon in connection with 


which this leaflet was used is an infringement of the plain- 
tiff's patent, is that correct? | 

MR. ROBSON: That is correct; sir. 

THE COURT: Well, if that is $0, then there is no 
false marking because you object to the words patented 
construction but you claim it is a patented construction. 

MR. ROBSON: Yes, sir, but the false marking 


statute makes it a violation to use the term patented without 
consent of the patentee. In other words, 1t is intended to 
apply to a situation where one uses a patented article without 


. 
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permission and identifies it as vatented: 

THE COURT: I see. Well, of course, but you 
haven't read or perhaps you have Gveriooked the rest of the 
provision: it must be done with the intent of counterfeiting 
or imitating the marks of the patentee of of deceiving the 
public. i 

MR. ROBSON: Yes, sir, I realize that. 

THE COURT: Very well. Do you want to resume your 
examination of Mr. Ploeger? : 

MR. ROBSON: Yes, sir. ! 

MR. HALL: Your Honor, since you are taking a dim 
vies of any motion to dismiss I bring, can I offer these 
documents in evidence, Exhibits 1 to 4? | 

THE COURT: Let them be admitted. 

That does not prejudice your motion to dismiss if 
you care to make one because we are taking your testimony out 
of order. : 

(Defendants! Exhibits Nos. 1 and 
2 for identification were 
received an evidence. ) 

THE COURT: Now we will resume the plaintiff's case. 

WALTER PLOEGER, JR. 
resumed the witness stand and was examined and testified 
further as follows: | os 
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DIRECT EXAMINATION (Cont'd) 


BY MR. ROBSON: 


Q Mr. Ploeger, this eerrene I showed you a label and 
you testified, I believe, that that was a label which was 
affixed by the Filmon Process Corp., ‘the plaintiff here, to: 
certain material when it was shipped out; and I ask you whethe 
that label was affixed to hice which were uninked at the 
time they were shipped ae as the label TES : 

| os THE. COURT: What is. your question?’ ; 
|. MR. ROBSON: Whether the label which he identified 
this TOMES was affixed to ribbons which: did. Pot have ink An’ 
them, when. they were Be out. : 3 | 
: THE COURT: . ee is your answer? a 
RHE WIINESS : I believe I said -- a Es 
oe : THE COURT: . You are just repeating sonething that. 
| you questioned the witness about. “Please don't do that. — 
: WR. “ROBSON: - a am “merely frying. to ‘Clarity the - 
ee Ne ee ae oie he eer 
| THE couRr: ‘You don't elerity by. pepetition. = Ses 


| Suppose | you go ‘on to. something else.” ke Some es 
oR. es S = ‘don't believe he answered put 


this ‘morning. 


i pert es whl 


THE Count: “But ‘don't ask the same _guestion more of 


| than once, “please. 


1 
I 
1 


BY MRS ROBSON: es 


-Q Was that label affixed to uninked ribbon? 


That label was affixed to uninked ribbon, with 


one important addition. 


Q As it was introduced in evidence was it affixed to 


uninked ribbon? ) 
< | 
. A 3 ——— that label -- | 


"DHE couRT: The question calls for a yes or no 


answer or x don't know or St don't remember. 
| 


THE ‘MEINESS: Would you repeat the paves sonee 


THE. COURT: Read the question. 


| (the Reporter read. the last question.) 


THE WITNESS "Yes, at was: , affixed to the package 


of uninked ribbon, with a rubber eee: having « a= been SSESS 


| to this. label. 


ike 


eee The ‘exhibit in evidence. this noring aia not have’ 


a rubber. stamp. | oS 


“THE COURT: "Please don't make statements to the e 


witness. ‘You wilt have to confine yourself. to asicing questions a 


The Court would be gled, “however, ‘to be informed . 


| which exhibit you are - anquiring about. : 


Sas ion aa 


— ROBSON: “Exhibit No. 8. So 3 
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- THE COURT: Just a moment. You Dave to wait untdl 
a. question is asked you and then answer the ques tion. 


THE WITNESS: Yes, sir. 


THE COURT: Will you answer the Court's question? 


4 “MR. ROBSON: I'm sorry, sir, I didn't realize | 

j there was a question. — : = 
; ‘THE COURT: ‘The Court asked you which exhibit you 
: mere, interrogating the witness about. 


MR. ROBSON : Exhibit 8, ‘Your Honor. | 
- THE COURT: very well. Let me AOS please. 
ee “Very well, you may proceed. Ms Ae | : 
MR. ROBSON: May the witness look at exhibit on 
"THE COURT: ' Ask the next question. 
2 iBy MR. ROBSON: - Sov ae ee 
3 9 ba a label jdenticat with Exhibit 8, without : a cs 
_zubber: stamp on at, was that affixed to ribbons which were. : 
e mE COURT: ‘The witness already answered that. tt 
was: affine to the. package, not to the SS 
ae “To ‘the package. Se 


ee es “0 the ‘package, yes. 


re ‘the rubber: stamp ae 10? ee ee 


-watnout_& the rubber > stamp for the material that was 4 


| nature of, that process?) 


ico Wolowatz prior to the ‘one. yon desertbed this morning? 


I which resulted @ im welds which were | impervious | to > leakage. “ “ma 


inked. In other words, the material that was inked did not 
have the rubber stamp on it. The stuff that was uninked, the 
stuff that was uninked had affixed to at a rubber stamp. 


I am getting a little Coneased here. 


THE COURT: No, I think it is perzectly Clear. The 
witness' answer ‘is perfectly. clear. oo | 
I think this witness has been perfectly clear all 
the wey along, anyway. : 
< MR. ROBSON: SES that oe is een 
“BY MR. ROBSON: 2s | 4 iS | 
= @ : : This morning you SEEN a LESSEE Tete which 
you made to Mr. Wolowitz. “Prior to that, denonstration aid -you 


have any. conversation with wre Wolowitz as. to the SSeS 


“AS Yes, ee 
SOs “Prior to that demonstration aia you make any. other 
demonstration to Mr. Wolowitz? SO . 


Ae “Wes, I< eid. See eed ek | 
5 Would you ‘tell us what ‘denonstration you made to 


a Well, I demonstrated to Mere Wolons tz that I had 


several patents on: file at the ‘Patent office as patent pending 


% 


| answers. ee it is | ievelevant, at won't affect. me. Notion ee 


} 
‘ ‘ 4 
oo, chaste “x 
| packs w SS ARS Bae Gn 4 
| Gented . 8 a: : 
} eo “* airmen yn 4 
on se ‘: 
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other Sores I showed him a product which I was in ee oastce 
on, which: offered the quality of having a center weld which : 
was ink Soames. Simply stated, ink would not cross this 
barrier, it was an ink impervious barrier. 

Qeei, Did oe explain to Mr. wolowitz how this weld 


was s“achieved?. 


oy Yes, I did. 
BQ: Ss ‘How did you explain to him it was achieved? 
Cae I explained to him that this particular product 


which pappene’ vo be an SREECES Loop ribbon, this endless Loop 


ribbon was ‘basically formed. econ a ribbon made according to. 


| the’ Daven oe suit and z simply took. a. piece of this ribbon =-- 


THE couRT: Just a moment. “You have answered the 


question.” Just confine yourself to the £OUx: corners of the 


| questions that. counsel” asks yous: ‘Counsel knows what questions 


he wants to. gas as es | << : 
MR. ‘HALL: I move to. strike the answer on ‘the: 

gromé | that. this is getting into an alleged ‘trade secret chet ~ 
one "THE, COURT: What = your. objection? é : 
MR. HALL: oe move 60) strike the answer. Ze 


THE court: in an 2 equity case I don't strike : 


“e “er 
+ ow mn 
SP uve * 


BY MR. ROBSON 


ee a show you Exhibit ee and I ask you if this is en 


| endless Loop of ‘the type which you showed to Mr. Wolowitz 


A. Yes. | | : 

Q S A how coe ears 
was made? = . : | | 

ae Yes. The loop was “made in the ‘following manner: 


A xbbon roughly “two paces wide was first fabricated accor 
to Dee patent an suit. - ‘This tape shen was taken in such 2 
| way. as to fold upon itself SO. that the f1m portion on one 
=| part. of the tape found itse1e facing the film portion of ches 
other loop of the tape. “AS soon as. this relationship took 
Perace =~ in ‘other words,” it looked something like this <. ok z: 
: | simply twisted, the ribbon. around ‘and had the ‘film to = be 

| roughly in. this “manner. wha 2 SS proceeded by means of a hot - 

| knife heated wy a blow toreh, this heated knife was hot enough 
| to effect an “ink Ampervious. weld by melting through all four 
| layers, 1 ‘because ve go have four” aS involved | 
es TE ‘couR?: Me. Robson, we ‘have had. this ou or 


e three ‘times ‘atzeacy, ‘as. to. how. he got this seid. 1 a not 


— “ROBSON: al ight, ‘Your Honor, 


THE count: ~ think you cen sive, the Court eredit 


CoRR IN No 
ws - 


| wi wm Fight. 3 I have | some. rags here. 
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| for remembering testimony. 


_MR. ROBSON: In an excess of cautio 2s 
ae COURT: I know, ‘but sor can waste an awful tot 
of the Court's time by having things repeated; besides which, 
we have a heavy. ‘docket, we have other lawyers ieatiaacy to have 
their cases tried. 
oR. ROBSON: » Would Your Honor object 1 Xo a very 


StS denonstration of how that weld operates? 


THE COURT: | Very well. That is not repetition 3 


because he has not demonstrated yet. “But I just don't eee 


‘the | Same eekcastiies repeated. 


THE WITNESS : I would Just: like to clarify that és 
I am using. the ‘Same test medium as I employed yesterday during : 
the absorbency test Waste we ran, the exact same medium. 


“What. I am just ‘trying to- show here is that we. are” 


able, to -- ot will put a little of. “this: medium in this. eye 


dropper. and what: we. are: merely trying | << illustrate here is. so 


that. in actual fact - ae 


‘THE ‘COURT: dust a ‘moment. “I think we ought to sche 


| have | 2 , large plotter. I don't want to have any. of that Liguia ee 


ae ee 
7 wInEss: coe Honer, it won't go exroush, it 


he 


ge he ae on pareve” Ba" ark 
ce ‘+, ees ‘ een ae AAS 


spatter on anything. | en es 
‘BY MR. ‘ROBSON? ms 


nection with the ‘Spelirignt ribbon, aia. you authorize him to é 
z ‘use “those words with respect to ribbons which were not produce 


{ : SRS Beast Hare NS lec RAN Da Boke ae. 
{ ral - FL ee eos . on “eet we 

. - 0 lenin A , he ¥ we Ace Na). 
‘ by ‘ . nS pee * ae . Fe . , Nye ise 
' tae ate ~i 4 5 eth ‘nal 


x oS He has -alreagy testified on. ‘this subject. Be gave : ees 


TORS Ree arn a ey 


THE COURT: I don't want anything spattered on 
this furniture. : i 


“THE WITNESS: Right. I will be very careful. 


May I just hand you this. You will see that this 
medium follows this line without crossing. - Incidentally, this 
4s from my finger right here. But if you will look at this 
ink impervious mee here woe wi21 ‘see that this medium will 
not. cross it and it never “will. That. feature is. ery, copes ° 

TEE ES ar don't want any. of. that stuff 


‘ i 


WR. ROBSON: Way I just hold it up and show it to 
Your Honor? ee piinee Sete eet ee 


THE COURT: “Put at away somewhere where it won't 


es. — eats In your conversation with we Wolowi tz when you. 


| authorized hin LO: use ‘the words patented construction in con= | 


ney ees 3 aia not. = es 


~ HALL? “Your Honor, zr ‘object. ‘This is leading. 


Sfo.t? . . Atte Men (ee 


unequivocal approval of the right = 
THE COURT: You are asking for a conclusion, “Mr. 
Robson. Iwill sustain the Obsection on that eround.* 
BY MR. ROBSON: oe 
@ Would you tell us just what you said to Mr. Wolowith 
when you authorized him to use tne words patented construction? 
: MR. HALL: Your Honor, I object to that. 
“. @HE COURT: Objection overruled. : 
You may answer. - 3 7 os 
> THE WITNESS: I'm sorry, would you please repeat 
that question? - es So ea 7 
| ce THE COURT: Read the. question, please. - 
: BE: ; ee Ge Reporter. read the last: question.) 
ae THE WITNESS : Mr. Wolows tz was advised -— 
2G THE COURT: No, No,; tell us what you said to him. |- 


THE MEMES: 3 Yes.i/ z said to Mr. Molowitz, as S28 


Prana 2 igiette 2 


you may use that es ee r : oS 
: Sa ‘After you concluded that the ribbon which you as 
see purchased | from aS ‘was constructed in “violation of what you. 


eA believe to be ‘your patent rights, ‘did you take any . action 


thereafter? | cre Soe une Real eoe : ma pone 
LS a | Sorry, s missed you (on 1 the first one sentences.| 


THE COURT: Let the question be read. 
(The pevonten read the last question. ) 
THE WITNESS : Yes, ge: did. 
: ~~ BY MR. ROBSON: 
Q a What did you aon | i Bi 
A -I contacted Me. Seidel. | 


Pe Seidel was your attorney? 


Q 3 = 

He A Ig my SOROS FES»: that ts. correct. 
9 © what aid ‘you. tell Mr. ‘Seidel? 7 | ; 
fe ai told Mr. Seidel. that I had found an infringing 
‘ 
=. you instruct pin to do ‘anything? 

Ao Fes, I instructed him to. file suit, a patent 
infringement suit. Soe nes oi 
WR. “ROBSON tay | we mark thts? 

. Gast of ‘department stores marked 


- Plaintiff's Exhibit No. ‘16 for 


: Eee es ete ec “ szenestication.) | ? | 
2S ae me = ‘show yous ‘what has deen marked Plaintitr's: Exhibit 

| a6 and ask c you at you. can tell Us: what that. see = 

Ske “This appears to. be. a list of. Departuent Stores 


which were 2 compiled by the ‘Spelieisnt, ‘Corp. ang distrimuted a 


by! the  Spelirtgnt Corp. | to many. — — 


‘ . % eo ee ahs 
* ate ~ 


hw £3. 


I attached to to 


| don't. stop for that. Proceed.” ee 
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@ |. Where and when did you first see that list? 
ae ot rivet eae tits list in the offices, I. believe, 
of Eaton Allen Corp. | 
~Q i And did you obtain : S cory. of that List? 
A Yes, I did. 
-Q@ - And what did you do with it? 
A 


I gave the list to Mr. Seidel, my attorney. 


MR. ROBSON: May we have this marked? 
| “(Ribbon marked Plaintiff's Exhibit 

ee No.:.17 for identification. ) Ee 
MR. ROBSON: te Your Honor please, at this time Tots 
would like to ask Mr. ‘Hall whether he wilt stipulate that EE 
ribbon is ‘the ribbon which was identified ae page uy of Mr 
Wolowitz ed cae anos as Plaintiff's Exhibit 2. | 
“@EE COURT: If it is identified you don't have to 


stipulate. If the record shows that, counsel doesn't have to 
ee MR. ROBSON: “It is only identified by a little lab 
THE court: That is all that. is. necessary. Please i 


BY IR. ‘ROBSON: 


ns “ee Mr. Ploeger, T show you what hes. ‘been marked | 


N : < wore : “A rai Vint ynes ese a a, A een 5 ie Pe 
y np 4s , $ , pe Late aos »4 es #97 Nae ar ghee eee ¥ ee ei Fite 
; . pape Me ey ge ° , te OF oY aud it “ He 


PDs, 4 s o# ee anit Ot nee ; 
whales “ sae i rae) ize i, 
fas, Pye teeh ‘ 3 Se, Ny Lane, Wy tal te any oA 

4 


"7 SSN pe 
SSS ; a, 3 Weds Ra nave tle Paced 
i gy OES ae Wehbe, a 
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‘Plaintiff's Exhnbit 17 and ask you whether you have examined 
that mEBbOn eon the purpose of determining the manner in which 
it was constructed and whether the printing portion was. 
processed by -- a | | 
THE COURT : ‘What are you trying to show by this 

line of inquiry, Mr. Robson? 3 : 

MR. ROBSON: . P-2 was “Adentified during the deposi 
tion of Mr. Wolowitz <-> = 


e Sed ds To ‘court: Wi2 you. tell me ‘what you are trying — 

to show 3 this oe of inquiry? . oe B 

= MR. ROBSON: Iam trying £0. establish that ribbons 
Tike: P-2 were admittedly. sold by Mr. Wolowite to 21 department | 
stores. in. 15 states. S ) = cy, Ss ees . : 

| THE COURT: - Of course, that: might go to the issue 
of damages. ‘I am not going to. take evidence at this stage of 
the case on ‘the issue of damages. All you have to do is to 
ee One: or “two instances of infringenent in order to make - 
out: a case of dntringement. 3 a 
OR. ROBSON: ‘T imow, sir, put in ‘the event that ss 


| any o one of. the ‘other. two that T have identifica are ‘question— 


| able, this 4s ‘an adnitted sale by ‘the defendant. It is. JUSS 


etl this” one | ribbon and one sheet of paper, is the only evidence 


} hs a a 


jis intend to! introauce « on the subject. = : : = 
Bs ate oe don't want to go “into details « as oto | 


$ 


how he analyzed it. 


MR. ROBSON: No, sir; no details. 
THE COURT: Very well. You said you had only 10 o 
15 minutes more with this witness. 
| MR. ROBSON: I heveronrte two or three more questio Ss. 
- THE COURT: Very well. There is such a thing as - 
over~trying a case, as you know aS an experienced trial lawyer, 
| 3 mR. ROBSON: I am trying not to. 
es eee COURT: ‘Very well, you may proceed. 
| URS ROBSON : Could the question be re-read, please 
(the | Reporter mend the. question as follows: 
"Mrs Ploeger, I show you what has been marked e 
Plaintiff's Exhibit 17 and ask you whether you have » 
examined thet ribbon. for the purpose of ee 
the. manner in which it was constructed. and whether 
the. printing portion was processed by =). 
: ‘THE COURT: That is what x think is. cumulative. = 
let him answer yes. or no. ‘ 


eg ROBSON: Yes, ‘that is all I wanted, sir. 


e TE WETNESS = I'm Sorry, would, you ‘repeat that? . 
2 “(the Reporter: re-read ‘the question. Je 
MR. ROBSON :: =~ ‘the plaintif?, Filmon Process Corp 2 
os ee COURT: “The answer ris yes. or. moe say cen Bee 
te WERNESS Yess. 2s ee a 


‘time, 2 at Your ‘Honor please. eae See oS : 
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BY MR. ROBSON: = 
Q On the pees of ae examination will you state 


whether the printing portion was or was not manufacturec by 
the plaintite, Filmon Process Corp.? 


PCAs ~The BES SES eceieeae was -- | 
oe THE COURT: Just answer ves or no. 
Read the question. | 
| 

(the Reporter. read ‘the | ‘last question. , 

OA ote was not. S ee ae ae 
: =e is the printing portion of. that ribbon constructed 
a the same manner as the printing portion of. the ‘ribbon which 


ees arg 
| Wie 2 \* 


you purchased from ‘AgS? 
Sk “Yes. oe = 
. Q = Who. is the present owner of alt of the patents and 


all of the trade. secrets which, were: at one” ‘time or another == 


owned by yout : —— See << eS Sa oe | eet 
ks _ The plaintife corporation, the Filmoa Compa, 
Filmon Process. Corp. 7 ae a eee = i 7 | 
oR. ROBSON: I have no” further ‘questions at this” 
THE court: any ‘eross-examination? — 


~ HALL Your Honor, z would lake to interrogate 


him with reference to some ‘documents s that are in ‘the court a 
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file and in the deposition that is on your desk. Could we 
have them? - : 
| THE COURT: The Court likes to follow the deposi- 
tions. Have you got another copy? | | 

MR. HALL: All right. The first matter about 


which I would like to interrogate him is Interrogatory 36 


which we asked and which he personally signed the answer toe 


3 THE COURT: very well. 
MR. HALL: It would be easier for Your Honor: to 
find it ra Suage ‘Stirica' s opposition. : 
ie "THE COURT: You may proceed. es 
= CROSS ~EXAMINATION~ 


“BY MR. HALL =~ 


: 


Q Me. Ploeger, Surin the ome of thts case _ 


did you swear under oak to the answers to interrogataries 


that we bare ert to you? 


fk a “woulda you show me. the intersogatory? ‘T dont know 


which one you are referring to, aie 


ee an right, I refer you to Interrogatory 36 end 


se | your answer. to fee would you Look at the end of that paper cee 


| ane see. if you are the man that executed these. answers under 


, Ae P . 
‘. he £2 
. a 


| oath? re 3 ee ft 2 : : ~ = ee 
oe “ven, I would ike to ‘see. the » questions 80 I can’ 


Bore. ; 5 »rnieal ao Seg a aa e “a ei 5a iy 
a ae v Kaen ie fas Vi Wane r 


sel oath is dated. : ea 


read the answers. 


os. All right. Here is the question, interrogatory 36, 


Pad 


and here is. your answer. to interrogatory 36. 


a want to ask you if you signed that answer under 
oath before a notary ‘public? 


A Your Honor, may I just read | She interrogatory so 


I can Wea my memory, please? - i 
: THE LoS of course you m may Berore you answer 

the question. ~ 
fps = 


THE somes: Mr. Ball, would you SAssA Se oe 


~~ —- 


the answer? 


mE COURT: Me. Hall; what was your question to 


| the » witness? oe ae = cS 


ae is. he ‘the: “man: 1 that swore to this answer. 
(Pause. )e : 


' nase , 
whee epee 


Seen TE WITNESS: “tes, = Sees 


. : ‘ qe 
m ‘ oa an ee *. 2 yet AMM rast pre A ve arts "1 
* BY MR. ‘HALL: Sedu coer 
er o. RO ee tein Nag h aa ie. 
SA os : ited Bea oD 


ad & When aid you: ‘swear. to that answer? x 


. ae ee 
THE courr: wenn, 3 ES ‘think it penis for ‘atselt. qT 


en es 


ee re answered that tnterrogatory in 19652 ries 


& BEM Ee am. docking | to: see when i r signed it. Ree an 
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THE COURT: It speaks for itself. The 6th of 
August 1963. 
BY MR. HALL: 
Q .- I would like to read this interrogatory and your 
answer and an you if you still agree to the statement that 


is made in Stee 


“Question. 36 - Has the owner of the patent in ae 


: suit made, used or sold anything under said patent 

¢ “or authorized anyone else to make, “use or sell 

: : _ anything under the ‘patent in suit? If-so, state in 
: “complete detail the thing made,’ used or sold, DY. 

) - whom made, used or sold, and all steps taken to 

es market the same with the patent mumber. If there 

ns _ are records kept with respect to the patent marking 
oz : eS ame and adéress of the custodian of these 
records... fap a | | | 

‘ % 


Pe eee - ‘Yes, the thing sold 1s a ribbon 
© corresponding, identically to that. disclosed and c : 
oe elatmed: in the patent: in suit. In ‘addition, : 
7 services” have been’ rendered processing ribbon =~ 
materials for customers, who ‘then ink the ribbon Be 
material: and sell the same. No steps « as. ‘sueh were 


A pakem to market the patented ribbon wit the e patent 
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number. . No records were kept wit respect to patent 
Soon No one has been licensed to make, use or 
sell the xDD CrS of _the patent in suit except that. 

. implied license which flows trom dealings with the 


plaintit?, Revi 


. Now co you still agree to the truth of that answer? 
ae g Mr. Hall, = do agree with what said, but if yous 
Wout: be specific as £0 what your ‘question is. it is a ao 
long question and 2 very. long answer, and I certainly agree 
with what I said, yes. It! s not very clear, though, ee what 
exactly you 1 want of me at this particular point. 
<i am, gust asking you | : 


ot feel it is true, yes, aoe —— 


"You feel that ‘that is eet 


ao wie 


AS 

s 
= cae Yes, sir. a oe oe | 
e and you. felt at was. “true vat the tame you signed 


it, as ‘that ‘correct? ee 


Metre ts 


SS -Then how does. at come - that you produce in this = je 
| court 2 a ‘sticker, ‘Plaintift's Exhibit. 8, ona your patent 


| number 0 on ae and. tell this. Court. ‘that you were > putting: that « on | ; 


Re your proauct? Pe 


- oh iy 
Peron 
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question? ' I don't quite understand what you ask there. 
THE COURT: Would you. like to have the question _ 
read? es | ) | 
THE WITNESS: Yes. : 
CHE COURT: Would you read the question? 
(The Reporter read the last question.) 
HE WITNESS:. The label which you just RRORETEECR 
was affixed to the outer label -- to the outer wrapping, I 
Should say, on packages which were sent to my customers. 


. BY MR. HALL: ~ 


Qn Well, how anon reconcile that with your Beeen 
Statement, and I quote, ae steps as. such were taken to market 

the patented ribbon with the patent number.” 

Atk understand your question now. ~ What we refer to 
there simply was that the ribbon Beyer other words, we dié not i 
merchandise an inked rivbon, Mr. Hall. We did not merchandise 
an-Anked ribbon. In other words, the inked ribbon was the. 
responsibility and poe SE of ny customers. . 

So, what that answer really involved sence was | 
| that we were not in ‘the business. of snicing. this particular | 
| uninked material and eon re~spooling it into usable typewrste 
| rapbons, SO to speak. That was what our ‘answer entailed. 
; Q S "Your patent contemplates a “Pibbon that : is inked, 


| as: ‘that it? ee 


had affixed ‘to them that. label. = = ae = eos 


NF ON a Rather 4 
¢ nse feo § ’ o f £996 Or ft Oey > aoe hy 
PSY : 43 Oe Sree, OP eam Soe" ez . . . : 
ee r i 5 Soe : ty Petit aes. oN eh 
ke £ 's 4 6 " ’ - -) ‘ PY AS F nA “ 
VEsy : . ell Wotan Ls ‘, : 2 . Lae 
Peed : ; te > $2 hp : ? 4 - ‘ 
> ove + 55 rN EP sete ae aA ae i : A ays 
a. + Re ae : : . r ws ee 3 ‘ 
> 4 ; a . - , : > 
; ; - *7 9° s 2G ‘ “3 : ; . . 
nes PM *, - (é £RE ~ ate ~ oe 4 +f ‘3 
° tae ea j $ $> Fe ee F “3 et Pet IC AP ARS re “ ery i tle 


A Yes, it certainly does. 

Q And so if you sold a mee that corresponded - 
identically with the ee 4t would have ink on it, wouldn't 
it? | 

A Lt en SOLGnte Ln Spee form, that is Sormeces 

Q | All rignt. Now letts look at your answer to 
Interrogatory 36. and it says, and I quote,. "The thing sold 


is a ribbon corresponding identically to that disclosed and 


claimed. in the patent in suit." 
Now was that true? © 


Aes That was. true, | certainly. : 


i Q. = and were those ribbons that you sold that corres- 
pondea identically with the: eaten in suit marked with this 
patent number? : ae — | 


aA ‘the ‘packages in which these ribbons were shipped 


It 4s ‘impractical to mark a patent number on: ay 


narrow strip of tape, at is: “impossible, and it certainly oes 


impossible to attix a ‘patent number onto an. “inked tape. No - 


one. would’ see. ate = eS oe 
Skee See Ses 


oe well; even ae the label was on the package, how. 
do. you reconcile ‘that with your statement, "No Steps as ‘such 


were taken by | the plaintitt: ‘to. market > the patented ribbon with | 


| Speliright?. 
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the patent number.” 

4 Well, the ribbon, again, as I sa ay » becomes 2 
patent when there is ink in it, Set we Gid not attempt to 
market an peaked ribbon, Mr. Hall. 

0 _ Isn't it. a fact that you stenee: the answer to that 
interrogatory. within Aoest a year after you were soe Correa 
shipping this material to Svellright Corp.? 

A. »-.I am not sure at this particular point. 

x Q* Well, look at the date on it and see if that 
wasn't about a year after you were shipping the material. 
oe “Would you first ences the question, please? | 

a (The Berane read’ the question. ) | 

Soke Was the date on this. | Anterrogatory ‘6, did you 
say, or'63?_ . , é Bee & 
Bis 9 ‘ “Does the answer to the ee that you 
signed it in August Of 1963? . | enema | | 
| : A 3 eS, £E, does. : 


Qasr All right. When were you ‘shipping matertal to 


A. We Beices material to Spelieient from late" 161 to 
the later ace of '62. Seo 


0 rie SO. this answer oto the interrogatory was about a. 


| Bee tee sien chicas ee the material We » Spelaright? 


| that time why didn't you tell us ; about this label with the 


patent number on at? 


may have been an understanding on our part Rbat you meant 


‘ankea ribbons, and I ‘think the connotation here in your questi 


| aS literally impossible to put. a patent maridng on an a ale 


| rivbon. ee nae 


~ | again. You said, in 36, “he thing sold is a ribbon a. 


| bones = Adenticalty to that iselosed end elained in the ne patent] 
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4 Evidently, yes. | 


Q And then did there later come a time when you hearé 


that the Court of Appeals held or said that you couldn't 


recover any damages unless yee proved that you did mark the 


number on your patent? Did that come to [some attention? 


A Mr. Hall, it did Oe: 2x am hot a ; tawyer. 
One ES does it come about, then, that you have brough 
up this ‘label at: ‘this late ane? Why wasn't this label brough 
up before? © = oS 2 | = ey : 
aoe r don't understand your question, Mr. Hall. 
=O 5 Well, you were asked in Interrogatery 36 to state 


all ste to market the: product with the. patent number. “at. 
A Well, I would probably say itts possible that cher 
is did we’ marie inked ibbons,. ana as = pointed out before, it 


Ox, conta 


ae Well, now, letis go back and ook at your answer 


™ > | 


to that disclosed and claimed in the patent in suit.” 


| both clains have. ink referred to, don't they? 


| with the thing claimed in the’ patent, the ‘thing sold would si 
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in unr In addition, services have been rendered in process- 
ing ribbon materials for customers, who then ink the ribbon 
material and sell the same." | | 
A. ~ Mr. Hall, I'm sorry; I @idnit follow ou ghee 
are you reading from right now? | 3 
-Q Your answer to Interrogatory 36. You first say 


that, “he thing sold is a ribbon corresponding identically 


. Now that would cover an inked ribbon; wouldn't 162 
A Iwant to see what "The thing sore refers to aga 
(Pause. ) Yes, my answer is meena. 
g That sentence, then, refers to an inked ribbon? 

‘A Which sentence is that, Mr. Hall? 

7 Q y The sentence: that reads, "The thing sold is -a 
ribbon corresponding eae ey to ‘that disclosed and claimed 
in the patent in suit.” : 3 

aS it could or coulén't ey I would say. it cond or ef 
couldn't be. NB Rie ec ieeseatenes : ae 


9 x Wen, ‘the Petes claimed in the patent : in suit, 


ee Yes, ‘ribbons that are ‘to be inked, that 4s correct | 


@ ee So, if the thing sold corresponded identically 


have to have ink ; in it, wouldn't ; it? gee 


~ WB. r +s - . P ~'e> ‘ 
‘-_ 4 \- - 4” : > - ¥, J : ‘+> « | ve 7 
> Frere > “oe 8 » 5 > . . pe 
: ~ ie 2 : ; a3 ee, ; 


in it, certainly. 


of your answer that you gave in 1963: 


SESE She is ES correct? 


is right. 


te, that is not correct. 


: = .To the ‘4tnkea ribbons? 


S80 Yes. *< 


ao 2 > pb 


te the anked ribbons we were. 


heed 


ey 


A The SES emoret that was sole would have in; 


Q “All right. Now, then, let's read the next sentence 
"Tn addition, services 
have been rendered in processing ribbon material for customers, 


who then ink the ribbon material and sel 
A oe ‘That is ‘correct. ‘That would be uninked tape. Tha 
a ” and z take De ee eees ‘testimony today before this 
Court is that back in 1963 you were affixing this label of - 


Exhibit 8 to both Anked and. uninked ribbons, is. that correct? 


What 9 were. ‘you. attixing to ‘the Amked ribbons, then? 


ie 


a ee eet ey i yy te tn a aa eth te 


ee ee 


A the same.” 


Now that is ee to material that you sell | 


auplicate label, “exactly as we have 11 here. : f Pes 
a _ and what were you affixing to the uninked ribbons? | nee 
: a To the uainked ribbons we. used + the same label with : 
Te a rubber ‘stamp which added sonething in writing to that label. = 


"q -_Realiy & the ‘question | = have, for * yous. the real main” 


r. 


attizing this exact 


Sy Seng hee Tp 


Hh 


question is, why didn't you tell us that back in 1963 when we 
asked you that interrogatory? 


A Mr. Hall, I will repeat what I said before. - The 


PW EA SRO ARLS ee 


connotation, I believe, of your original question in the inter 


rogatory was understood to mean dealing with finished typewrite! 


—-{y--— 


riobdons. This is the connotation, the meaning that we derived 
from your question. 


Q@ All right. 


eee 


A In other words, again I will nee this, the 
reason no effort could be made ae mark a finished inked ribbon 
is that you just can't get a mark onto ite. | 2 

Q ; Why didn't you tell us that and say that you 
affixed. the label to the package, Lae | 7 

ROR don't think the “question dealt with the uninked 
ribbon oh all. T ‘think you were asking aid we merchandise a 
typewriter ribbon.” this is how z believe we" SLE. it. = 
i can oety give. you, ‘sir, ae a understand ‘the question. : 

OR. “HALL Your ‘Honor, you ‘say you want to follow 
this. “Geposition. ‘How do you suggest that. I do it? 

e “THE : COURT: You’ mean you want: to cross-examine -- 

oe, mate i. want oe confront him with statements 

that be made on os Geposition and ask him it he SO testified. 


TE count: “You wish to ‘cross-examine ‘the witness? rs 


Sone 4 eer y we EL 
4) ott ee va : ; we 


‘ a Pel Fle 
ti ea eee 


MR. HALL: Yes. 


THE COURT: Well, you have a right to ask him, Were 


you asked the following question and did you give the following 
answer. | = ee 


BY MR. HALL: 

QQ... Mr. Ploeger, | the Gate on which you claim to have 
disclosed this trade secret to Mr. Wohowitz was sometime in 
December 19622 3 3 == | . | = 

fe I would Say ‘the very ‘first: ‘part of December, yes, 

“R ox and you wrote Ur. Wolowstz: a letter about that 


meeting, atén't you? You subsequently wrote him a eer 


A. May = see the etter, ‘sir? 
5Q ies 
DASE do believe r wrote bin a etter, but I would 1ik 


i 
Is 


pane oe : ee 
ee : MR. HALL: It is Plaintist's Exhibit 12 of the 
Plocger deposition. would that be with: ‘the deposition | that _ 
Your | Honor has? * ee , : ee : 
mE couRr: ‘you my a = ; De 
Ya nee Be have ‘to ave the meee first, 2 
ee a ae Beet : = E 
_ You haven't got 8 7 copy? oe 


oR ALE: “tes, T have a seme Fo 


pie 
» 
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‘THE COURT: Is the letter attached to the depositioh? 
MR. HALL: I would assume so. 

HE COURT: Perhaps, Mr. Hall, you might need a few 
minutes to locate the exhibits that you wish to cross-examine 
the witness about. 

as HALL: No, at ae got my Copy 
Will you agree that this is, Ploeger Exhibit 12 of 
the deposition? 7 

MR. ROBSON: _xes; r believe ie. 

BY MR. HALL: : 

Z Q ce Mr. Ploeger, I show you what has been agreed by 
Mr... Robson to be Ploeger Exhibit 12 of So deposition and 
then : would like to. read. you from your Geposition and ask Fou 
if you SO testified. 

“THE COURT: "What page? 
Seat MR. HALL: © Page 152. kiss 
eae We ae referring to this ‘letter: . 
ee oe it makes reference ‘to ta discussion 
2 “when ¥ ‘you were here! in the letter. = See 
Sad Oe “Phat is correct. os Bik 
ae ee Can you tell US, as nearly verbatim as 
= what that @iscussion was about? : 


The ‘discussion basically 


Py . 3 ne *< . as, tk AN mA: oo 
oe 3 - alts hater eres Wa . Pe beg ¥ 
Koh Por firsh Tr Sy TO Se 0 at Bg ep 
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a, Gonda: May I state that when a Says 

- verbatim he means word for word. : 

“By Mr. Hall:-— ; : | 

ra) As nearty word for word as possible, and . 

~ if you can't give us word for word, summarize it as 

Fest you Can and as ee as possible to the way it 

poccenos as you Can. 
eR ae well, trying to be as pertinent in this 

discussion as possible, in: other words; to clarify 


this ‘discussion, the discussion nay very well have 


cen social in some oes. but specifically dealing 


eR SSESE this. pertinent paragraph here the discussion 


took the form of a demonstration, 2 verbal cemonstra— . 


«ttn, 2 graphical and mechanical denonstration. 
S co So. he ‘came. oop to see > you and. you had 
Sc sort of | a new way” to make. a ribbon and you tod ee 


ktm. about its was "that what tt was? 


oe a Sis that Ait that E happened that you can 


genexber_ at that tame? = oS ee 
Soe a "A < “That 4s all T =. 


agen “en ats St 


Did you ‘sO > testaty? =e See 


») ve 4% os ~ . 
IO the <* ves ~~ “ le : > a *. - 
. are a in whe “ id oy an Ph, eX An. . . 7 . ag DP a  ® « 
. wv . ean Ni oe Ne . 1 . Ng mith A - 
SAS “Yes, ait. SNES capa ete Ne aa 
_ Say Ne Sat agian) Shatin weet aL . 
Sana: ee RE ery SANS ae 
; et 
a Pim jee q & wt Pa ah Or ia er hal « 
. me oe Be x 4 « y 


\\ 


| the ‘denonstration that F: r made, sir. es 
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| 
Q At that testimony why didn't you say that you asked 


him to keep it confidential, if indeed you did so request him | 


to keep it confidential? 


A ~.i had no reason not to say so. I am sure the 
record will “ne that some place in the testimony I definitely 
indicated to Mr. Wolowitz that he should certainly keep that 
as a trade secret. that particular thing you just read me, I 
G@id answer that way, certainly, ‘but “es doesn! t mean I 
didn't say S0cs eas ow : 

og = Your deposition extended for two eye and this 
happened on the first day, Gidn't it? you will notice I was 
reading from the bool for July 2end, 1963. 

A Well, was that the transeript ¢ of the first Cae ss 

ee Q. | “Yes. 3 | : 
: = oe will accept ‘that, yes, sir. : 
ae 4nd it wasn't until ‘the second aay, was it, that 
you “brought up this thing « about: it being confidential? 


ae well, again, as = said before, what you asked me : 


} was whether or not I made, a ‘denonstration and I bettave: I. 
ey indicated that I ‘aia. “You aian't ask me if’ we had any parti- 
: cular talks. r don't believe your question Gid entail what did)» 


| we talk about; I ‘think a dealt specifically, in spirit, with. 


| and so on? That is so _aweul broad ‘statement. 


2ge2 


Q Well, didn't I ask you to tell us as nearly = 


@s possible just what happened, and if you couldn't teil us -- 


4 You said what happened. A happening is usually 


mechanical procedure, it is not a Giscussion necessarily, sir. 
L understood you to mean —e mechanical demonstration made, 

@ graphic demonstration, such as I made with the ink test. Bu 

tL was not asked about: discussions, ‘sir, | . 

| ~@. Now let's look at the question: 

Bas nearly word for word as possible, and if 

- you can! t give vs word for word, sumarize it as best” 

you can and as nearly as possible to the way it 

: occurred as you can." se oe 

| = wasn't that the ‘question? 2 . 

ae Evidently that is the question, yes- I understood 


you to ask me what OCCUrTe Gs in SES ‘to ‘the trade secret, 


and qt am just trying to point. out that what occurred was 


sh 
ls 


demonstrations, yes, str. : . | 
oe Isn't tt a ‘fact ‘that all ‘through your dealings 


with Wolowitz. you. were » freely giving him seas with no strings 


Ak wenn, Mee Hall, I ink, in all fairness, would 


LS you please tet me > what you x mean by freely and how a ideas 


— 


> 7 
S, St Aait + ~ : 4 
ey a ’ $28, 
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| THE COURT: Well, we will- take our usual mid- 
afternoon recess at this time. 


(Recess. ) 


“THE COURT: Before you proceed, Mr. Hall, I want . 


to say a word about schedule. 
I presume that you will want to get back to New 
York tomorrow afternoon? 


| MR. ROBSON: No, sir, I.don't have anyrroblem. 


THE COURT: When I say you, some of your associates! - 


want to get back to. New York tomorrow afternoon? 


MR. ROBSON: No, sir. I understand that one of the 


defendants’ witnesses has a problem. 


| THE COURT: Something was said to me through my 


Law Clerk that some of the persons. connected with the case. - 


were - observing a PoenEnS Ls holiday. 7 : : 
| MR. SESS z believe it is. a witness of the. 
defendant, ‘if. I am ‘not mistaken. 
MR. HALL: Mr. Wolowitz ‘and Mrs. Jacobs. 
< DHE Court: Is he here? er ie 


WR. “HALL: Yes. = 


HE count: I thought it was some of the New York 1 


pore that wanted to get back to New York, 


m. ROBSON: No, ee 


a CE LAL L LLL ELLA LE LOT ee 


mE court: Well, then, 1 we can go oon all day 


tomorrow, if necessary. 
MR. HALL: Absolutely. 


THE COURT: Then we ought | to be able to finish this 


- MR. ROBSON:. I hope so. 


THE COURT: I thought it was some of .your clients, 
some of your witnesses. — Ee Sera si 

MR. SEES No, sir. — 

THE COURT: Mr. Wolowitz resides here in this area, 


does he not? eS 
“Re HALL: Nes; Your Honor. 
os COURT: - You may proceed. 
BY. wR. HALL: = 3 eS 
= | ‘Mr. Ploeger, I would like t0 show you some testimony 
you gave before, at page 1 120 ‘of your deposition, : and ask you 
you didn't SO testify. ae i: 
ee HALL: “Woute Your Honor prefer tik asked = 
question and he read ‘the answer? = es | 
TE count: a ‘think at As entirely in counsel's 
| discretion. = always. Like the ‘form, Were you asked the follow ae 


question and aia ‘you give’ ‘the following answer, and then pave 


| counsel read the question and answer to the witness. 


ees Mr, Floeser, + were you asked the following questions ae 


A NM ‘ 
wee AT 
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at your deposition and did you give tne following answers: 
ae You mentioned that Wolowitz approached 
you and advised you that he was interested in 
merchandising some product embodying your ribbons. 
Can you tell us which one of your four companies 
he approached? 7 
* A I believe, to the best of my knowledge, 
that at the time of our first visit, that visit | 
dealing with the first approach of Mr. Wolowitz 
by Mr. Wolowitz, that he approached the Flexene 
Corp. in the belief Pinte ae the corporation, or 
in essence dealt with Edgecraft Company or the 
Edgecraft rOCeaea Coro een which I-am not ree 
RE one of the bao Ges tenacious was at. 
that time. cat | : 
; -%Q - Then all of your dealings with Mr. | 
a WoLowst and with the defendant with respect to 
these ribbons. prior to January '62 were on behalf . 
ee Flexene or ‘Bagectatt, is that right? 


Hy 


“What ao you mean by, ieee ribbons? 


tee “Tet's reword. the ‘question. “Prior to ee, 
as the formation of. Filmon Process Corp. which company Se | ee 
: = in ee view. was ae. Wolowitz dealing » with? 


see! ~ fae ean we ftae es. 


ce Le ono Ash ning ues gets 


aS As I said before, we’ nad no business 


Soa dealings whatsoever or conversations > SO he dealt 


not with us but with people fron whom he bought his” 


eS He never dealt with us in any respect. 
Our meetings were SEES social and that was ali. 


| 
He dealt eS none of our corporations on this 


See as you pointed out. | 
"9 3 When you gave } Mr. Wolowd tz and/or 
" Spellright information which one of your several S 
“companies were you spealcing eet 
Sy I am not. sure. Tam not sure yeeses of 
| ~ the time element. I an not sure 


Da you so vestity? 


“AS Xes, sir. 


@ and T start again at the ‘potton of page 121: Poe | 
| “ #retor to the ‘formation of siamon Process eo 

| Saicomss. when Mr. Wolowitz and/or Speliright were 
having conversations, social or otherwise, and 
_ dealing social or. otherwise with you, which one of. 
: | the several companies | ‘that ‘you have mentioned were 
OQ. e ne = : 2 you. speaking for? ee See ook = } 
ee That is a question = cant & answer. a 
oe can't say that r ottietalay spoke: ‘for « ‘one or = the 


ut sine . at Sine 


— = am “not sure. 


Sd ngs A 
Sayfa 

a 

| 


pe Re AE a a 6B . o - - 
“es : . A . :* . 7. ro . é 
; : FE ASS 2S aes As At cS ‘ 2 \. ‘ . : ; 
. ery, Mayes S Pee fee tg AS : on . * » F 
2 : 5 ora AMOS Fe . > ove *h, ‘ SPST? y eo Fi s . 
Pens LFA Se eat iP Ok Fee . : ets , 2 ‘ € : 
é . fe POE a eth Y oie 3S » . ‘ ; : 


s 
29T 
Did you so testify? 
A Yes, sir. 
--Q Now I would like to turn to page 148 of your 
deposition: 


Sos Was there 2 ceme when you and Mr. Wolowitz 
“were on friendly terms? | 
ey Decidedly so. 
Ree "Q Were you freely giving him helpful 
suggestions as to how to improve his product? 
aR Yes, sir. | 7 See 
: Site. | And you. manent along helpful suggestions : 
eo him without any strings Senos didn't you? 
7 oe I would think | SO. Certainly. 
"ars I have here a “Letter which I will, 
"ask ‘be marked : eee Deposition Exhibit ii for 
ee identification." 7 
ee “eR, HALL: Is. at possible to. find that letter some 
where in the courtroom? 2 can't fine the exhibits. , | 


THE ‘court: r don't know where at ots. Perhaps. the 


| clerk a 


“MR. HALL: ‘Would you snow where ‘the Exhibits: to. . 


ae deposition are? 


es oe THE DEPUTY CLERK: :. There ‘are none. 


SATS 


Aas Sea ce 


by ‘the Clerk. 


rately, somehow 3 Br oe = 


these depositions sealed? es 


jacket some ‘tuo ‘years ago. S eee oe 
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THE COURT: The Clerk informs the Court that there 
: | 
were no exhibits filed with the deposition. 
It may be the exhibits SCORERS during the 


deposition were retained by counsel. I am just surmising the 


= 
emirate 7 MR. HALL: No, Your Honor, they were turned over 


possibility. 


Ps the Reporter. : 


‘SHE COURT: They have not been filed, I ani informe 


MR. HALE: -I. think there’ may be a problem here. — 


The Seer asked that these depositions be sealed because 


‘they claimed “nat hey. ‘contained confidential information, 


4 
and =o am wondering. if possibly ‘the ‘exhibits were sealed sepa- 


on * “he a . Lert 4 


“THE count: I will. Inguire ‘of the Chere, were. 


oN a 
* ! 


THE DEPUTY: ‘CLERK: Your Honor, at one time there 


‘was one deposition which was directed be sealed. SS. £5 


was reopened ané replaced’ in the! file with | the rest of the 


aE ‘count: : ‘The Cleric anforns the Court = one ‘tim a 


one 0 of ‘the Gepesttions was: sealed but a couple of years 250 


it was “unsealed and placed 3 in ‘the 2 regular files is. that 


Did you so testify? 
Kirn VCS SLI 
~-».@ Now I would like to turn to page 148 of your 
deposition: : | : 
ee -"Q Was there cime when you and Mr. Wolowitz 
were on friendly oa 
S&S "A Decidedly so 
Ree "Q = Were you freely giving him belpful 
"suggestions as to how to improve his ppnoduc tz: 
ee ‘Yes, sir. : 
: hg And you. eee along helpful susgestions * 
EtG. him without any strings SS didn! t you? 
: : 8 S z would think so. Certainly. 
: , oe. Dar have: here a “letter which. r will. 
eae be marked. Floeger Deposition 3 Exhibit 11 for 
- Agentitication.” 
Ss f MR. HALL: Ts. at possible to find that letter some- 
where ‘in. the courtroom? I can't fing the exhibits. — 
Seg THE COURT: is don't snow where it te. perhaps | the 
et ee 
oR HALL: “Would | you } know where ‘the Exhibits to. a. 
Eo deposition are? es i = 


mE DEPUTY CoERK: “There are none. 
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THE COURT: The Clerk intoms the Court that auere 


were no exhibits filed with ene Geposition. 


zy may be the exhibits identitiea during the 


| 
J 


deposition were retained by counsel. I am just surmising the 


possibility. 
ae + HALL: No, Your Honor, they were turned over 


Pe the Repose : S = | 


PEE COURT They have ae been filed, I an torOrme 


by ‘the Clerk. =< 
MR. HALL: ‘I think there’ may be a problem. here. 
° | 


The plaintift asked that “these depositions be sealed because 
‘they claimed ae they ‘contained confidential Information, 
ana I am wondering he possibly the ‘exhibits. were sealed sepe- 


~ 


rately, eee < Se a SS : a 


“THE COURP: I wild _Anquire of the Clerk, were. 


i wee 


nati 


these > depositions sealed? MR ee pe 
oes EEE DEPUTY CEERK: Your Honor, at one time SS 
was one deposition which was directed be sealed. However >: = 


was reopened and replaced = the fie with, ‘the rest of the | 


ly itcntigee es 


mt iT 


a some » tho. years: ago. 


an oaehihe 


SS cour: The cterk inforas the Court at one tim 


Ne ide ee id 


s 
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Did you so testify? 
A Yes, sir. 
-.-Q ) Now I would like to turn to page 148 of your 
deposition: : 


"9 Was there ~ cme when you and Mr. Wolowitz 
were on friendly terms? | 
= ",~ Decidedly so. 
a Qe Were you Fannie giving him helpful | 
retains as to how to improve his product?. 
eae Maes. 5: sir. : gs 
: Se And you. passed along helpful suggestions © 
Soe hin “without any strings ae didn't you? 
; ey iG I would think. SO. Certainly. 
| oe oe awe: here a “letter which at will. 
‘ask be. marked Bee Deposition 1 Exhibit 1i for 
| Aeneseation.” : 
| MR. HALL: Is. 4t possible to find that letter some~ 
where ‘in. the courtroom? t can't fine ‘the exhibits. 


zs ‘THE ‘cour: r don't snow where it bis Perhaps | the 


| clerk ines. 


mR. HALL: ‘Would | you } now where ‘the Exhibits: to oats 


pe deposition are? 


THE DEPUTY CLERK: There are none. 


rately, somehow » ee ee 


these depositions sealed? a 


vs | one of ‘the “depositions was: sealed but a ‘couple of years 260 
“a it was | unsealed and placed tn the regular file; : is ‘that ae 
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Tye COURT: -The Clerk informs the Court that there 
were no exhibits filed with the deposition. 
it may be the exhibits identified during the 


deposition were retained by counsel. I am just surmising the 


possibility. 
: ee MR. “HALL: | No, Your SES they were turned over 
tor the Renorees: = : | 
PEE COURT: They have not been filed, I am informe 

by ‘the Clerk. Be aoe 


MR. HALL: .I TAEE there may be 2a problem here. 


The plaintitt asked that ‘these depositions be sealed because 


‘they claimed that ‘they ‘contained confidential information, 


and = am wondering if possibly. the exhibits were sealed sepa-- 


| 
si Pete < Pere 


ee 


“THE COURT: I will _inguire « ‘of the Glerie, were 


THE DEPUTY. ‘CLERK: Your Honor, at one ‘time there 


“was. one deposition which was directed pe sealed. SS. at 


was reopened ang. replaced in the file with the rest of the 


jacket some two years = 


THE court: ~The Clerk informs the court at one. 


BY MR. HALL: 


Q Mr. Ploeger, I show you the document which was 


marked Exhibit il. 


| MR. ROBSON: If Your Honor Dee ‘may I look at 


that letter over Mr. ‘Hall's shoulder? © T don't have a copy of It. 


» THE COURT: You. can stand over there, if you wish, 


ee Oe were Ploeger, I show: you the letter which was 


- se |) markea Ploeger Ir. Deposition Exhibit 1 Would you look at © 
Pe ‘the letter? a =. is ae | Bee | 
et o 7 (Pause. ) | 

ee Yes, sir, I have looked at the letter. i 
Pais ~All right. With the letter you s sent him a propose 
Senne didn't you? | 


Tg 1 That i correct. : eee spe 3 | 
oo _Sonething, that you thought | was” one. of sore seas, 


Pay Soak OG st bach wt mene . ° , Bas - eRe b, St 
Rae i ast he ues * Ay Opes 2 fag aie z Pai se = 5 ae) ery , ye i 
SR AP eel od 5 Seale des 38 SR a ae * x Se on OT eg tPCT 8d volt co Vig PE EH 
4 sa hee. dl So ONC Aa) NL Oe eh, ANGLES OP rg. . We ne thy te ne . 
’ “ Cm . had te 


a ae ee a 
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correct, Mr. Haller? i us 
THE DEPUTY CLERK: Yes, sir. : : 
MR. HALL: The Ploeger Jr. a eer exhibits axe | 
with the Ploeger Sr. deposition. - 
a THE COURT: You have them? | | 
MR. HALL: Yes. | 3 

THE COURT: Very well. | 


Se letter, because = was 5 Listening to YOUs: 


19622 
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is that correct? Soe, 


A. I would think that was one of my ideas, yes. 
Q. All rene Now let's resume eee your depositi 
at page 149: : ae 
8g With reference to that letter which has. 
just. been marked, does that bear your signature? 
Be : Yes | 
ae = i s i. 


as: Excuse me. x ‘would Like: moe see the reference to 


a: right, fine. That is December 5th. All righ 
= “So oS admit you signed | the letter of PES 5th, 


erty] 
. wa ; 


a rae “Oh, yes, unquestionably. = , 
site Q. Then. we > read on. SOR, the ‘epost tion and I will a sk 
you at you sO testified: = =: ss Hee e 


ae Q You wrote that letter to: Mr] Wolowitz? ee 


5 ; “ghat. is correct. ee | 
= ae Soe : Was there ever ‘any understending Onscss, 
_ arrangement ‘that df he used. ‘that suegestion he — 
= to Pay you for ite = se io : : oe OS re ee 
ae tot to my Amowleder. e- T have SS 


~ Q is me mln Weis YAS ate ne didn gee merges . ~~ 
dat racy Roots! heer Hines Fra ro inte sap nee : iit 
tion of ee Sass Rn meee mice Gee ee cnc 
* Nana th pan MON id pth Se Wh MAIO tng ka a OTe alent rah amr Os s 
Mean uve ‘ cathe eh, s ga a 
a earn : eae a a % 


i, Dare 


sch eC 


} 
! "9 Was that the same basis on which you ! 
“submitted all your suggestions to him? | 
ea ; * _ I don't recall. If you would be more : 
: specific as to suggestions I might be able to give 
you a better answer, but I don't know, in regard | 
to all of the suggestions that I may have made.” es 
| Did you so testify? | eB 
: AS ‘Yes, I-certainly did.’ Yes, sir. 

Q Then I would like for you to look at page 12 of 
your deposition. actually, the question seems to occur on | 
page 10 and ‘then there isa lot of talk among the lawyers. 
rte of Mr. Wolowitz, the. question was: 

"Wat Geatings ‘did he have with Filmon Process _ 

CORP on aS 

Then the answer appears on page 1: 

"The Witness: rT think I: understand the 
question. Th the matter of Filmon Process Corp. Serre 
being represented by myself in any dealings, the 
“only dealings that. Mr. Wolowitz had with Filmon 
' Process Corp. were strictly on a conversational 

basis, both social and conversational SSeS with | 


the’ Speliright product, which products that I 


Pee pe 


. ; ae agate » 
. > PP gas ~~ ‘ wy » « . , » ee LA » 


- myselt had, and | SO forth. In other words, that 


Ps Sie % 


, POR Alen ot ee each 


“Lok or on. tt and tel — 


was. tssued | to ‘the Eigecraft Corp. How ‘oes 2 — come ‘about that | 


Jere? 
; 
Lee 
% 
= 
. 
Ky 
5a") 
~ 
~ 
i @ 
Xi 


is the extent of the Sra that , speliright had 


with Pilmon Corp.” 


“A That is correct. 


-Q "By Mr. Hall: | 


*Q ~ Did Filmon Process Corp. ever make any 


oi dencnas owed 
oe ak eS At Oe TF 
—————— 


agreenents, either oral or written, with SESE SLSSS 


en oe as cote OH Bae id Oe TT Ieee 


ap Re No.” . = : : ze 


-< That is correct, absolutely correct. : 
| Q. . Mr. Ploeger, you referred to an alleged trade 


Secret that you claim to have disclosed ‘to Mr. Wolowitz in 


December’ of 1961. ‘Does your patent 3,086, 901, which a= SS 


tiftts Exhibit 1, “disclose those trade secrets? 
eae “Would you repeat the question? ze | 7 
ees THE court: - Suppose you read the question. 
: __ (the Reporter read ‘the last question.) 
aS ; - yes, in part, in part. The | spirit of the trade 
secret 4s partly imparted inthis peter 


Pgs PR 


eee ALL right. When 1a that patent —— ean you ae 


Ne ~ Sov, f - tg RoR my 
Seas stot pages eae ao 
. Daw _ Ins ae bys - 


bt Ma | 


hau . 
ee Soreacian at ft 


7 See rt issued on ‘eri 25ra, SS 


2 = Ploeger, that patent on its face shows: that ae] 


et ing” 
Sey 


. | 
1 


‘Company was. then ~- the patent was then assigned, reassigned 


time. wasn't it? é 


secrets at, any given. ‘time, ‘do. you? Pees 


‘tions and yerinerships as follows: ‘The Plexene Corp, ‘the 
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you say that Filmon Process Corp. owned the trade secret? 

A Mr. Hall, I am not a lawyer but I believe, I 
believe an assignment, a legal assignment was made from Edge- 
craft Company to the Filmon Process Corp. at some time 
between the Oneoina? assignment and the issuing of the patent. 
That is my. belief. I am not a lawyer and I understand there 
are assignments made in these respects, but I do believe that 


the original assignment which was made to the Edgecraft 


to the Filmon Company. . 3 3 
Q That would be at a later gate, after the patent a 
had already EE woulantt it?: 
- A‘ . “I'm ‘sorry, yz don! t endear ara the question. 3 
Q ‘The patent issued to the Bagecraft. Company. So 


the assignnent to the Filmon Process Corp. was ata’ iater .. 


ee BS i don't know. Lb hs: a legal matter. 1 have no = 
ynowledge of this type of law, sir... 


Poe See actually, you don't know. who. conned. those trade 
oe Legally speaking, nO, sir. 


ger: _Now you and your. father operate: a number of corpor: 


+ atl 


Edgecraft Process Corp., Filmon Process Corp., the Edgecraft 
Company. How about all those? 
A I believe some of them ere incorrect that you 


mentioned. I would like the question read, please. 


Qe is Let's name them one by one. The Flexene Corp. 
A That is correct. 
Qe You and your father own all ithe stock in Flexene? 


A... No, we don't. 


QQ. ~Well, you and your BOERS control the PEGE ES Corp? 
aes I don't know if we ao or not. 


~ But you and your rate run the Flexene Corp? 


Q 
A = don't know what you mean by run, sir. 
oe All right. Your father - ee 
A (Wes are an organization of people who ail work with 
their mands<> Tt is a very intimate type of business: and I. 
really don't know. what you mean by. run. in this instance. S 
— well, your father is president of the Flexene Core? 


we ey 


“That is ts commest. 


and you are 2 


ae don't believe ‘that is the correct designation. me bes 


AS 
Qs 
a = * “and then there is ‘the = Edgecratt Process Com? os 
nee 
Q 


— ts ‘the correct ‘esignation? i ae Bae eos 


A I believe it is Edgecraft Process Company, Inc. 


Q And your father is president of it? : 
A That is correct. : 
Q- And you are vice-president? 
A That is right. 
@  . And then there is the Filmon Process Corp? 
A’. That is correct. _ . 
Q. ‘And your father is president of it? 
Aes That is rignt. 
Q. And you are the vice-president? 
A That is correct. | | 
. 8 . And then there is the Bdgecraft Company? 
Snes That Seige | 
~Q ee Which is a partnership? = 
ela? It 4s no Longer a partnership. ac 


 Q. It mee out of business a 2Ong tine ago? 
Aa: No, it éidn't go out. of business. One of the 3 


‘partners died. a 


Sere And ‘80 ‘the partnership became @issolvea? 


tess Rr Yes. it was. a parinershtp: of my mother and father ts 


and my mother died. - oe 


Os “When aid she aie? oe 


ae 


a She éiea in "63, < early fn 163. 


5; 


¥ 


KS Cree 


few months and then Eaton Allen withdrew it, isn't that correc 


answer that question intelligently would you please define’ 
what you mean by typewriter ribbon, because it isa’ — very ss 


Joosely hela term in our inoustry= 


- 


ge eee OE LLL LL: OLE BO a 


Q What date? 

A I don't offhand recall. 

Q Well, can you give us the month? 

& I would ee! the i part of the year. zt am ae 


sure. It could have been in March. T believe it was in 


March, yes. 


I 
i 


@ _ Thank you. Now shortly after your so-called inven 


tion came on ‘the market you were successful in getting Eaton 


Allen to market it under the trade nane eam Shield, is that 


: | 
correct? : 


fap si I understand they used it as ‘such, yes, that is. 


correct... 
Q It was a Soret typewriter ribbon & half-inch wide 
with a nylon packing? = ae = 


: A 3: don't now exactly what. your sermno lees is in 


regards a ‘typewriter | ae 


Qe: Well, at any. rate, it lasted on the market only. a 
fee Me. Hall, again may I say. to you that in order to. 


oe es aL Piaht, Aetts just call it a , eibbon. = The Eaten ae 


eee, 
yee 


+ 


ot 


re 


it. off the etree soa 6 Gidn't vhewe 


| that your ribbon is guilty of this ‘bulicing? 


| problen ¢ dia 3 arise, ‘yess sat its early a 
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eee oe 


Allen Company sold a ribbon made of your Filmon material? 


A -- €hey sold a ribbon made of our material, that is 
correct. : 
Q It was a half-inch long? 
A «. I don't know. It could have been, yes. 
EQ And it was the size and length that would fit in a 


typewriter, wasn't 46? 

A tt could have been put in a typewriter. It could 
have been put into a computer. There is no way of eS 
actually what half-inch tape is going we be used for. 


oe Shortly after they put it on the market they took 


ma Sor have hearé that they dia, yes. 

LS a “And that was because as ‘the keys hit the film 
eae the two ene eoeweae of lying. flat. Sees each 
other, Sees and ere? you might le a tube Say of a. 
‘pair. ‘of flat ribbons? 2 
oe I have no such evidence. 


| Q. >You never heard anything Like that? You never Fes 


ae have eae during its early anception. that such a a 


power om 


eT 


Type ee didn't it? 
A It may have. It may have, yes. 
oe Then as it bulked it became thicker as it wound 
up on the spool of. the typewriter and the typewriter wouldn't 


reverse itself, 4s that correct? . 


oR If it happened on a typewriter, I don't know. You 
are making statements as to what machines they were used on, 
sir. Again let me just point out ae a typewriter ribbon, 
which is half-inch wide, can ‘be. used on a computer. I don't 
know if it was used on a cy oonrtten or not. We don't have < 
knowledge of where our ribbons basically sonetines are used 


in regards to what the final application is as to machinery. 


Qe Do you know 2 Mr. =e “down tn Fhiladeiphia? 
A sae Yes, I do. : | : | 
-Q : He put your ribbon on the market for a typewriter, 
didn't he? Poe | Ss a : 
Bs oy erie he was probably one of the first, yes. 


: Ae And didn't he find out about this bulking after 
he had sold a. om xfbbons and then he + complained to Jou ehonts 

: a “Wel, you might = at was a . complaint, but — 
what he aia do was to perform a very ‘valuable service in éis— 
covering for me that ‘there was. “such a teins as SSeS . sian. | 


“thy 


I believe the instance that you are marerie to dealt 
specifically with a batch of film that we had received during 
this infancy production that NCnnere going through where this 
condition could have arisen, yes, or did arise. 

Q | Well, as a matter of fact, during the earlier 
years up to 1963 you had reached a peak of where you were 
selling $15,000 worth of this material a year, isn't that 
correct? : : 

& > °It may be correct. I am sure the figures indicate 
I don't know what the figures are, Mr. Hall.. | 

Q | By 1963 your total sales had fallen off to just 

a little over $1,000 worth of this material a year? 
A That very well may have been, yes. 

@.. And the biggest customer that you ever had for 
this material was Spellright? : 

A’ It's very conceivable. Eee it's very possible. 
I believe the records might show that, yes, ‘that is rignt. 

@ 7, ana As Speliright the smallest ‘typewriter ribbon 
company that you know of?. 


A : I wouldn't Bees SO, no.- There are many, many 


typeuriter ribbon companies. I gon't know. It's possible. 


“He may be or may ‘not be. Be don't know the true facts. 


<< During. the ‘carly stages of your invention didn't 


vw 
‘ ny, 3 he peta nf 
fe Pe OS oh erst oe . 


uy 
t- 
oO 


you submit a sample or cause a sample, directly or indirectly 
to be submitted to IBM? | 
i | 


A I never -- or I should say = or my Companies never 


directly deal with IBM in regards to supplying them with 


ee 


samples or cloth. - I have had discussions with them from a 


technical viewpoint. eae have been called tn on certain problem 
they may have had with ali their types of ribbons. But any of 
our companies have never, to my y wecollection, suprlied IdM 


directly ee any of our products. anything that goes to IBM 


as far as I know goes through a middle man, who then selis 


our ORES RRS ribbon to IM. 


Q- I'@ like to hand you Plaintif?'s Exhibit 9, which 


is this ribbon you say was put out by Remington Rand, and = 
notice that on ‘the box you have sot oF there: is marked the 
words U.S. Patent 3,020, 559, and I want to ask you . whether you 
put vee marking. there or. whether Remington Rand - See that = 
SSS there? eg ee oS | 
ee it r a that number on: ‘there? Woula you sepeat 


that question, please? 


ot 


| HQ Daa you ae that — there. or aia Remington cee 
| Rand pot at there? oe oe ae es 
oe _ Remington Rane put ie there, as well as ‘the ‘Filmon 
| and Nylex. In other words, ‘this: 4s all Remington Rand's work. 


ais: “How ‘aia. at tomes ‘they ‘put your —o number on the 


> 5 


| different. things. eed may have started a program whereby 


311 


ribbon? 
A. Excuse me? 
Q How aid it come about that —- 
Ree Becaise we have insisted that all inkers use ae 


patent number. It is an inked product. 
MR. HALL: Well, let's mark a ribbon Defendants: 


Exhibit 5 for identification. 


(Ribbon marked Defendants! Exhibiit 


: No. 5 for identification.) 
BY MR, HALL: | 

Os I hand you this ribbon woich has been marked 
Defendants? SEELEY 5 for identification and ask you if that 
is a pox: of the type that 01a Town Compa) used in marketing 
your ribbon? 

Bo Yes, 4t is.) 
Q ee: Do you find your eters number on that LSE 
A : No, I don't. I am familiar with the box. 
a Q How long did 01d Town sell your ribbon? 
A 3 I am not sure they ever sold it. 
Q “Well, now come they have a box? 


As me printing a pox and sae a ridbon are two 


| they wanted to. sell the product. they probably oe up thet 


wee owe eee eres ene 
eee re et Oe He 


eee od 4 A OP HOS? 


La PRB Qsee -e* 


Po 


hls, it 


_—— 


pox and container that Mr. Sens used when he marketed your 


selling a8, is ‘that correct? Se a 
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boxes. Most inkers have their own printing plant. itis a ot 


easy thing for them to go out and print these boxes. And they 


may for some reason not have _gone into tne sale of the es 
I don't know what the reason was. But I am not aware at all 
that the ribbon was sold commereialiy. 
| MR. HALL: I Dake another ribbon which I ask be © 
marked Defendants! Exhibit 6 for Edens eta TOn 
. (Ribbon marked Defendants! Exhidit 


No. 6 for identification.) 


BY MR. SES 


£0 ae I will: show you this and ask you if this is the: 


ribbon? cnaeNS | 
oS | Mes, believe I have seen a container like this. 
“Re “He actually had your ribbon on the market and was 


ale 


case “He had it LSREe very early. - > 

se and ne eontinied to. sell a after Joe patent had 
issued? ee —- 
ae I believe he ai, yes oe 


ene 


Se De 3 you fing your patent number on ‘that box? 


= oe No, oe don't believe eso. Tana aware of the box, I 


have seen ate 


ek comes. under. ‘your patent or note 
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g Now your patent discloses a ripbon whieh is a 
half-inch wide or any other suitable width, but at any rate 
it's all one color as it's shown in the vatent. You don't 
Show a two-color ribbon in your patent, do you? I mean your 
patent in suit. | 

A Would you show me a copy, sir, and I will just 
make sure chat it doesn't show a two-color ribbon. (Pause) 


No, it Goesn't show a two-color ribbon. 


Q- | You say that the FAA has used your invention. You 
didn't tell us exactly, though, what they used so that we 
could tell whether it was your invention or ‘note So, could yo 
tell us what tt was | hat you st to the PAA that you contend 
enbodies your invention? 2 7 : 

; oi -. Mr. Hall, we a not Scat to PAA. I indicated 
ca that PAA uses our products. “I have no’ contact with 
the United States. Government or with anyone. elise directly, os 
most cases. es ; 

j Q” “How did they get it, then? | 

| LS ‘They pought 4t from an esteblished inking company. 

: Q ae fre you able to. tell us how this FAA ribbon was US 

| constructed, ‘so , that Judge Holtzoff can decide whether it 


gies 
ad see 


OR | Yes, certainty. Wel2, let me say aS a sample | 


PPO 
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1 
[ise 
P| 


of a ribbon of our eres -Of the patent in suit, was left 


with Judge Holtzoft yesterday. It was roughly three-quarters 


of an inch wide. That ribbon is almos t identical, except 


1 for the fact that there “is ink in it, as to width, is, I 


believe, the type of ribbon that FAA uses. I believe even 
possibly it is as much as 200 yards in length. 

. THE COURT: Nothing was left with the Court. f£ 
think a piece of: ribbon was handed —o the Court and@ left on 


the bench. | 


“THE SS I was referring to the spool. 


THE DS SSHES They. were not ‘handed to me personally; 
aS wre 
icy were. ‘introduced in evidence, 


SHE WITNESS = That is the ‘best I onra describe ae 


ene = 


fees a no. Ank in the sample that we Se 


ee “BY mR. BLL 


os When aia ‘the FAA use: “your invention? 


ae Mr. fall, ‘to ny best ecoliection, bs became : aware | 


ee 
+ + 


at. this. time as tar as “how it ookea, except obviously there 


cee FAA using our. invention \ practically, would say, at its = oe 
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recall that or not, Illinois Scientific] Development Ve Honywell 


and my client is extremely anxious that that be heard and it 


if we are still soins and Your Honor wants us to continue here 
I could have someone eise aot my office take care of that. 
THE COURT: Yes, I would like to finisn this case 


without interruption, so far as I can. 


MR. HALL: All right. wel, I will arrange for 


Was reset before adee Sirica on the mo ing of the 5th, but 
eee else to take care of that motion, then. 


~ THE COURT: _ That was 2 motion that you and Mr. 


| Roger Robb were in? — 


MR. HALL: That is right. You remember it is a 
question Snethere one case will be in Minnesota or down here. 
Judge Nordby has not rendered any decision yet and I was hop 
| that you would get $t and render the decision for the District 
of Columbia so that we would be represented by our most 
} eminent Judge on that point. ‘You remember it was a Pee ai ffi 


cult and Ampontent ‘thing. 


| PEE ‘COURT: well, you : are: wery ‘flattering. zr 
ies would like ‘to. finish this UD. of course, if necessary, you 
| Ss pave that motion continued ‘for a ‘day or two. ; 


Baw . ; IR. “HALL: ay client would ‘ie if = aia that. ee 


THE ‘COURT: = see. ¥ Very a ee 
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t e : ~ ~ a dodo = - > =, ote as a =n, - oF, ane 
you called my attention to the Pact yesterday chat you were 
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‘ @ om — <= * de, -—* * - : 

; sScheculed to argue a motion in the movions branck o 
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i: ~ fr . aap = ENS ST te 
# 2m: @ rather important case. tomorrow mornings. =I vetail tcnes 
; af 
; . ’ : : 
f some weeks ago i denicc your application to chanse the dete. 
oz that motion, So 2 feel snat Li OUSKC CO Cry> =f = cens2toe 
i 
if j etiet = : id - ~~ sn =. 5 2 
| extricate you from that precicament. How long would it take® | 
i Pants st Sesh 
ae i tO argue this motion? 
=< . | ee fy ~ : an ; ect 
= 1 ~. MR. HALL:. Two hours, but I. have arrancec tor 
| another attorney to get prepared:.and argue the motion. 
i eres Ses Sai ca ooh . aoa 
! i:i22HS. COURTs- Timean if you argued how long would -t 
i “ “ty . os - cl cae . me "9, ea “. et eis v 2 . : 


“MR. HALL: Two hours.. : 


TSR couRT: “As long as that? 
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{ : = nes : » 2 Pry f & 

| way. That is why it's on the long motions caiendéer. 
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TH. WITNESS : : -Your Honor, the ribbon was split ate es 
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| have defore. me the actual ribbon.” 2 ee 
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of the chart, Your Honor, ds the. side that rae the cote 
THE coun: s ‘think you ‘etter go back to the = 

witness chair decause ‘that ‘iagren does not help the Court. 
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part, Your ‘Boner, ds colored blue and white and that includes. 
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af Your Honor: 43 the typewriter ribbon. ‘per se. oe a 
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y ran. a micrometer on “the inked ‘portion of the - 
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black part ‘and. T got a reading” of about two anda halt: ails, 
as near as I can recall it, Ne and a half’ ‘thousandths of an 
inch. Fr: ccc of my ‘own Imowiedge ‘that in 1963 when I. did this 
there was. no other material commercially available in a woven 
fabric ee ‘that thickness other ‘than nylon. . Ss 
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—_— 
— 
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‘ v. 
7) 
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THE WITNESS : nen rt examined the manner in which =. 
~t the film portion -- the inked ribbon consists of a fabric =a 
which is a woven fabric, the warp and the woor, Your enor, | 


| and then an re cooe transparent film. I examined the manner 


=f in niche the film was joined to the fabric, and it was Joined 


= only at the extreme edges: oy: a weld.” . Reve ws “ Eb 
| es 


te the fabric was nylon, your Honor, there is 
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| virtually 1 no: other material that, can be readily welded ‘to: nyl 
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other than ‘Atselt.” ‘: ee = ae 


Sei ote 8 —S Now if I could digress here I could establish how 
: tes ~ a Wa by 


of knew at was. a ‘weld and . how, r imew that ‘this particular. 
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| ribbon was not one 2 of my client's manufacture. = May I have the 3 


4 Court's indutgence on. that? 
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fabric. When this material is cut and fused in this mariner =| 
there will: be a shiny surface at the point of the on Hm wheze =| 
the knife first contacts (it, gue to ‘the: fusion. 

The typewriter pointes portion which I examined» 
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uncer the binocular microscope had a shiny surface on the: 


fabric side.” Therefore, it was | quite reer to me ~-and t have: a 


and fusing-— that it had been cut by the knife hitting the” 
fabric first and then the film. “That. meant it had not been. 


processed by ur. Ploeger' 8 company or any “of the ‘companies 
with which he is related. ERS ae 


fume 


oR. saws Your ners ck move . to So ‘that | 

eonttone oF his answer where he quoted Me. Ploeger. ‘He said 
that Mr.” ‘Ploeger told him he had, never cut. anything other than ors 
from the fabric into the fiim. : : : ae eh 
ee |THE COURT: | What Mr. Floeger ‘said to the witness 


would be: ‘aduissibie as. an admission against, interest. 
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ef THE, WITNESS oes £ puted oe cam and ‘the e fabric a 


feet Looe tae” va 


: ft examined the woven “fabric to: see ‘that it was: 


absorbent to ink, and it SEE EES held ink. 


I tested to see whether it was pliable, and I 
satisfied myself that the, Pil was not ‘one oa the other fins. 
that were then commercially available, such as aye ane a 

Mylar, for example, is sold in these tain films: ae 
but 4t i212 not stretch. if ‘you pall on mylar it won't © 


pocnetche . That a mylar to be used for magnetic tapes... 


iF Anon of ny oan Imowledge that one “cannot weld a a mylar to 


‘nylon ‘fabric, ‘and E dismissed it as s being mylar. r also is=: 
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dn the ‘welding of polyethylene. we represent a ‘client ¢ who 
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ie as ri say, = have written a large. number ‘of cases ‘oa ‘pylon 


oS 
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A - Oh, yes. The ‘thing that interested mo about the: 


construction that I ‘examined was that at was ‘of relatively 
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poor quality. ‘The weld at the center was bad, it tended. to. : as 
1 split. The workmanship on “at was bad. The film, in 


particular, was somewhat puckered. “The 3 reason why it was. . 


ipuckered was, at least in ny opinion, was “that® when. it was. 


welded the. poeaey conditions were: not appropriate. 
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ed coi 


ae “rT take at at was your: ‘conclusion as a result of. 
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_ | which was delivered to the plaintiffs at a deposition, b 
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THE COURT: Well, | ‘that is what: the Court has. to ke 


é 


decide, not ‘the ———— 
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= ‘think you: can asi the witness to" describe ‘the : 


structure, Just as s he did with. Exhibit n, and ‘then the Court 
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"Exhibit 17 consists of a combination printing 
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tudinally own ‘the , center -- = es fo ae 
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so 2 have to oe 8 ‘this. ee “And = — Rot. “suggeating, that you, 
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| reason for going slowly. 
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received from Mr. Ploeger > ir, 
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it has been called, doesn't extend all the way. Bes does: 
1 it? Is it Limited ‘to backing up only the printing ‘ettbon, 
or does it extend to the correcting ribbon? ; res ee 
2 TEE WITNESS : aes ‘there is se weld, Your Honor, : 
between the f11m and the suk impregnated ribbon at the center. 
oe - You see, this ribbon is a half-inch wide. 7 
THE CouRT: Yes, I understand. ‘But back of the 
printing ribbon is another layer of nylon, is there. not? - 
THE WETNESS + « Yea, there. are to Jayers;. ‘the 


printing ribbon is an nk “Ampregnated, ribbon and a layer of 


rupert ocs, nylon film. 


TE COURT: Yes. My question \ was ~-perhaps it. 
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section and the self-correcting ‘section. eee 
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which is at the middie ease « of the. > printing eapbon 4s: the. ‘same: 


man a) 


: | 


> SEE WITNESS >" That is correct. 


: _- THE COURT : And there a a weld at the top cage” 
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I want to -be sure 5. does te weld extend tine ‘entire width of | 
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_ THE COURT: © They don't claim that: there was.” 


‘ * ". ° J . ote Ms . 


a that <=. 42 they so 


oto. ROBSON: “t didn't get. 


“Mr. ‘Seidel, you were’ the attorney that filed this 


‘ Be 4 Ne Toe 


‘pretrial ‘conference? = 


“ep: +2 and he’ is ight here a 


- 
if 


[the appiicati 


Deets 


| for patent in suit? ac 


eee) es = " As I said, t wrote the patent application. 
Sconda ane. I worked on the prosecution of it. a te 


eS 


: (a Wiss ‘: I'd like to refer to page 27 of. the file wrapper, 


ees ie eee eee ated Se cree en 
ee 23: have ‘extra. ce copies. Ehtecacts 


| = 

} " ‘ 
ne ale , 
“le i - . * 

pe ° 

1 ty id 5 

' - 


‘oes eon your signature and ¢ ¢ you af ‘the a 


as "Claim 6 has been added Decause 1 


Lia Rea 4 . ; ; van : , ‘| eon aes ‘ Fi vig 
Speen, as’ indicated = ‘the’ ‘specification (easet 


ee 2h ne 


oe 


fo3. = —S See ayion = 


Shes 


_.filn, and \ which my ‘perforn satisfactorily. tn 


‘present ‘tnvention." 


ra Lon Seat 


quoges from page 27 uses the words MAY» may be. fused, and 
which may perform satisfactortiy. oe ae eae 3 Q 


I don't know: of every material in “she world and - 


“fusion is _nylon to nylon: ee 5 2 . ; 


BS don't: think- you are » answering the 


= 


“Yes soees 
as uaa ars 


ze 2: By MR. HALL: 


of the second paragraph of page a and tell: Us what. materials. 


loeb 


‘are | listed there other than myo? ek 


ied 


gee Mel, at ‘calls for. # flexible, pliable and 1 apsor= 


ent material, which includes a alerge number: of ae 


and it gives specific examples: ‘such as a woven strip of 


tee soe . 


“These: 


cotton, silk, ‘and then: st lists nylon. 


of. r flexible, , pliable and absorbent material. 


been added because there are materials as indicated tin the 


specification other ‘than nylon, you were > undoubtedly 2 referr 


to cotton. and ‘silk, eens ‘you? | 


A “oh, NO, NO. rout can't melt Soccer ang you can't— =f 


mee | . » 1 ates eee 
ee DO eB ES ae PU Ore | te eae 
» jes Rise * . 


: 


' meit silk. Now if you talk Geese fust i Sere aa e x : Se : 


ths 
. 


CARP DL 
7 


god = “THE COURT: SES a moment. Please confine yourse: bas 


to sneer aos questions. You are a. witness, not counsel. 


THE WITNESS = ‘Yes, sire Pee 


Sh 


Nos = was. not referring to, = ‘cotton or > silk ae 


by the thrust. of your: ‘question | you mean meting the wo. 


together S ee 7 = ee ‘es : << 
io court: waa you ‘read ‘the ‘question, please? 


— (the Reporter, read. the last aa ie 


: TR WITNESS: “The. answer a 


DEAT a tie bd 
BAGSTER Kah 53 


3) 


ea ee 


ii 


; 
£ 


Coon 


oT 


ET | 


aa 


‘ 


are 


a 


tthe — sentence of the. se 


the ribbon 10 of the present invention, this’ 
edges l4a of the impervious strip 14 are hone 
“to be fused to the adues 12a of the absorbent 
: strip 12, if ene absorbent strip 12 is made of 
oo material, the. edges 12a of the 


absorbent strip 12 may be fused to. the edges dha 


= of. the impervious. strip: 14." oe ee 
aa “Now did you write that ‘sentence? ce 
= “Yes, sir, I te 


—# 


material ‘the ettuation is a: ‘little different. Now what ‘could 


oe 


the: absorbent strip be made of other, ‘than a fusible material 


and still. work? SS = a | — 


In the present clains ‘the. case as. originally ‘filed | 


intended to cover a much ‘proader area . than the present a 


a wf 


.* 


thank you are answering ‘the 


oo 


_auestion « 


<4 New © hw 
ey, “dye 


i wrness: “Would: you mind ‘rereading ‘the question 


* 
ea ‘ Sree Son's 
re ‘ae Ve 4 


oe T m: SOFTYs: Your Honor: 


‘my. ¢ross-examination. = 


2 
Care an 


4 Brae pet 
4 

oes E will @ 

eae 


‘ 


u Very well. : 


No further cross-examination. | 


: THE COURT: No redirect? = ae 
as : MR. ROBSON: | No redirect, Your. Honor. | 
= THE COURT: Very well, you may. step down. 
. ae = = : — | : = 
ae om. —— r will have to call that one witness: 
who = to testify to two answers just to show the chair] = 
? of title, and that is es — = . 8 — | 


because. you said you had only. one oo witness. 


Spe “How long “ld the defendant tale? a not. ‘srying | 
: to = yous = am just ‘trying to get an eee tee 

oe SSS er Sars “TE hopé T can finish someting tomorow = 
‘ We wilt = it down: fust « as “short: as) we: cans 


ot, 


ages = - THE COURT: ‘Then I want you gentlemen to de ready: 


wee 


nts. as. ‘soon as both ‘sides: rest, 


3 to. make: ‘your. summing = argume 


an 


red 


3 sr = 
oes 
ye 


5 nod 
Ge ce at eat 
Dimes 


sated 
oe 


beh St tate 
wR 


apprise you because in many districts they do things different} 


~ "MR. ROBSON: I am glad you told me that. 


. = ‘, - rs 


it is a good procedure. It is not used in the Southern...” 


District, although I think it is a wonderful procedure. a 
will save my digestion for several days. = : : : : = si | 
"SME couRT: “I think i¢ eliminates one of 
ee 
(Ab 4:00 pam. trial: stood tn recess 


convene 10:00.a.m 


>? 


. 
« 
r) ~- 
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EOEETED STATES DISTRICT COURT 


FOR THE DISTRICT OF COLUMBIA 


FILMON PROCESS CORP., ) 
Plaintiff, 
Ve 3 cava Action 1514-63 
SPELLRIGHT CORP., ee 
WILLIAM H. WOLOWITZ, =) 
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| | | Washington, D. C.. 
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oe | The above cause came ‘on for further trial before 
THE HONORABLE ALEXANDER HOLTZOF®, United States District © 
Judge, at 10:00 a.m. 3 3 
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12- Letter of Dec. 18, 1962 ¢ from Mr. 586 
eee, to Mr. Wolowitz Pe en Ne 


. 
bn 


L 
: 


PROCE EDINGS 


See SSS Sse 


> THE COURT: You may menyeine Mr. Robson. 
MR. ROBSON: May I cail ae Gonda. 
EDWARD C. ONDA 
called as a witness oy Plaintiff, having been duty sworn, was 
examined and testified as foilows: 
DIRECT EXAMINATION 


BY MR. ROBSON: 


Q What is your fuil name? 
A Edward C. Gonda 


Q Are you an attorney adnitted to practice in = 


State of Pennsylvania, Mr. Gonda?. = 


A Yes; | Rese aoe = 
aoe and ae you practice patent lew in Se ee a 
Mr. ‘Setde2 who testified here. yesterday? 
A’ “Yes- ee Seer = oe 
Q fe “And have: you been associated with Mr. Seidel in the 
PETES of. the ‘action in suit here today? 
A Ye ae eS = : 
3 SQnaes in connection with the prosecution of that suit aid = 
you receive from Mr. Seidel at ; any time a ribbon and a box 
in which that ribbon was contained? oe 
oe = When was ‘that? = 


~ Pvt 
BERT Sa WE 


A. ‘The early part of July 1963. 
) Q And was that a box which had been obtained from -- 
: withdraw that. 
> _ What did you do with the box and with the ribbon 
oe when you received it? 
¥ . OA I kept it until March of 196+. 

Q And where did you keep it? 
3 5 ree SE kept it in the lower righthand drawer of my desk. 
, Q And what happened to that 2 Set aid you do with. it 


in March 19642 — ate 

arenes produced it at the deposition of Mr. Wolowitz, 
handed it to the court reporter and had it marked as an 
exhibit; the box and the ribbon were separately marked. 

Qo AG the time you handed it to the court reporter di 

“you piace any marking on it in your handwriting? | 

A I placed white tage on the halves of the ribbon. 
The box I did not put any marking of my own handwriting at 


the time < bended 1% to the court reporter. Subsequent to 


) = : 2 : merking Py. the court reporter there was 2 mark on the box. 
4 Q- a ee do you mow what mark you put on the label on 
) | = es the ribbon, the tag on the ribbon? 

Sos | A ‘No. 3. | | 


ie as And io you tee what mark was S placed on the box by ne 


IONS * 
ane 


attention to the penciled notation on 20 P-14, and to the tag 


the court reporter? 


A 14, I believe. 

Q I show you what have peen marked here as Exhibits 
10 and 11, 10 being a box and il a r? tbbon, and I cali your 
with the penciled notation on 11 P-13, and I ask you whether 


those notations were placed on -- 


THE COURT: What are you showing to the witness? 
MR. ROBSON: Exhibits 10 and 11, Your Honor, the 


box and the ribbon. | 
THE COURT: Plaintiffs exhibits? 
MR. ROBSON: Piaintiff's — 
BY MR. ROBSON: : 
Q- "Were those notations oe those articles at 
the time of the orate of Mr. Wolowitz in March 196%? | 
Aoee Yes. | oe & 3 


Q And were those articles then delivered to the court} - 


ere : 
A Yes. ; 3 
Q For filing with the Court Clerk? 
No gen : a = — Res, 
Q And when did you next see those articles? 
A . retrieved then the first day o of trial. ae 


eee 
a ce an 
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Q From the Court Clerk? 
A ‘Yes. 
Q And did you then deliver them to me? 
A Yes. 
MR. ROBSON: No further questions, if Your Honor 
please. ) 


THE COURT: In order not to consume time unnecessa 
ily, of course you have 2 right to offer this evidence to | 
show continuity of possession, but this is the ribbon mich: 
you contend was purchased. from Abraham & Strauss. 

NR. ROBSON: _Yes, sir. 

THE COURT: Very well. There is no proof here 
that Abraham & Strauss got it directly or indirectly from the 
defendant. They might have gotten it from somebody else, 
from some other manufacturer. 

MR. ROBSON: That is Scones ee the proof does 
Se Cantian thet A&S dic have it for sale, that the defendant. 
did sell to A&S -- oe : 

_ THE COURT: Brn ee that you establish con- 
tinuity of possession from Abraham & Strauss down to this 
courtroom for Pleintiff's Exhibits 10 and 11. ‘There is still 
a2 big gape There has been <5 proof here that Abraham & 


Strauss purchased this article from the defendant, either 


" : | 


| = 
{ 


directly or indirectly. In other words, there is no proof 
: | 
that Plaintiff's 10 and il were manufactured by the def aden’ 
| 


and unless you prove that, it seems to me it just a weste of 


time to show continuity of possession. 
| 


MR. ROBSON: I agree with Your Honor and it would 


be my position that that proof is established circumstantiail 
by two facts: One, that the box is in all respects identical 
with the other boxes manufactured by the Gefendent and that 


the ribbon is; and number two, the exhibit which was intro- 


duced yesterday, Exhibit 18, which the witness Estelle Jacobs 
testified contained a list of stores to which poe were 
shipped, includes A&S as one of the stores ren received 
Spellright ribbons. 7 an 


i 
~ | 
Sal 


“THE COURT: Was this Exhibit) 18 produced from the 


defendants! custody? - 
MR. ROBSON: Yes, sir, it was Srerded to" us DY 
Counset os the detendant- 


THE COURT: Very well. Proceed in your ow way. 


ms MR. HALL: I will be very brief 

: ieee CROSS-EKAMINATION. 
) : | 2 are. HALL: = eee Be 
cos — Gonaa, shortly after this s : uit was filed Mr. 


Seidel wrote ‘letters to some of the storesasking that they 


“ Nader 


| 
send in additional ribbons to your firm, is that true? 

MR. ROBSON = I object to this as improper cross-—. 
examination. | 

THe COURT: I think that is outside of the scope 
of the direct examination. : 

MR. HALL: TI want 6 show that their firm had a 
whole lot of ribbons around the place. They went on a campai 
to try to ‘get ribbons, So how do they kmow -- 

, | THE COURT: I think we are going a little far 
afield. I will sustain the objection. 
WR. HALL: No further questions. 
TEE COURT: You may step down. 
“MR. ROBSON: At this time, if Your Honor please, 
the plaintiff rests. | 
“<THE COURT: Very well. Mr. Hall. 
MR. BALL: Your Honor, I would like to move to 
dismiss the false marking charge on the ground that they have 
failed’ to make: out 2 prima facie case. Indeed, they have 


proved py their own words that there was no false marking. 


_ THE COURT: Which count 4s your motion directed to 
ne MR. HAIL: Count aE the false marking Sear 
And I also move to dismiss the third cause of 
action relating em the Sse secrets. 


Now as for the false marking charge, the pretrial 


— 


Se ee See apa aan ey aoe mpemeennnnnn w mene 
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order states tneir alleged ease. 
I'm sorry, Your Honor, if I fumble a iittie today, 
| i 


but I went home yesterday evening to get ready for today 
| 
and the fetlow: that is going cosetede ee motion was un- 


prepared and I had to spend 2 iong time with him and I was up 


| 


way late trying to get mesa 
But, at any rate, if you wil A examine the pretrial 
order there is @ grave question wethes the pretrial order 
even states a prima facie case. It does not even say that 
any patented marking was done without the consent of the 
patent owner, which is a requirement of the statute. As you 


recall, the statute specifically Says » wo without consent .of 


the patent owner. | <— Pe - 


Now tT: asked the Reporter to type up for me the 
testimony of Mr. Ploeger with. respect to EEE charge, with 


respect to SLE alleged authorization. Can zr eae these to... 


1 
} 


Yous Some 


‘Now if you witt tOCK at the first sheet thet you 


just | read, that is ‘what he testified to ‘on the first Gay of 


the trial. That was 2 cart blanche authorization to use a 


ES patented with anything that atiegediy involved his an 
vention. So if we accept his testimony ~end I am not a 


Se that ; ultinately we accept tt but aS ay —- for 


eS ayy Sun sgt ha aa Tee 
pay Mata A Tia, BL ean eet et ee vey Geenceen.. imkiee 


ws vee 


the purposes of a motion to dismiss I am bound to accent 
what he had to say, as I understand the law, if you accept 
his testimony on the first day he said, Yes, go ahead, put 


the marking on. 


Then the second day there was 2 highly leading 
question in which opposing counsel apparently is trying to 
close up the loophole left in the first day. But all that 
first question on the second page is, is Mr. Ploeger's 


mental attitude, because if you look at the second question 


on the second page, where counsel asked Mr. Ploeger just what 
he told Mr. Wolowitz, he says, If you use my invention you 


can mark it patented. 


Now just how he can come in then and say this was 
done without his authorization -- as I would understand the . 
law unless he made a reservation at the time he authorized 
the alleged marking, mtess he reserved the right to rescind 
4t, he could not rescind it. That is to say, if I tell some- 
-pody you can’ go ahead and mark my patent number on your 
device and t have no reservation to retreat or retract, then 
3 Gone: think that I have the right to ever retract it becaus 
| the man ae his literature, he is tooled up: and he is goi 
| | ‘THE COURT: This is all part of the same conversa- 


tions this aes ‘a , later retraction. 


MR. HALL: That is right; put I mean there would 
be no room for retraction. | : 

There was some suggestion later on that after the 
September ee they asked him did He authorize it in 
September and he said no, he didn't authorize it in Sevtembe 


but he didn't say he retracted EE Dr tor authorization. 


THE COURT: Tf eae that what the nisintiff's 
position is; so i inter from this testimony, thet they did 
give permission to use those words on erticies manufactured 
by the defendant provided they came from the piaintift, but 
that they didn't authorize the defendant to use those words 
on infringing articies. I presume that ts the vosition. 


mR. HALL: well, that is their position but that 


is not what ee say. cartes a 


“THE COURT: Well, you know, I think the testimony, 


you are quite right, is SELES ESSE but as a practical SSeS 
Siok grant your motion you would not have the benefit of 
Mr. Kaufman's ‘testimony and the ‘testimony of Mrs. Jacobs 


because they were offered out of order as part of your case 


and the motion. you are now making is as or the close of the 
plaintiff's case. 
. HALL: ‘That is right. 


ons ‘THE COURT: Now as I Say2 af I ‘grant your motion 


=e this ‘time e you will not have the, ‘benerit of the testimony 


| of those two witnesses. 


It seems to me that the way this case has developed 
-- after all, a motion at the close of the plaintiff's case 
in a non-jury trial is; to some extent, addressed to the 
discretion of the Court in that even if the motion is 
technically well Pounded the Court has 2 right to vrefer to 
take the entire secs and reserve the matter until the 
end of the CaS@e : 
I think 46 would be in the interest of justice 
as well as in the interest of sound and efficient judicial | 
administration for me nov to pass upon the motion at this time 
so that x would nae the benefit of the entire testimony. 
MR. HAIL: Now may I make -- 
THE COURT: So, I am inclined to deny 1% without 
prejudice. : 
7 MR. HALL: May I make my motion with respect to 
their third cause of action? = 
: ONE COURT: Yes, surely. 
OR. HAIL: And you” can act epee 4t or not, as you 
please. ae course you will. 
ae In the first place, there ts a serious question 
of title in connection with that cause of action. as clain | 


that Mire Ploeser, are said sonething about Mr. Wolowitz: to | 


ae 


: Lyk 


hold something in confidence. Then Bee they clain that . 
Spelirighnt used this. But Mp. Ploeger is not the vlaintif?. 
He alleges that he assigned this thing to the Edgecraft 
Company and that a patent issued to the Edgecrafts Company. 


Indeed, the patent to the Edgecraft Comeny issued in April 


of 1966, before the riobon was attenctty EncEaset from 


Abraham & Strauss. So, presumably at the time of the 


alleged infraction Edgecreft Company owned the right. 


Halli? 


MR. HAIL: Well, the plaintiff in this case is the 


Filmon Process Corp. I maintain shat they have not shown 


that Filmon Process Corp. has 2 right to maintein 2 suit on 


this: ois RNS, Ee : | 


TE COURT: ‘The trade ‘secret. 
a 


MR. HALL: “The trade secret, even if they do have 
2 good cause of action otherises because Filmon does not hav 


title. And that isa legal natter- ae 


Mr. Ploeger claims to have conceived the trade 


secret “and. bound Mr. Wolowitz by a “contract or some kind. ie 


eas ‘COURT: “When wes the Filmon eS a 


if you ' wil refresh my recollection? 3 : 


Bodie Sy # 
ie ‘ 
abut. ete ie 


oe 


- THE COURT: Just what is your point about that, Mr. 


Re ‘BALL: He sald at wes s oreantzed 3 in 21962, but 


ones 
a 


cause of ETS. that pees accrued in his behalf. So, therefo 
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there was no assignment to it in 1962. The assignment to it 
is at some indefinite future date. It could have been the 
day before yesterday, for all the record shows. ea is 
no showing that at the time of the alleged taPraceton the 
Filmon Process Corp. owned the trade secret right, and the 
Supreme Court has held in an exact similar situation -- in 
fact, I have got the citation here put I can't find it due 
to my confusion last night, but I can find it in a few 
minutes but I don't have it right at the tip of my fingers, 


put the Supreme Court has held the assignment of a patent 


does not carry with it, uniess expressly stated in the assign- 
ment, any infractions or infringements or causes of action 
that accrued prior to the assignment. 

In other words, if I assign you my patent, that 
doesn n coerrnitn it any cause of action I had prior to © 
the tine assigned 1t miles I expressly So state in the 
See eee = mS eee : a 

| So, chere! is nothing in this record that says 
that Mr. Ploeger; dre expressly told the Filmon Process Corp. 


ee ee or in writing, that he was assigning to them a 


the Filmon Process Corp. does ane have title to that trade 


secret. Bete 
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THE COURT: I suppose it all desends upon the 


organization minutes of the Filmon Corp. 

I think there is 2 great dei of merit in your 
point, but I would rather decide the case on the merits, Mr. 
Hall. : 

<i am going to deny the aoa without prejudice. 

MR. HALL: Mr. Geiger, would you take the witness 


stand. 


MR. ROBSON: If Your Honor please, could I just 


| | 

point one fact out to tae Court. The patent apolication for 

the trade-mark secret was filed on April 16th, I believe it 

was, 1962, by Walter Ploeger, Jr., asstgnor to -- 

THE COURT: trade-mark application for a trade 

secret? = z | | 
So MR ROBSON: No, the Spatent epplication on the 


process whieh was the oe of tee trade-mark secret we 


allege. 
ae TE COURT: ‘You gon'é | mean trade-mark ae 
aR. ‘ROBSON: The trade. secret. “That HEPES cere 
was filed in April 1962 and at that tine Walter Ploeger wes 
the taventor and Fiimon Process corp. Was the patentee. . 
| : TE ‘COURT: “That application is nos before the = 


cme is nae | 
! 
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eee ee 


MR. ROBSON: No, sir, it is not, but I don't imew 


where Mr. Hall got the information that Filimon Gid not om the; 
trade-mark secret at the time tnat it was infringed. | 
CES COURT: Weil, we will proceed. 
JOSEPH A. GEIGER 
called as a witness by Defendants, having been duly sworn, was 
examined and testified 2s follows: 
| DIRECT EXAMINATION 


BY MR. HAIL: 


~Q "Would you’ state your name and age? 
Ae My name is Joseph Anthony Geiger, G-e-i-g-e-r. 


MR. HALL:. Your Honor, I am going to offer this 
witness as an expert translator to translate the German 
patent and I will state his qualifications with a leading 
question such as you suggested. 
‘THE COURT: Perhaps we can shorten this. Perhaps 
the other ‘Side will stipulate that the translation is accurate. 


wR. ROBSON: Unfortunately, there are about three 


or four crucial words about which there is some difference. 


Other than those, we will concede the translation. 
- MR. HALL: Well, he says they are crucial words. 
They have refused in the past to accept our translation. 


HE COURT: Of course the German patent ts not in 


my 


| ae | 
. | 

evidence yet. May I make this suggestion to shorten matters: 
Suppose you offer it in evidence at this time and we will | 
| 


have Mr. Robson state which words he quest tons the translation 


of. ; | 
MR. HALL: I cas a certifies copy of the : 
German patent and I ask that it be marked Defendants* Exhibit | 
; 8 for identification and I offer it in evidence. 
THE COURT: Let it be admitted. | 
: (Copy of German Patent 966,27% 


marked Defendant ts' Exhidit No. 8 
eS cand received in evidence.) 

THES couRr: AS translation is attached to it, is 
it note 
wR. HATE: ao r. haven't offered the translation 
yet, but I wills, coe ae | 

of have here our proposed translation, witn 2a ete 
of the arawings attached, and I ask that it be marked 
Defendants Exhibit 2 for identification and z "offer 4t in 
evidence. | . i: | 

TE count: Let at be oo. 

| = _(rransiat ton of German Patent 
= : 966,278 marked Defendants : Exhibi 


‘No- 98 and: | received in-ev sdence.) 


ere Mant cert Us ke 
se hed teneeees be : 
i 
: 


beck 


| THE COURT: Now just what words do PO 
| Mr. Robson? | 

MR. ROBSON: . ee the first vage of the translation, 
the fourth line from the bottom, the second word from the 
left is “ponding” in the translation. 

THE COURT: What word? 

MR. ROBSON: ‘The word "bonding", the second word 
from the left on the fourth line from the botton. 

THE COURT: “Bonding”? 

“oR. ROBSON : Yes. We contend that that word shoul 


be pasting or gluing. _ 


| THE COURT: Nou what ese? 
mR. ROBSON: On the second page ct the. translation, | 
the sixth line from the bottom and the second EES from the 
Bo rae the word “ponding” should be pasting or See: 
THE COURT: On the second page --— 
- MR. ROBSON: Second’ line from the bottom, it's the 
second word again from the end, from the left on the second 
dines Also, on the ‘sixth tine from the ocr on that page, 
rafth ‘word from the right. 7 i 
eae THE couRT: I see eit. And the same thing in the 
| eee TCR ee Th vieuhitints 


MR. ROBSON: ‘The same thing 1s true severe other | 


| 480 
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places. On the second line -- | 
| 


» | 


) THE COURT: Anyway, wherever the word bonding 
9 occurs you think it ought to be ore or gluing? 
> MR. ROBSON: Yes. ! 
: THE COURT: Very well. . | 
Fi: | 
, Saree MR. ROBSON: Now there are two or vhree other words + 
: On page three the paragraph nunbered 1 says, "The 
” | thermoplastic film is melted. into.” We contend that the 
Be word “into” should be “onto.” . “| 
| ma THE COURT: _ Onto? 
: : wR. ROBSON: Yes, sir. 
) | In fone second full sentence iin the ' paragraph num— 
bered 2 appears the word "welded. “3 says 2 "the three are 
See firmly welded." We contend that that should be “melted.* 
aE. believe. that is ite —< es 
Ee : ; = THE COURT: Mee Ball, are you wil sing to accept 
: Sng those corrections? - : S Pee te Se 
> ee | | = = —. THE count: 2 SY wel, you may proceed. 
| : BY) WR HALL: 25. RS = ce S nee : 
aes Qe Nee Geiger, I will state your - qualifications a 
Fs NS ask you, ae these are correct: “You were ‘born in Aust ria, 2 
is | German speaking 2 area of Austeta; your: native > tone is — 


=a 
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A Yes. 
Q You went to highschooi and college in Austria; 


you received the degree of Bachelor of Sefience in Mechanical 


Engineering? 
|. Sia Yes. 


Q _ All going to school in schools where the native 
vongue was German? | 

ae yes! 

Qi2 And ores ce Soret 13 years in Europe as 2 
research engineer; four of these years being with textile 
machinery, and during that time you were still dealing with 
the German eee the PERS that you were in was done 
in German? - 

A — of this is correct, part of it is not. Out 
of the 13 years of engineering experience which I have, six 
of them are in this country as a research engineer. 

Q “But the rest is in Zurope?_ 

A. - The rest is in Europe, partially in French speaking 
country and partially in German speaking es | 

2 = es rere with a textile company 1 was ina. 
business using the German Language? 

A Correct. | 


Q And ‘then you came to the United States. And how | 


Oe OS x Ed 


‘ 


eNO, 


de 


long have you been here? 


4 


A For six years. 

Q And you are working on your doctor's degree? 

A Sao is correct. | : 

Q Now did you take the transiation whi ch is -- tell 


us how you came about toe make this trenslebion. 

A TI have been engaged by Mr. Hal to do some trans- 
lation work for @ patent trial, 2 different patens trial, 
and in between I was handed -- i 


THE COURT: You were Ceaxed how you came to make 


this translation. I presume you made it at somebody's request, 


is that it? : : ; 
|. ‘SHE WEFNESS: That is correct. 
| ~. THE COURT: At whose request? : 
9H WITNESS : - - AG Mr Hall's ‘request I translated 
& copy of this German patent. ees 
TEE COURT: Well, ‘that ts enough: 
2 BY MR. BALL: ees = cS oa 
2Q. : At the time you made this _ transiation aid you kmow 
that any suit or controversy was , involved? aa 
cs A : se “Not with respect to a patent. a ) | 
: Re ae and aia ous inow “what ‘the ‘Assues were ae connectio 


with this « suit at ‘that time? = ex 


—— 
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A Yese 
Q You went to highschool and college in Austria; 


you received the degree of Bachelor of Science in Mechanical 


Engineering? 
| ae he Yes. 
Q All going to school in schools where the native 


tongue was German? 

ae eee 

Q. *s And then se er 13 years in Europe as 2 
ecearcts eneineer four of these years being witn textile 
machinery, and during that ee were still dealing with 
the German language » the business that you were in was done 
in Gores , : : | 

A ‘s Part of this is correct, part of it is not. Out 
of the 13 years of engineering experience which I have, six 
of them are in this country as a research engineer. 

Q “But the rest is in SOS 

A .. The rest is in Ene: pertially in French Sues 
GAL and partially in German sete country... 

8 Your RELESS ESS with a textile ‘company was in a. 
business ‘using the German language? — | 

A : o Correct. : 


s Q> And ‘then you came. to the United sae And how — 


long have you been here? | 


A For six years. 

Q And you are working on your doctor's degree? 

A That is correct. | | 

Q Now did you take the translation which is -- tell 


us how you came about to make this translation. 

A I have been engeged by Mr. Hall to do some trans- 
lation work for a patent trial, a gifferent patens trial, 
and in between I was handed -- ; 


TEE COURT: You were asked how you came to make 


this translation. 2 SSS ES you made 1 at somebody's request, 


is that it? = | | 
_. HE WITNESS: That is correct. 
| ~. THE COURT: At whose request? : 
game WITNESS: - At Mr. Halits request I translated 
a copy ‘of ‘this German patent. vs S i , es 
- || THE COURT: Well, that : ee 
= BA oe | | 
: oS At the ves you made. this translation aid you imow 
that any suit or controversy 3 was smwolvea? 
= A “Not with respect to this patent. = me 
— ; and ata yOu. know “what ‘the Issues were in connectio 


with this” suit at that tame? Oo 


MINE Sere Meike nt a 
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A No; and I did not see the Plceger patent, either. 
THE COURT: You have answered the question. The 
answer is no, and then stop. 
BY MR. HALL: 
Q Had you seen the Ploeger patent at the time you 
made this translation? 


A No, I had not. 


Q Now would you take up these particular words which 


Mr. Robson has refused to agree to in your translation and 


tell us your views with respect to the COECCL translation of 


those words? - . 


=f fhe translation states the “thermoplastic bonding” 


and this is being objected to as should evidently mean 


| thermoplastic pasting or gluing. Now to ali of my knowledge, 


there is no such thing as thermoplastic pasting or thermo- 
plastic gluing because thermoplasticity in itself means 
| netting vy addition of heat. Now -- 

MR. ROBSON: If Your Honor please, I am not sure - 
now whether the witness is testifying -- fi object to this on 
the ground that he is now testifying not as a translator but 
asa - : | ‘ 

THE COURT: He is also an engineer. I will over= 


rule the objection. 


bh 
OQ) 
i 


THE WITNESS: Besides that, the word of bonding 
is generic enough to include pasting or giuing. So, it is not 


that the word bonding can be wrong. The word pasting or 


gluing would mean something different in German. 
BY MR. HALL: © : : 

Q Well, now what -- the Engliah word that orecedes 
the word “bonding” is "thermoplastic. * “What is the German 
word that precedes the word onding" th the original German 
text? oe = | : 

A tread {t and it reads "thermoplastisches ," which 
evidentiy is the same word in root and even in sound. 

Q “From your knowledge what does the word “thermo, * 
what does the part "thermo" of: the word "thermoplastic" mean? 

A... Tt means melated to heat. : 

@ = And what does the "plastic" halt of the word 


"thermoplastite” meant = 
Ra - The "plastic" half means that from 2 Soli d state 
it becomes: a soft state, increasingly soft state. 
: oo “As you heat 162 ae x 
% ac As more. heat is added a) the material. 
—o ‘So, ‘reading 5 oe of the original German, do: you 
have: “any éoubt but what the words that you a transiated | 
being "themopiastic ronting” refer coe 2 = eating of the S 


as : a ny. ieee ka 
“Jase Seg eg ate RY 5 
get ae ep net 


DN ee 


tte - » bh Be Se ( PA eo, 
ee 
a > ; 

. ; 


255 


ae ee ee er ws 


‘material to soften it so it would stick to the other material? 


A That is exactly the meaning of these words. 
Q : Now go on to the objection that they make to your 


translation on page 3, where you use the word “into.” You 
transiated it, "The thermoplastic film is melted into the 


$3 


borders of the -ink-carrying tissue, and they want you to say 
that “The aerate oS fiim 4s melted onto the borders of 
the ink-carrying “tissue.” 

Would you tell us, Mr. Geiger, whether the correct 
transietion is "into" or “onto”? 

eos cannot see any difference because if you melt 
something onto a eee Dey it goes into. 

Q ‘Wei, but relying on your German -- 

aR. ROBSON: I object to that answer and move to 
have epee as not eres | 
; THE COURT: Objection overruled. This is not a 
gury trial, this is a non-jury trial. | 
BY WR. HALL: : 

Qe Could you tell us =e reading the original German 
whether this. eee to an engineer, that it is melted into. 
the borders or whether st is melted onto the borders? 

_A he German word literelly translated means melting 


~s 


THE COURT: The literal translation is what? 
THE WITNESS: Melting down, malting down of 2 
| 
thermoplastic film onto or into the borders of the ink- 


carrying tissue. 


nn ne re ie ne ee 


BY MR. HALL: 
Q Well, the next part of your translation which they 


challenge is the word "welde@” in paragraph 2. Now have you 


had any experience as a translator in connection with welding? 
. = 


A Oh, yes. 


o> And’ you were a translator in a 


2 patent infringement 


suit before Judge Austin in Catcago, were ie 


\ 
| 
! 


A ‘Yes, I was. 

Q : And Suage SIE accepted your translation as 
against the opponent 's trensiation? 

sh 5 That is correct. aS ie 

= mae if Your Honor please ie 


THE ‘COURT: Welly it SHEE Ee 


& — “ana that was a case ‘Anvolving welds? canis 
‘That is correct. = — 


— - Would you tell us whether your trensiation which 


oe ted. oS ‘the use of the word "welded is 2 correct TESS 


nation? 


A: “J maintain the ‘transiation as being correctly 


ae 
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translated welding. It might also be fusing, which is 
equivalent. 
THE COURT: What does Mr. Robson contend should be 
the translation of that word? 
MR. HALL: I think he says it should be melted, as 
I remember what he said. 
THE COURT: What did you contend that should be? 
MR. ROBSON: [I believe I said melt. We wouid aiso 
accept fusing. 3 aX 
THE couRT: You contend the word shoulcg be melting 
instead of welding. ; . 
MR. ROBSON:. Yes, sir, and we would also accept 
fusing. : : 
THE COURT: Well, there isn't much difference, 
then, is there? _ 7 = | 
MR. HATL: They say ee is no difference. 


_ . THE COURT: Are you willing to accept fusing, Mr. 


MR. HALL: I would prefer to ask Mr. Geiger; he 

‘knows the German better than I aS : : 
Re is THE WITNESS: ‘The definition of welding is ee 

by local fusion, Your Honor. : Bee: ; 
gue court: Well, I suppose fusing is a more 


” 


_ Aan ir “ ate a vA 
Ne rune PCB 
40. vente x ms pA 
Snr uated era. Ny ay 
SA Ree oe aa 


ae 


— 


=8e 


| 
generic term than either melting or welding, is it not? 


MR. ROBSON: Yes, sir; I believe fusing involves 


ne ee 


the heating of 2a thermoviastic -- 


THE COURT: I say fusing is @ more generic term 


than either meiting or welding. : 


MR. ROBSON: Yes, sir. | 
| MR. HAIL: You may cross-examine. 

’ MR. ROBSON: I'm sorry, a <r have the witness’ 

name again? BAS | 

ER COURT: Geiger. 

CROSS ~EXAMINATION : 
ay MR. ROBSON: 
@ at Mr. Geiger, IZ. don't relly believe we are that far 
epee but. let's see- ; 


You have translated as "thermoplastic bonding” or 


“ponding” the mae *verideben,” is that correct? . 
A = That is correct. 


ee: = it ‘not true that. the word So S primary 
| 
A MS. Tt: have to disagree. That is the word Kleben. 


usage is pasting or gluing? 


When you write — Verkieben Lt. means _atfferent things. 
cS May r read 0 you. from 2 . German SEES are 
you familiar with | Cassel2's - = - the New Cassell's German 


ey 

Sista aria 
Pity 
| 


4 . a beet nat 


> 2) 


fine. 


Se ae 
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Dictionary? 
A Yes, I am. 
Q . May I read to you the definition contained in that 


dictionary of Verkleben and ask your if you disagree with it: 
"“Verkleben - Plaster up, glue, lute, cement, 
paste over, gum up, stick together; apply 2 plaster.” 
_ Do you agree with that definition? 
A That mey perfectly be correct. 
THE COURT: What was your answer? 
THE WITNESS: That may be correct. 
BY MR. ROBSON: : | 
Q Let me ask you --and possibly this will solve the 
Drone I am not sure we are really in dispute-- as an 
engineer can you tell me whether it is not correct that among 
the various methods of gluing substances or pasting substances 
together is a method called thermoplastic gluing or fusing 
or bonding, in which a thermoplastic substance is melted so 
that it, itself, becomes the adhesive which causes it to stic 
to another substance; is that correct? 
p rrteeanet Grossi t not sure whether. LE have understood your ee 
tion, Counsel. Te you meant that the thermoplastic material 
wes a third material -- ee : 
| Q - Nos 1et me repeat it or let me a kr this way -— 


“it 


we 


1 ~ H 
| : | 

| 
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| THE COURT: Wowld you like to have it read? | 
i MR. ROBSON: No, I think possibly I i petver rephras se 
| my question. : 
BY MR. ROBSON: | 


Q Normally when you giue two substances vogether 


you apply some sort of adhesive between them so that they 


stick, $s that correct? 


‘A Correct. mes ee} 


——s 


Q Now is it not true that hen one of the two sub- 
stances is ai thenmoplsatic the meiting onieortentne of the 
thermoplastic enables you to use the substance itseif to 
accomplish the adhesion so that you gon't need 2 third 


adhesives is that ee 


A ‘That ‘4s Romrect= but you would no longer call it 7 
gluing. oan | 
Qs But is that what you mean by thermoplastic bond sne> 


‘the meit ing of one “substance so ‘that the thermoplastic 


material’ when softened in effect becomes the Sele Or . ‘the. 


adhesive? oe ee = 


~ > .: et 


TE court: ‘In other words, you Bewe no third sub- 


stance to act as ‘the glue, = ‘that ace Seon a 
ae OR. “ROBSON: Yes, sir, = : 


ee Oe zs “ts that what you mean? < gees : 
esa | 

Bee Cais It ay be by melting just one or ‘the two parts or 

= 


~~ 


. a 


See Mean” Se 


a Ry Re on 
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Dictionary? 
A Yes, I am. 
Q |, May I read to you the definition contained in that 


ictionary of Verkleben and ask you if you disagree with 1¢: 
"“YVerkleben - Plaster up, glue, lute, cement, 
paste over, gum up, stick together; apply 2 plaster.” 
_ Do you agree with that definition? 


A That may perfectly be correct. 


are en nr em rn er te ee 


THE COURT: What was your answer? 
THE WITNESS: That may be ere 
BY MR. ROBSON: | 
Q Let me ask you --and possibly this will solve the 
propia: I am not sure we are really in dispute-- as an 
engineer can as tell me whether 1t is not correct that among 
the various methods of gluing substances or pasting substances 
consther tat method calied thermoplastic gluing oe eo 
or bonding, in which a thermoplastic substance is melted so 
that it, itseif, becomes the adhesive which causes it to stic 
to another substence; is that correct? 
A. ng am not sure whether: q have understood your ques- 
. tion; Counsel. If you meant that the thermoplastic material 
was @ third material -- Be 


Qo Nos See me eee it or fee. me ask it this wey -- 


» > 


adhesive? SS a oo 
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THE COURT: Would you like ES have it read? 


oe ne me eee 


MR. ROBSON: No, I think pos ssibiy I ser rephrase 


my question. 
| BY MR. ROBSON: 

Q Normally ae Se two substances together 
you apply some sort of ‘adhesive between them so that they 
stick, is that correct? Sage 

RAS Correct. 

Q Now 1s it not true that when one of the two sub- 
stances is a thermoplastic the meibine Omecnt eine of the 
thermoplastic enables you to use the substance itsei? to 
accomplish the adhesion so that you don't need 2 third 


adhesive, is that correct? RRS ; 


A That is comece but you would n0 longer call it 
: : = 
slning. 2 
Qos But is that what you mean by thermoplastic Se 


the neiting of one “substance So ‘that the thermoplastic 


material: when softened ir: effect becomes the _Slve or ches. 


oe — COURT: Tn other words, you have no third = 


stance to act as the glue, ts ‘that oo 
oe “wR. ROBSON: Yes, sir. = a 
a that what you mean? as 
A oo It E may de oy SES IS one of the two parts or 


| 
1 
i} 


-| 


0, ARDS a ea hah ALA OR GPR 


both. The word thermoplastic bonding does not imply an 


choice between just one or both. It may be both. LEoth varts 
may be melting while they join or one part may be melting 
while they join. 

Q | When both varts are meited and joined isn't the 
a a@ifferent term to describe it? In English the term welding? 

A : The term welding has not until very recently been 
used in other things than metals. The term welding for 
piastics is very recent; and you can open any dictionary you 
find when you want to look up welding, you will find it as 
defining fusion of metals. Som ony wecenti has the tern 
welding come into use in plastics and before that it was just 
simply fusion. ~ | . | 

Q. ° Whether it's. recent or not, 1s tt not a fact that 
the tern iseeene is used to aasenthe a process in which both 
materials are ‘melted into, coche other? é ; 

A > That is correct. 

~Q es Ana is it. not ‘true that ‘there is a icoened word - 
for welding? 

Rie “That is correct £00. Se | 
er that word is Pig is sit not 
7 is. ‘correct. ey | 


The word Sehweisen 4s not used in this patent whic 


x “ 
ee Key Up ayrassieoitnep a nee oy ee MATAv aa " . - Sn Rens 


eo » © 


pa Ae cpa Fe . oy 
. be ee ot i z 
. Soe . Fab ae Nn 


in evidence. The word into is misused. 


of che ‘two materials. — When at melts into, the - materials 


become ‘combined. Perea ee 


~ 


you translated, is it? | 


A - For the reasons I said. | 
Q Whatever the reasons, it is not used, is it? 

A “It is not used. : | 
Q =: -~We are only left with one word and that is the 


word "aut" which you have translated “into” and the word “aut® 
really means “onto,” does it not? 
A. Yess = ; : : 
THE COURT: ‘Just what difference Sos you have in 
mind between into or onto? 
The word | ee of comrse= is oft ten mis-used. For 


instance, I notice that of late years 1auyers have gotten 


into the habit of offering matters into evidence instead of 


But: what difference ao Eu have in ming between 
7 | 
onto and into? oa 


| 


~ MR. ROBSON: When. something ts fused onto, it's 
merely melted and it becomes an. adhesive process whereby one 


surface adheres to the otner without any ‘Inter-reletionship 


J, ~ 


count: You mean it becomes a ‘single material? 


a 


oR ROBSON: Bs decomes a: single 2 me terial. Ang x35 
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i 
| the significant difference, we contend, between our vatent 
and the German patent is that the German patent cid fust that, 


1% melted one material onto the other so that they adhered. 


= 


Our patent welds or fuses both materiais into each other so 
they form a cohesive unit. 


And I believe we are now in generai understanding 


as to the meaning of these terms. 


i. fem. 4 


THE COURT: Very well. Anything further? 
MR. HALL: No further questions. 


, Before Mr. Norton begins to testify I will offer 


We 


in evidence copies of the patents to Stark, 1,953,316; 
) 3 Francis, 2,657,157; Markes, 2,699,244; and attached to all 


this is a copy of the German patent and the translation; and 


Tu Sie a 


I ask this be marked Defendants' Exhibit 10 for identification 

and I offer it in Bene 

es | ie ie mR: ROBSON: Would you repeat those names again? 

eo “UR. HALL: Those are exactly the same references —- 
"WR. ROBSON: Gen Set Seo Pe See 

please? ; : 7 Z 

a MR. HALL: They are the same ones attached — 

MR. ROBSON: ~ don't have toe emes in front of me. 

MR. HALL: Stark, Francis, Markes, and the German 


patente scons 


| 
. : . oh 
| 


(Copies of patents to Stark, Francis, 


Markes, and German patent and transla- 


| 
tion thereof, HEE Defendants! Exhibit 


ee aa 


No. 10 and received in evidence.) 

. “MR. HALL: I will ask that there be marked 
Defendants' Exhibit 11 copies of the patents which were cited 
by the Examiner. -this exhibit does not inciude the Frencis 


patent because ac is already in Defendants" Exhibit 10. Tf 


offer Defendants‘ Exhibit 121 in evidence. 


- (Copies of patent references cited by 


Patent Office marked Defendants! Exnipnget 
ae NOS er ; sce No. 11 and received in? een) 

| THE COURP: Mr. Halli, I notice you ee two differ- 
ae ; ent groups of prior art SS one ‘Exhibit 10 and the other 


Exhibit il, and. Le notice that Exhipit n includes references 


‘ i 


cited oS the Patent Office. 2 ; S | 
. HALL: _‘They ere ‘the references cived Re ‘the : 
eae Patent Office. ae | 5 : : 

é THE COURT: Yes. Now do» zt correctly infer; then, 
that those that ‘comprise Exhipit 10 were not etted Dy the 


Patent office? 


Se aoe One of ‘them 1 was, ‘the remainder was note 


Which < one was? 


OR a a a Fe ees 


—— 


— 


¥ 
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MR. HALL: The Francis patent was cited by the 
Patent Office. 
We are offering the patents of book 11 which were 
ctted by the Patent Office, other than Francis, to show the 
Patent Office didn't make a very good search and didn‘t find 
anything comparable to the patents we ae reliving on. We 
are not mainly relying on those patents for anticipation, 
although we reserve the right to refer to them if need be. 
ROBERT A. NORTON : 
called eae a einace by Defendants, having deen duly SWOMN, W2s 
examined and testified as follows: : 


DIRECT EXAMINATION 


BY MR. HALL: - 
Q Mr. Norton, would you state your name, age, and 
occupation? | | Sy : 
Seah en name is Robert Aimes orton: my age is 71 years; 


and Iam patent aE Cooney: a member of the bar of the Distric 
of Columbia and of New York State. - 
| Qs Would you state your education and exverience and, 
in particular, any education that you had in Germany? 
A _-From 1907 to 1914 my family was living in Germany 
and I went to the German schools there. “ learned to speak 


and read German fluently and I still read German with exactly 


 ——— 


| 


rs 
\O 
O* 


the same facility as English. 


1 
\ 
| 
| 


A few weeks before the Fi inst World War my family 
returned to the United States, and I entered Yate College, 
from which I finally graduated as an organic chemist. fI 


majored in organic chemistry. . 


During the First World War z served for 2 iivtie 
over a year in the Chemicat Wartare Senate and worked in the 
research taboratortes oe aS war gases a and new processes 

for maling then i os ae eooae 

At the end of the war I retumed to Yale Law 
School and obt veined my aoe degree Prom es in 1922. 

Ir ee oe the Patent oft ice @s.an Assistant _ 


Examiner and = handled SES ciass of organic Chemistry. That 


was Class ees which is now spread over 2 number or civistons.| 


After — in the Patent Office I went with, 
successively, to oe of patent attomeys in New York City 
and the cases that I handled with them were ‘primarily Dus ao 


exclusively chenteal.” 


In 1927 I went. to "Pittsburgh and formed the patent 


department of the ‘Selden Company who manufactured TS 
and the ‘substance Phthalic Anhydride, which is a raw material 


for a number of resins. ‘he Selden Coupany was ; purchased by 


‘the aneriean Cyananta Company & and in 1952 i moved down to | E : 


te Mee tN 
Sr Fora st Ni et at aiaetaes 6 wi ee oe 
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New York, in their patent department, and remained there for 
200ut 30 years, being the head of one of the grouns of patent 
attorneys in their department. My group handled, among other 
tires organic chemicals, dye-stuffs, and the like. While 
the American Cyanamid Compant did not themselves produce any 
nylon, they were very much concerned with developing dyes 

and dyeing processes for dyeing nylon, and as 2 result I 
learned a great deal about nylon from the inventors and also, 
of course, from further reading. 

In 1959, Gast Ehret mandatory retirement, I 
resigned from American Cyenamid Company and formed the patent 
department for the Barnes Engineering Company in Stamford, 
Connecticut. Mt the beginning there was not enough work for 
me fulltime so I had about 20 percent of my time devoted to 
private clients. Among Geese private clients was some work 


for the Remington Rand Company and it involved several cases 


on ‘typewriter uo and transfer sheets. such as carbon aes 


. About two years ago the work slacked off at the 


i Barnes patent. department and I suggested that they make my 


assistant the ee of the department because he wes a younger 


man end a kre meant something to hin, and this was done; and — 


Estill do work as. a consultant for Sees Eos neon tae and 


| they give » me. an office ‘there, nost of 1 ay time os for my 


private clients, which includes American Cyanamic. 
| 
And in the iast year I acquired @2 clients and 
prepared a number of cases on processes for making the rew 


materials for one kind of nyion and of course had to study 


| 


i 


Q Did you mention that at one tine you we the 


| Examiner in the Patent Office in charge of ail organic 


chemical cases? 
A That is correct. : 
. 


Have you read the Ploeger a in suit, 3,020,559 


--T have. . zs | = 


" ‘Have you also read its file wrapper? 


eg hs OD 


} 
further into the chemistry of nyion and tts physical properti i 
Yes, I have read the file wrapper 
Q Have you studied the German patent, both in the 


original German and iin the poonsteetone| 
fGen ae 8 have. “ mead. it first in Geman andothen the 
vranstatton- "Since BS handle the two languages with equal 
facility, that 4s my generat precise to read it first in 
the original. | : | 3 | 
Q < i Let's start with the Ploeger patent. If you would 
turn with me to column Xe ‘Line 61, it ss, said: i 
ee . there is shown in the drenines, 2 form 
whieh as presently prefenzed.” | : 


"Wow would you explain to the e Court what is shom | 


oe ow 
SSS 


| 
| 


in the drawings, this form that is presently preferred? 

A The drawings all relate to the same kind of a 
ribbon. Figure 4+ is the one that shows the points that I am 
going to bring out most clearly. 

Figure 4 is a cross-section and shows 2 backing of 
flexible material, which may be nylon and which is numbered 
14, that has been melted down or fused at the two edece of 
the woven ribbon which is shown at 10 and ile. 

fhe drawing shows that the film or sheet 14 has 
softened and melted and flowed in and around some of the 
threads of the woven ribbon and has Surrounded them and, 
therefore, has fused the film 14 to the ribbon. 

THE COURT: Is this a longitudinal or a cross- 
section? 3 | 

THE: WIINESS : Figure 4 is a cross-section through 
the ribbon. : | | 

+ THE COURT: Not a longitudinal section? 

THE WITNESS: No, sn is a cut through, and it is 
aiong the tines 4 of figure 2, and if Your Honor will turn 
to figure 2 you will see that this enone that the section was 
made across ebe ribbon. 

TE COURT: Then figure 4 would be @ very much 


enlarged cross-section, would it not? 


Ya ~*~ Pp 


’ 
ST Se Sees en eh er e-nihdheh s sepeenmnenenneryresapehenttnaetete te 
OL a RS ae ae SN ae mon eee 


west ew 2 a ee 


THE WITNESS: Yes, it is also enlarged. I forgot 
to say that. But it is not a longitudins section as the 
section line shows it is sectioned across the ribbon. 


BY MR. HALL: 


Q Now would you point out where in the patent it says 
the type of material that is used for the ink carrying tissue 


12 of the device of figure 4? 


various materials. I am referring particularly to lines 8 
| 


and 9. It says that the ribbon is woven, @ woven strip of 


A In column 2 it states that the ribbon may be of 
} 


cotton, silk, or nylon. SSE ieee oa | 


Q How oe have poston silk: and mylon been used in 


typewriter: ribbons, to your knowledge? 
3 es Well, cotton and silk have been used for 2 ereat 
ae years, almost since the beginning. 


When aS came in it was at first @ little dif- 


ficult ae make a Sarees out of 3¢ because the ink wouldn't 


Stu but they were able to change the ‘surface so that it 
would. And in later years, starting in ‘the 1940s, nylon 
ee ribbons have been used increasingly because they 
are stronger SnGe they wear ROLLS and, while ae are not 


So as fine as sili, they are » considerably finer than m cotton) 


and give a “good ‘tmpression. Se 
‘So, I would say that nowadays ee ts 2 er 


ke 


comnon material to use for tyvewriter ribbons. Cotton 


an 


silk are still used, but I would say that silk is not used to 


as large an extent because it is considerably more expensive 


edcditional expense. 

Q Would you sey that prior to the filing déte 
this patent cotton, silk and nylon were the three most 
materials used in typewriter ribbons? 

A That is correct. 

Qe Now I would like for you to go down to line 
oe Boe same column where it says: 

*aathough in the stustrated embo@iment of 
the ribbon 10 of the present invention, the edges 
14a of the impervious strip 14 are shown to be 
fused to the edges 12a of the absorbent strip 12, 

te the absorbent strip 12 is made of a fusible 

S et EL the edges 12a of the absorbent strip 12 
| may be fused to the ‘edges l4a of the impervious 
strip Be 

“Now ae ask you which of the three materials, 

silk and nylon, would he be referring to when he said, 


the absorbent strip is made of a fusible material"? 


rt 


oe foo Be could eee be referring to nylon because 


+ 


and is used only when very fine reproduction warrants the - 


26 


cotton,| . 


rk fe 


a 


40.4 > ~ 


=e FF - ; 


“merely destroy them. Nylon, however, can be heated and 


cotton nor silk are thermoplastics. I? you heat them you 


Wh 
3 


softened and then set again on cooling, as is true orf ail 
thermoplastics. 
_So he was referring to nylon in those sencvences 


which you have just read. 


| 
i 


Q- All right. Now let's go back to the first half of 
the sentence before we read the word "se," where it says, 
"Although in the illustrated exbodinent of the ribbon 10 of 
the present invention, the edges ie of the impervious strip. 
i+ are shown to be fused to the edges Va of the absorbent 
strip 1255 just aon to that point. 2 a would the materials 
that he $s referring to there be? : = 7 | 

eo - ‘They could have been cotton and silk. They might 
have been nyion - if the SeSe of eee was SSS Low 


So that the inked ribbon ~-whiich contains some moisture in 


the ink and therefore would absorb: heat more Siowly-- was not 


| fused. Bat Gotton and siik would certainly have been shown 


here because they cannot be fused. 
: THE COURT: What is the meaning of eae word 
"ampervious" as used in that sentence? — 
TE MIINESS: Thet is the ftin backing UE, which 


is a continuous sheet and wach as > tmpervious | to the ink of” 


4S A 


a een of 


——. 


= 
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the ribbon and therefore it can't go back through the sheet. 
THE COURT: I was wondering what it was impervious 
to. 
THE WITNESS: That is what it is. 
BY MR. HALL: 

Q Now in that sentence I read it used the words, and 
I quote, “illustrated embodiment.” What is the illustrated . 
embodiment? : 

A The illustrated embodiment in the drawings, as I 
have stated before, raters in which the impervious film 1s- 
fused and es an into or between some of the threads on 
the edges of the printing ribbon, but the ERebatien tromeotvac 
are not shown as Haine been meited or fused. 

Q Now I would like to ask you -- 

MR. HALL: At this time I would ask the Court to 
take judicial notice of the Rules of Practice of the United 
States Patent Office in patent cases as of the date that 
Mr. Ploeger filed his application. % 

@ - And I: have here a set. of those rules and I wonder 
4f you would first read Rules 81 and -83 to the Court. 


A ok This is eee Rules of Practice that issued in 1955 


and were s therefore, in force when this application was filed. 


é | states: a a 


| 
| 


3 tig ae 


"Drawings Required - The applicant for a 
| 


| 
i 
i 
| 
patent is required by statute to furnish e érawing 
of his invention whenever the nature of the case 
i admits of it. This drawing must de filed with the 
: 
| application. Illustrations facilitating an under- | 
: 
¢ standing of the invention (for example, flow 


| sheets in the case of processes and diagrammati 


. | 
Moe? | views) may also be furnished in the same manner 


| as drawings and may be required by the Office when 
considered ee or desirable.” 


And below this there is a reference to 35 Ge. S- 


RE” bh ite ols 


Code Section 113, Drawings » where the » statutory basis for 
this rule is to be found. e 
_ THE COURT: “zr don't think you have to go into that. 


The Court. ts. familiar with abe fact that Grawings are required 


dig ee cS = ee "WR. HALL: Well, | i Jaow, but eee 
oa oe Soe Ge Be MR. ALL: eae | SS 
Q. 2° You haven't read Rule 83, have soe 


ms 83; which neocons to content of drawings, SES 

= ‘@rawing must show. every feature of the 
een specified in the claims. me When the in- : 
vention consists of ‘an dmproveneat < on an == 


wae machine the > drawing must, when possible, exhipit eres 


nh 4a el en Sona Sele neo 
deste nwa NAT Sota Aone ‘ Me a 


tm one or more views the imoroved portion itseif 
Bescommccted from the old structure, anc also in 
another view, so much only of the old structure as 
Will suffice to show the connection of the inven- 


- tion therewith.” 


invention claimed. 


Now, I am asking you if there is anything in the 


ean of ae -Ploeger Nacernt which shows that both the ribbon 
and the film were melted and welded together? 
: A er, No, there is not. As I have stated before, figure 


% shows that only the edges of the impervious film 14 were 


Q And is that the wey you read this sentence that © 
we ee once before, and I will quote. it again: 
: “= "Arthough in the illustrated embodiment of 

the ripbon 10 of nares 4nvention, the edges 

l4a of the impervious strip 14 are shown to, be 

fused to the edges 12a of the absorbent strip ie, | 

if the absorbent strip “ea is made of a fusible 
material, the edges 12a of ‘the absorbent strip 12 
“aay be fused to ee eages 1 Via of the - Ampervious ae: 


~ 

d| 

, Q Now, I am mainly interested in that passage where 
a : 4t says the drawing must illustrate every feature of the 
7 a 

+ 

(| 

} 

meited, not the threads of the inked ribbon. 

{ 

strip 1. aii 


++... 
———— en Te 


506 


Is that what you rely on to) say that the Grewing 


does not show the embodiment wherein the ribpon itself is 


melted and weided to the fiim in the drawings? 


H 


A Well, that is SIE ESS evidence, but the drawing 


itseif very clearly shows that the threads themselves a@re not 


melted. However, this statement strengthens the fact that 


the drawings show the preferred form in which only the 


impervious strip 4s melted. This sentence appears to describe 


@ possible alternative, but that alternative is not 


illustrated in the drawings. 


THE COURT: Does figure ¥ show that the two strips 


are welded together? 


THE WITNESS: I would say that the term welded 


might be a little bit inappropriate because that means that 


both things have been melted together. 


Here in the Crewing =e very 
Se the material of strip 14 hes been 


ft would think a ‘terminology 


clearly shows that 


meited. 


of fusing or bonding 


would be a more suitable term because it is my understanding 


that welding means thas poth materials must pave deen 


melted and SES is definitely not the 


BY IR. HAIL: 


ease tin figure 4+. 


Qe ts ‘there anything in ‘the patent, in : the Plosser_ 


7 
=| 


: 


patent, which says that both materials are raised to the 
melting ee at the time of fusion? 
No, I don't find that, because in the sentence 
which you read a moment ago on colum 2, lines 26 to 32, 
it refers to the film strip itself being melted onto th 
edge of the absorbent strip. There is no definite Spe teaent 
that both are melted at the same time. 
THE COURT: I observe that the term used in the 
specification @ndthe claims is fused, rather than welded. 
WR. HAIL: That is right. 
DHE COURT: ‘Which is a more generic term. 
MR. HALL: Probably. And that is just what I was 
coming to, Your Honor. | 
By MR. HATE: 

QoL would like for you, Mer. NOuorey to turn to page 
oT of the file wrapper of the Ploeger. application. Would 
you read the ‘remarks of the avcorney2 . 

A “These are the remarks in a supplemental amendment 
which added what is now claim 2 of the patent, and the 
remarks read as foliows: 

"Claim 15 has been added because there are 


materials, as indicated in the specification (first 


—_o* — 
Qe 


Se sentence of pecona 1 paraareph of page 2 other than 


= A 


nylon which may be fused to the impervious nylon 


8) 

ct 
ty 
Q 


film, and which may perform sat tote etorily in 


present invention. 


*Aecordingly, See and allowance 
of each of the claims now present in the subject 
application is respectfully soli lette 
Q Now would you Look back to the first sentence of 
paragraph 4: of the specification end tel: us whet material 
he was talking about when he said that there were meterials 


other than nylon which may be fused to the impervious nylon 


film? . 
aR That reads, "A woven. strip of cotton, siik or 
nylon," and ‘those are the materials which appear to be 


referred to on page 27. .That is the same lansueze that was. 
read from the patent but, of couse. in the printed patent 


it occurs at a aitferent ine. ! 
= 


-@ - Well, = asked you what. - “- you see, the attorney | 


‘ said that there were materials other chan DEO referred to 


in the specification and which may pertom satisfactorily, 


‘and I was asking you shat were. those materials other than ~ 


nylon. ae cre ee RRS, Se SS 
Wrciees sits ts 


Sat Us aE peg your pendon._ = misunderstood you. 


“There are no materials 3 other than nylon described 
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on page 4+ which could be fused onto the impervious material 
pecause the other two materials, cotton and silk, cannct be 


meited on, they are not fusible. 


Q ' But the nylon can be meited into the cotton and 
silk? 

A That is correct. 

Q And so that is what he is referring to when he says 


ens remarks that there are other materiais which may 
perform satisfactorily in the present invention? 
Y A Sk foo 
MR. ROBSON: Af Your Honor please, I object to the 
witness testifying a commen tne attorney referred to. He 
may indicate whet his opinion is but I doubt that he kmows 
what the attorney was referring to. 
| THE COURT: The form'of the question is somewhat 
subject to criticism. peeves: I will overruie the objection. 
se : - You may ae | ‘ 
| GHE WITNESS: The sentence is, in a way, a little 
| confusing because it refers to materials other than nylon : 
| which may be fused and then it says and they may perform 
satisfactorily. 4 | = om 
Now there are no other fusible materiais for the: < i 
ribbon deseribed in the Ploeger patent. There are described 


oS 4 12 es Way ‘ 7 PO o> Saran? OF a oe . *e 
» ¥ te gee types ey ‘ <> me Ore N 9s , . 
. ne — + Me Sotggee he RSs lee LP PRE Yt are ne . 
pas nl” of gel “ - ay np he 
. f pet nee oe « a eee 
. - eet ‘ 
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De To) Pe rat . 
ener os 


silk and cotton, which may per +orm satisfactorily, but they 
| 


could not be fused onto the film. | 


UI 
re) 
© 


NI BOOT 


So it is not quite clear chat he is referring to 


them because ey are not fusible. 


| 
THE COURT: Well, we will teke our usual mid- 
- 3 morning recess at this tine. teal 
(Recess. ) 


THE COURT: You may proceed, Mr. Hail. 
BY MR. HALL: — 

Q Mr. Norton, when nyion Se on the market Sid it 
start becoming a substitute for other materials such as cotton 


and silk? 


A . When ‘aylon wes first developed, which was in the 


"30s 5 it came on the market just at about the beginning of 


Win’ os 4? 2° 


the Second World War. It was originally intended to be a 
Substitute for Sie and wool, rether then eee because its 
chemical nature was somewhat similar and it was much more 
expensive than cotton and; therefore, ‘ould not Ss competitive 
particularly in oe cotton ztetds but it was of sees interest 
| to have something that would be better than silk and wool. 

| = THE COURT: Wasnt it amown as first as artificial 
silk? Roe ne Sees eee 


“She artificial silk term was | 


pr me me me ne as me a ee re en et ae rr ne a ne ae 
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originaliy first applied to the viscose rayon, which isa 
celiulose thing, back about the early 1900s. That was rayon. 
THE COURT: That was rayon. 
THE WITNESS: And that was called artificial silk. 
I have never heard nyion called artificial silk, though it 
may have been. | 
BY MR. HALL: 
Q At any rate, prior to nylon, silk was a very 
common substance for such things as womens stockings? 
A Yes. That was the first big use of nylon and it 


was so much better than the siik én the stockings that it soon. 


took over almost ali of the market. 

Q And people began widely researching and experiment- 
ing to apply nylon to as many different uses as possible, is 
that correct? 

A That is correct. The nylon fibers were applied 
to @ great many other materials, such as ropes for boats. 

It is much stronger than any other material. And then further 
research was carried on in making nylon in the form of sheets 
or thicker materials, for blanks for gears that would be 

quiet and in many cases would not require lubrication. 

i They did a great deal of work to try to find a 
wide field of use for nylon. See, 


Q Well, now, would you compare the Ploeger patent with 


the German patent? | 
A I would like to preface this by stating that what 
had been tried before, there were problems in the inked ribbon 
for typewriters and it had also been proposed to have an 
impervious sheet of a different kind of material, the material 
being cellophane, which is similar chemically to cotton, and 
that these were not satisfactory. : 
So, Ploeger and the German patent, inventor of 
the German patent, started out to solve the same problem; that 
is says, to have a typewriter ribbon with a thin, tough 
smpervious fflm back of it, and they both approached the 
solution in the same way. They doth decided that it would be 
best to have the impervious thermoplastic flim fused or 
bonded to the edges only of the typewriter ribbon. 
In other words, the solution of the problems led 
both of them to substantially the same stracture- 
Q Based on the transiation, and particularly Arabic 


| 


No. 1 on page 3, it says: : 
"The thermoplastic fiim is melted into the 
borders of the ink-carrying tissue." 
, “Now can you tell us what 1s meant by the words 
thermoplastic fim? And In a that you need not rely only 
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on Mr. Geiger's translation but you may explain it from the 
original German, if you wish. 

MR. ROBSON: If Your Honor please, I object to that. 
The translation is now in evidence as the -- 

THE COURT: Well, both the German original text 
and the translation are in evidence. RN 

MR. ROBSON: Yes, sir, but apparently what Mr. Hall 


has just suggested to the witness is that the witness may 


. Substitute his own translation if it disagrees with Mr. 


Geiger's. 

THE COURT: The question permits the witness to 
refer to the German original as well as to the translation. 
Now, of course, technically -— well, not technically; but 
actually the English language prevails in the courts of the 
United States, except in New Mexico here you can have 
Spanish. So, I suppose technically the witness must rely on 
the transiation. 

WR. HAEL: All right. 

THE COURT: I wish I could be of help but I don't 
know German. I was wishing that this German patent were 2 
French or Italian patent instead and then maybe I could help 
counsel. 

BY MR- HALL: 

Q@ Would you tell us what-a thermoplastic film is? 


/ 
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A Yes. There are two kinds of synthetic plastics, 
two broad groups: The thermoplastics which can be melted, 
softened, even turned into a viscous liquid 4f you heat then 
enough, and then they set again to a SOLEd when they cool, 
and this can be repeated. This is the characteristic of a 
thermoplastic. | 3 

There are other plastics which, when they are first 
heated, will soften, but then they will set or cure into a 
form in which they cannot again be re-nelted. 

I can bring this out on a homely tllustration. If 
you take wmvulcanized rubber, this is a true thermoplastic. 
You can soften it if you heat it, and tt will set up again 
when it coois. Once you vulcanize it with suifur, which 
creates chemical cross-links between the tong chains of the 


rubber molecules, you then have icrenaformssd it into a material 


which is no longer thermoplastic because, as you know, if you 


heat Vulcanized rubber you can destroy ae and get a bad 
smell, but 1t will not ruse down and set up again. 

That is the big difference between the two classes 
of plastics. The thermoplastics can be reheated and re- 
=< indefinitely and =~ es x 

- SHE COURT: What 1s the nano of the other class? 

THE WITNESS: They usually refer to then as 


! 
) 
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thermosetting or sometimes as curable resins. I prefer 
thermosetting; I think it is a more apt word. 

BY MR. HALL: 

Q Which is nylon, a thermoplastic or a thermosetting? 

A Nylon is ees thermoplastic and it is one of the 
earliest synthetic thermoplastics that were developed. 

Q Is 1t one of the most common thermoplastics? 

A \It. is very common. If you are talking in tonnage, 
there are some other thermoplastics developea Since then 
which are cheaper which may sell in larger tonnage, but nylon 
is soid in very large quantities for a very large number of 
uses 

Q Now you have explained this Arabic No. 1 method 
of the German patent. 

I wonder tf we could now explain the Arabic No. 2 
section, which is on page 3 of the German patent? And I will 
give you some pieces of paper that may be of heip to you in 
showing the Judge what the German inventor is talking about 
in this second paragraph. 

A ‘The first paragraph related to the same kind of 
material as appears in the Ploeger patent and that is shown — 
in figures 1 and 2 of the German patent. 


‘Now figures 3 and 4 show another way of fastening 


-~ 


weld as it occurred in the original German text. Do you have 


term in SS for welding metals. 
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or fusing or bonding the edges. 
If we take these two pieces of paper here and we 


represented the edged fiim by the white sheet and the 


impervious thermoplastic film by the yellow sheet, the German 
stated that another way of fusing or bonding the edges only 
was to place narrow strips of fusibie material on the edges. 
Then all of these fusible materials were heated together 
and formed a single structure at the extreme edges. It is 
a structure that I would consider in English would be most 
aptly called a welded structure. | 
Whereas, the figures 1 and 2 in the Ploeger patent 

is not a true weld, there has been a fusing and bonding of 
the two together but not what I would call a true weld. 

Q Now there was some controversy about the word 


any comments, based on your knowledge of German, as to whether 
or not the word welded is correctly used in this translation? 
A Yes, I have. Opposing counsel referred to a c 
German dictionary and gave a word for welding of metals. In 
German this is known as Versciniessen or Schuriessen. 
Literally this means a swetting together. This is the common 


< When . they = oes s statiar thing with plastics 


. 
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4% is not always the same term used and sometimes it is 
called a melting together, that is, both of the fusible 
materials are melted and they are melted together. And it 
4s this terminology which was used in the German patent. 

This is not an improper term for welding of 
piastics, although it is not the ‘German term for welding of 
metais. They make a distinction. In English we do not make 
@ distinction. 

‘To complete that answer, I would, therefore, say 
that the translation of No. 2 as the three being firmly 
weided together under heat is not an improper English tern. 

g Is there anything said in this German patent, 
either directly or by implication, that the inventor has 
some paste or adhesive in addition to the thermoplastic bond- 
Ang? | 

A There is no statement anywhere in the German 
patent of pasting or gluing, if now we use gluing in its 
normal sense where you add a material between two surfaces. 
There is no such statement, there is no such inference. They 
refer to the thermoplastic fusing but they do not refer to 
applying any glue or paste or other material between the | 
two surfaces. | te | 

Q . What have you to say with respect to the obviousness — 


. 
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or non-obviousness of the use of en as the fabric material 
of the German patent? And I want aoa to give your answer 

as of the early part of 1959, prior to the time that Mr. 
Ploeger filed his application. ) 


MR. ROBSON: If Your Honor please, I object to the 


' 


question on the ground that, as worded, it is an improper 
question. It asks the witness what he has to say, and I 
really don't know what that is asking hin. m 

THE COURT: Well, I will overrule the objection. 
There being no jury here, I think we can be a littie more 
informal. 

MR. ROBSON: My problem 155 I don*t know what the 
question means. - : 

THs COURT: That is up to the witness. If the 
witness understands it, that is sufficient. If he doesn't, 
he can say 50. : 

THE WITNESS: In 1959 anyone reading the German 
‘patent and also being acquainted with some of these other 
patents which woxe publications prior to 1959; would be led 
to use a typical thermopiastic for the impervious fiin. 
Nylon being one of the best mown of such thermoplastics and 
being known to be tough and strong and flexible, would, 
naturally, occur to anyone thinking what thermoptastic should 
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would have made the same answer that I did with respect to 
*59. Back in 1930, I wouldn't. 
Q Let's speak about the Francis patent for the moment. 
MR. HALL: Does Your Honor have a copy of this 
patent? If not, I can give you one. We had a copy attached 
to our trial brief. 
' THE COURT: TI have it here. 
THE WITNESS: Mr. Hall, I find I didn't bring ny 
copy of Francis with me. 
| Thank you. 
BY MR. HALL: 
Q Do you find reference in the Francis patent to 2 
nylon fiim backing -- : 
THE COURT: Which patent are you referring to? 
MR. HALL: The Francis patent. If you are having 
difficulty finding it, I can hand you another copy. 
THE COURT: Z have it here. 
Q De you find, Mr. Norton, reference to a nyion fiin 
backing for a typewriter ribbon in Francis? 
A | Yes, I doe On column 2, in lines 51 and 52, among 


2 number of polymers they refer to condensation products from 


di-basic acids and di~amines — os 
THE COURT: I am afraid I don't follow this. Where 


w 


ee Te GA 


ova 


is that? ie 

THS WITNESS: That is on the second columi of the 
Francis patent, the second colum, and a was reading from 
lines 51 and 52. 

THE COURT: Yes. | 

THES WITNESS = As I said before, and I am reading, 
it was formed from dfi-basic acids and dt-enines {nylon tape). 
This is an accurate chemical definition of one of the most 
common types of nylons which are made from di-amines and 
di-basic acids. They are referred to a condensation products 
because in the formation of the matertal water is given off 
and in such cases the chemist refers to this as a condensation 
product. : 


BY MR. HALL: ; | : 

Q Couid you look at figure 3 of the Frencis patent, 
or figure 4, SG os es 
that figure tiiustretes? : 

A In figure 3 they show an impervious ftim which 1s 
numbered 5, on a fabric, the threads of which are shown, for 
example, at 32. This fabric is impregnated with the typewriter | 


Ink and the whole fabric 1s attached to the impervious 


a ‘Te ts attached all the way 


why 
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Q Now it says in the patent at column 3, line 71, 
‘that there is a "preformed f11m 5." Is that the backing you 
are talking about? 

A That is the impervious film, and this is simply 
saying that it is made before the product is made and not 
at the same time that it is made. It is beforehand. 

Q Is that film further described in the specifica- 
tion in column 2, starting at line 31, where it says, "The 
preformed film may be made of any thermoplastic film-forming 
material such as synthetic resins," and so forth? 

A ‘That is the preformed film which is referred to 
in the third colum and is also the one numbered figure 3; 
as I previously stated. 3 

Further down in the same paragraph on colum 2, 
where they list e number of thermoplastic materials, occurs 
the reference to the condensation products of di-basic acids 
and dt-amines nylon tape, about which I have just testified. 

Q Mr. Norton, you have already testified as to your 


views of the obviousness of using nylon as the ribbon material 


on the German patent. I want to read some testimony that 
Mer. Seidel gave yesterday: 

- "If the fabric was nylon; Your Honor, there 

is virtually no other material that can be welded 
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to nylon other than itself. 
Now if Mr. Seidel's test inony is true and the 
ribbon material was of nylon; what would you expect the 
backing to be in the German patent? , 

A Well, if the fabric were nylon tn the German patent 
and the first method, that is, this Arebic i, where the fiin 
is melted down into or onto the fabric, I would expect that 
£t would produce either a fused edge such as is shown in 
figure 4 of the Ploeger patent, or if the heat was applied 
sufficientiy and for long nore 2t might also fuse the. 
threads of the nylon and in that case I think 1t might proper 
ly be referred to as a weld. : 

—Q Now, Mr. Norton, do you find anything in the 
Ploeger patent about the use of hot knives in the making of 


| 
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the product? : 
A I did not find any such reference in the Ploeger 
patent. Seok 
=< "Does the patent tell how one goes about to fuse 
the film to the ribbon? : ; 


A No, 1t simply refers to them being sealed or fused, 
and it 1s not surprising because these are well known opera- 


Q Is there anything in the Ploeger patent as to the _ 
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type of ink that one would use? 


A No, they simply refer to an absorbent material 


which carries the ink and they simply talk about a ribbon, a . 


printing ribbon. They do not specify the ink. They refer 
to its amount but they do not specify its eaters 
MR. HAIL: I don’t think I have got anything more 
from Mr. Norton, so you may cross-examine. 
CROSS-EXAMINATION 
BY MR. ROBSON: 
g Just for clarification, Mr. Norton; you said that 


the Ploeger patent does not in.any way describe the ink. May 


I call your attention to the first page, line 38 I guess it 
is, and ask you <= 


A You mean colum 1? 


Q Colum 2, I'm sorry, line 38. Does that not define 


an ofl base ink? 

A Yes, you are correct. It does refer to an oil 
vase ink. It does not refer to any particular -— you are 
right. 

g I just wanted to clarify that. It was an over- 
signt, ZI am sure. 

A That is right. r should have mentioned that. I 
missed it. | ; | : | 
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Q Incidentally, Mr. Norton, it is a fact you have 
no interest in the outcome of this case, do you? 
A None Setacare rt re am testifying here, but 
I have no financial interest in the outcome at all. 
Q And if it is necessary to admit something which is 


favorable to the plaintiff, you would not hesitate to do so, 


| 


would you? : 
~A That is correct. 


Se Let's start with the last portion of your testimony .. 


in which you were discussing the reasons why the Ploeger 
invention was obvious in view of the German patent and the 
other patents which were mentioned or offered in evidence. 


First, let me get an understanding of what you were 


saying. Are you saying that the Ploeger patent was obvious 
to you or would have been obvious -- : 
THE COURT: I don't recali that the witness said 

that the Ploeger invention was obvious in view of the German 
patent. I understood him to say that the substitution of 
nyion for silk would have been obvious by 1959, that the 
German patent refers to silk, and fT think the witness testi- 
fied that the substitution of nylon would have been obvious. 
I don't think he referred to the entire Ploeger invention as 
being obvious. Beat Soe | 
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MR. ROBSON: If Your Honor recalis, I objected to 
one <= 
_ THE COURT: I may be in error as to what the 
testimony was. You may straighten it out, if you wish. 
BY MR. ROBSON: 

Q Is it your testimony that the Ploeger patent or 
invention was obvious in view of the German patent and the 
other patents which have been introduced in evidence? 

A I meant that it was obvious to the man of ordinary 
skill in the art and I felt that 1t might properly be s0 
considered. 

g You then consider yourself as ordinarily skilled 
4n the fart of making of printing ribbons, is that correct? 

A Not of making them, but of using then. 

Q In the art of using them. 

| Do you have any experience or information whatso- 
ever with respect to the manufacture of printing ribbons? 

A Only what I have read and have been told in 
preparing patent applications dealing with ribbons and dealing 
with other things in connection therewith. 

I, myself, have never with my own hands made a 
ribbon. eee ee ) 

Q x ‘Have you ever seen a ribbon made in a factory? | 
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A I have —— no, I nave not seen the ribbon woven and 
Q Have you ever seen thermoplast ics being fused? 

A Yese : 

Q What thermoplastics have you seen? 


A I have ‘seen fusions made with nylon, with poly- 
ethylene, and as I recail also with polypropylene. Those are 
all typical thermoplastics. | 

Q What sort of nylon fusions have you seen; what 
sort of nylon material, and being fused to what? 

A ‘It was being fused — these were cases where two 
sheets of nylon were being fused aiong the edge to forma 
sandwich with a material in the middle that was to be pro- 
tected; and the fusion in that case, because both sides were 
of the thermoplastic, I think would be called a weld. 

Q Now what were the thiclmesses of the nylon being 
fused? , 7 | a 

A The thickness of the nylon being fused was, if I 
recall rightly, of the order of five or six thousandths of 
an inch or slightly more. I didn't measure it with a micro- 
--Q@. And how was the fusion performed? 
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Q May I withdraw that for a moment and ask you one 
other question, just to get all the facts. 
How wide were the sheets or how large were the 
sheets being fused? | 


A The one that I saw was about two and a half inches 


wide and about four inches longs because it was protecting a. ... 


paper of the form of a badge or something like that and the 
ae sheets were slightly wider. Then they were put in a 
press and heat was applied along the edges so that the 
edges <-- in this case, of course, it was four edges; whereas, 
of course, in a ribbon it's a long thing, it's only two 
edges -- and they were ‘softened and then when it cooled it 
set hard and that was the final product. | 

Q How was the heat applied to the nylon? 

A There was @ metal dye which had an electrical heat- 
ing element in it, and the surface of the dye was brought 
-up to the requisite temperature to soften the two sheets. 

Q And could you tell us how wide the resulting 
fused edge was? | 

A The resulting fused edge in that case —- approxi—- 
mately an eighth of an inch. 

Q ‘So that the two fused edges cose would amount _ 
to about fees of an inch?. 


” 
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A No, I meant the width of the fused area was one- 
eighth. The thickness was much less pecese the two sheets -- 

Q What I am saying is, if we then put the two widths 
together we would have one-quarter of an inch of fused 
material on that nylon, is that correct? 

A No, because between the two edges there was the 
paper and, therefore, each edge was about an eighth of an 
inch. They were not put eoccehes: If you cut them off and 
put them together they would be a quarter inch wide. 

Q What I was trying to get to is that the total 
surface of the film which as a result was fused, added up to 
a quarter of an inch? | 

A 7 That is about right. : 

Q Approximately the total width of the average type- 
writer ribbon, is that correct, or a little bit less? 

A No, I would say that the average typeuriter ribbon 


| 
! 


is wider, it's a little wider than a quarter of an inch. - 
Q This would be about one-half of the width of the 
average typewriter ribbon? 
A That 4s approximately true. 
@ Now 4s that the only welding or fusing you have 


! 
fe 


ever seen of nylon to nylon? 


. “at 4 the only instance where T oom the welding 
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actually done. That was your question. 

I have seen ribbons where much narrower welds or 
fusion, bonding, has been made. But you asked me what I had 
actually seen manufactured, and that was it. 

Q Have you ever seen nylon film fused to nylon film 
at the extreme edge only? 

A. What I described was at the edges. I don't know 
how extreme your extreme meant. 

Q Do you have in front of you the Ploeger patent? 

A Yes, I have it in front of me. 

Q Would you look at figure 4 on the Ploeger patent? 

A Yes. 

a That is a diagrammatic conception, is it not, or 
iliustration? 

A Yes. ~ 

Q Now there is a round circle at the extreme left 
edge of that, is that correct? What does that represent? 

A  ~That represents one of the threads of the woven 
ribbon which is shown in plan view in figure 2. 


Q That represents one thread, is that correct, the 


‘extreme edge thread? 


A | Yes. You are referring to the thread numbered 


l2a, aren’t you? 
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Q ‘That is correct. 

A Yes. : 

Q And immediately under that is the edge of a 
snake-like illustration, is that Comects 

A I don't think I follow you. Immediately under that 
is a weft thread that is going across. : 

Q hat is what I was getting to. Immediately under 


that is the weft thread? 


A That is correct. 12a is a warp thread. 

Q Is it not correct that the only thing that is 
joined together in this diagram, whether by fusion or welding 
or melting or what have you, is the extreme warp thread and 
the extreme edge of the weft thread? : 

A That is not what figure } shows because figure 4 
shows, in dark, in black, what had been melted and it seems 
to extend over two warp threads and underneath the third warp 
thread, although it doesn't touch it because 4t touches the 
weft thread only there. i 

So, I would say the drawing that it's 
over about three threads. | : 

Q Do any of the fusing processes that you have seen 
make it possible to Sea a fusible fabric at the extreme 


ene or two threads? 
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Do you mean have I ever seen that, or do I know 
be done? 


Do you know, in your experience, in which that has 


been done prior to 1959? 


A 


I have never seen that done. I have seen seals 


that are very narrow, that is, welded seals that are very 


narrow and are of about this width. And I have -- 


> © Pr A 


guts of the 


way. 


We are talking now about nylon, are we? 


I am talking about nylon. 


And are we talking about prior to 1959? 


Prior to '59 and -- 

THE COURT: Aren't we getting a little far afield? 
MR. ROBSON: I really don’t think so. This is the 
differences between us. 


THE COURT: It is the what? 


_MR. ROBSON: The heart of the differences between 


THE COURT: Very well. 


_THE WITNESS: I would iike to finish my -- 


THE COURT: Very well, you may proceed in your own 


THE WITNESS: I would like to complete my answer. 
In 1959, you mean, have I seen things that were in 
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existence in 1959, I assume. ‘ | 
BY MR. ROBSON: 

Q Did you either see or know of any fusion process 
using nylon fabric which enabled the fusion to be limited to 
the one or two outside warp threads? | 

A I was not told that in "59 : The German patent, 
of course, shows it and it was dated prior. But I had not 
read the German patent in 1959 and your question was limited 
to what did I physically know in 1959. : 

Q Yes. : 

A And in 1959 I had not read the German patent and, 
therefore, I didn't imow it. : 

Q Then 4s it correct to state that your opinion that 
this invention shouid have been obvious to one ordinarily 
skilied:-in the art in 1959, when this application was filed, 
is based almost exclusively on ‘the German patent? 

A That is substantially correct. There were some 

other patents cited of materials other — You didn't limit 
this to nylon, or did you limit to ce 

Q with respect to nylon. : 

A Well, the German patent doesn't mention nylon but 
it mentions a thermoplastic, and it =a the oe the co one 
that See oe referring to, * that made a narrow 
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connection between the impervious film and the fabric at the 
edge. 

THE COURT: I am going to interject a question. 

Mr. Norton, in your opinion is there any difference 
between the structure of figure 1 of the German patent and the 
structure of the Ploeger patent? And if so, what is the dif- 
ference? | 

THE WITNESS: I do not find any difference except 
-- are you talking of figure 1 only, Your Honor? 

THE COURT: Yes, because the otherfigures refer 
to other types of connections. : 

THE WITNESS: No, figure 2 is a cross-section. 

THE COURT: Yes, but I am referring to 1 and 2 
together. 

THE WITNESS: 1 and 2. That is what I thought Your 
Honor was referring to. 

fhe only difference is that in figure 2 of the 
eran patent they have shown the fabric only diagrammatically. 

THE COURT: They have what? ? 

THE WITNESS: They have shown the fabric part, the 
ribbon part, only diagrammatically and have not shown the 
actual threads as round circlés, as is the case in figure 4 of 
the Ploeger patent. Apart from that, the showing is the same. 


to 
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THE COURT: When I refer to the figures I mean in 
light of the text of the specification. 

THE WITNESS: In the light of the text there is no 
difference because the text refers to a : fabric and this is 
merely a rather diagrammatic drawing. 

THE COURT: In other words, is it your opinion 
that there is no CERES REEES between the first structure dis- 
closed in the Te Patent and the structure disclosed in 


the Ploeger patent? 


THE WITNESS: Yes, Your Honor, that is my opinion. 
BY MR. ROBSON: | 
g Is it also your opinion that the commen Patent and 


the Ploeger patent were seeking -- ae the inventor of the 
. German patent and the Ploeger patent were eceking the same 
result, the same product? 

A Yes, they started out to overcome the same draw- 
backs and I think they were -- ny opinion is that they were 
trying to produce the same kind of a product. 

THE COURT: Of course this is an admissible question 
but it does bring my mind to the fact that the Soe Court 
held that it makes no difference whether the two were working 


on the same thing with the Same: os in view, and of course 


the striking SESS or that is the. Devorrest-Armstreng 


536 


controversy. 

MR. ROBSON: What I am getting at now is the 
strength of this witness! opinion. 

THE COURT: You may proceed. 

BY MR. ROBSON: 

Q Would you tell me what in your opinion was the 
product that was being invented by the German? fnd I would 
appreciate it it you would tell me that without looking at the 
patent. : 

A : Well, if an invention was made by the Germans it 
Was using a thermoplastic impervious film -- 

Q I think you misumderstand. What was the final 
result that he was attempting to achieve? What product was he 
attempting to produce? 

A This is a different question than you just asked. 

Q That is why I am restating it. 

A I will answer this. He was producing a typewriter 
ribbon with an impervious flexible thermoplastic backing 
fastened only at the longitudinal edges of the ribbon. 

Q And are you saying that he was attempting to pro- 
duce the same kind of typewriter ribbon as was covered by the 
Ploeger patent, one which would be impacted by the typewriter 


key? 
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A Yes, the typewriter key strikes the impervious 
backing in the German patent just exactly as it does in 
Ploeger, for the same reason. 2 
THE COURT: Well, we will take our luncheon recess 
at this time. | 
{At 12:30 p.m. trial stood in recess, 


to reconvene 3:45 p.m.) 


AFTERNOON SESSION — 
THE COURT: Mr. Robson, you may proceed. 
BY MR. ROBSON: : 


f | : 
Q Mr. Norton, I asked you, I believe, as the last 


question, whether or not the ribbon in the German patent was 
designed to be struck by the typewriter key in the same manner 
as the ribbon in the patent in suit, and I believe your testi- 
mony was that the ribbon was so designed, is that correct? 

| A That is my understanding of the description of the 
patent. : 
Q Was that your testimony this morning? 


~ 


el 


A _—s- That 4s correct, that is what the German patent says. 


| 
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Q | May I ask you to read the first paragraph of the 
German patent, read it to yourself, and then I would like to 
ask you some questions about it, the first paragraph of the 
German patent, which starts with the words, "For particular 
purposes.” | 

(Pause.) 

A I have read it. 

Q@ Dees that paragraph not refer to the use of this 
ribbon in place of carbon paper to provide a second original 
in back of the first original? 

A This is a description of the prior art and it isa 
description of one kind of the prior art and that particular 
kind is a carbon ribbon, that is, one that -- 

Q Would you limit yourself to the question, please? 
Does that paragraph not refer to a ribbon which is a second 
original? It does, does it not? 

A . It refers to a babe ribbon that is between paper. 

Q And that first paragraph does not in any way refer 
to a ribbon which is struck by 2 typewriter key directly, 
does it? | | 

A No. 

Bad * ‘Will you look at the second paragraph and tell me 
whether the second areecacs does not likewise, mater only to a 
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ribbon designed to be used in place of carbon paper? 


A Yes, that is also true. 


Q 


7 


Will you refer me to any place in the patent where 
any other type of ribbon is referred to? 
(Pause. } : 

A In the, I think it's the third paragraph, it 
refers to =< | 

4) Third paragraph where? 

A Third paragraph. 

Q On what page? 

A -—s«dIn the translation. | 

Q What page are you referring to, the third paragraph 
of which page of the translation? : 

A The third paragraph refers to -- ae 

Q Of what page, please? : 

A — refers to the ink being piven off ——— 

Q . Mr. Norton, could you tell me what page you are 
reading from? The third paragraph of which page? 

A Let me see. I was reading in the German. Let me 
see where the translation is. (Pause.) : 

This is the third a on the first page of 

the translation. It states that various attempts have been 
made in the past to cover one side of ink ribbons in order to 
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restrict the ink release to the side opposite the type impact. 
@ And is it your position now that the use of -- 
THE COURT: Have you finished your answer? 
THE WITNESS: Yes. 
BY MR. ROBSON: 

Q And is it your position, then, that the use of the 
words type impact in that sentence mean to you that they are 
talking about an ordinary typewriter ribbon used to make 
originals and not a manifold ribbon as described in paragraphs 


1 and 27 


A That is my understanding. Type impact means it hits. | 


Q When for the first time did you read this patent, 
Mr. Norton? 

A About, oh, two months ago. 

Q.. And when for the first time did you read the 
Ploeger patent? , . : 

4 At the same time. 

Q Which aia you read first? 

A I read the Ploeger patent first and then I read 
the German patent on the same day. 

Q Didn't you think it would be more fair to read the 
German patent first, to see what was obvious, before reading 
the Ploeger patent? Hie, SSR Sk 
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THE COURT: I am going to exclude that question. 

MR. ROBSON: I will withdraw the question. 

THE COURT: On the wee think the logical 
thing is to read the patent in suit first and then see whether 
it is anticipated or whether it is limited by a prior art. 

BY MR. ROBSON: | : 

Q Let me call your attention to the third page of 
the translation, the second full Sentence beginning with the 
words "In addition." It says: 

"In addition, the stiffess of the product 

achieved in this’ way assures a probler-free 


ribbon transport." 


Do you have that? | 
A The third page of the translation? 
Q The third page of the translation. 
A The second sentence says, "In addition, the stiff- 


ness of the product .. .” 


Q Yes. Now I ask you whether a stiff product sounds. 


to you like an original inking ribbon or a carbon, a manifold 
ribbon? : 

A I don't believe that 1t makes any G@ifference. If 
it is‘an original ribbon it is stiff in the sense that the 


cover is a smooth surface and not a fabric; and I would say 
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that that statement, taken simply by itself, would be equally 
applicable to either type. 

Q It is your opinion, then, that an ordinary type- 
writer ribbon should be stiff? 

A No, it is my opinion that when you have an ordinary 
typewriber ribbon with an impervious cover, that it should be 
stiffer than the fabric itself. 

Q And when ae read the words, "The stiffness of the 
product achieved in this way assures a problem-free ribbon 
transport," it is your position that that is describing a 
problem-free ribbon transport for an original ribbon, not a 
manifold? 
| A For either kind. 

Q For either kind? 

A Yes. 

Q Will you describe to me how a stiff original 
ribbon provides problem-free transport? 

A It transports without folding over -- I mean with- 
out curling, and if it is a carbon = manifold one you don't 
transport it at the time you hit. 

Qe Lt Gidn't ask you about the manifold, I asked you 
about the original. | 

A _I do not find anything there that contradicts the 
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Q That wasn't the question, itr. Norton. The question 
was how the stiffness of an original ribbon improves its 
transport. : | 

A I answered that. I said that it can't curl over, 
it can't stick, and it goes smoothly from one spool to another. 

Q Are any of the original typing ribbons you have 
ever seen stiff? | | 

A In that sense és yes. The modern carbon ribbon is 
stiffer than a fabric ribbon. A caunte. ribbon you can take 
and you can twist around just as you can any other fabric. 
When you have an impervious film in the back at will bend in 
the length-ways of the ribbon, which is Rat is needed to go 
through the typewriter transport mechanism, but you can't 
twist it, it won't curl over. : 


Q Have you ever seen a ribbon with an impervious 


film before? 
A Oh, yes. | 
Q You have. In addition to the one manufactured by 


the plaintiff? 
hi Yes. The modern carbon ribbon that is used very 
extensively, particularily for electric typewriters » has a 
smooth impervious film on the back and it is covered with a 
composition somewhat analogous to that of carbon paper. It 
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goes through the typewriter once. The type hits the back, 

the impervious plastic back, and therefore it never gets dirty 
and the other side makes the impression on the paper. And I 
have seen many such ribbons. 

Q Is that -- 

A | The typewriters my secretaries use both have that 
kind of a ribbon. 

Q Is that a ribbon made of fabric? 

A | That is : cannon ribbon. | There is no fabric. 

You asked me if I have ever seen a ribbon with an impervious 
back, and I have. I have never seen a fabric ribbon ows 

Q@ = May I correct ny question ~~ 

THE COURT: Just a moment. Let him finish. Don't 
cut a witness off. 
Have you finished your answer? 
_ THE WITNESS: That is complete, sir. 
BY MR. ROBSON: 

Q Have you ever seen a fabric ribbon --and when I 
ask you about ribbon we are talking about fabric ribbons; 
that 4s the only kind of ribbon that is involved in this suit, 
that is the only kind of ribbon that you have testified 
about-- have you ever seen a fabric ribbon with an impervious 


film? 
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A No. 


Q Except for the one manufactured by the plaintiff, 


is that correct? Have you ever seen the plaintiff's film? 

A I have seen, glanced casually at the exhibits 
that were offered here, pieces of ribbon. I have never 
examined the plaintiff's ribbon carefully, as such. 

Q Have you ever examined the ribbon manufactured in 
accordance with the German patent? 
A : I have never eerie ribbon manufactured by the 

owners of the German patent. : 

Q Do you know whether any ribbon was so manufactured? 

A I have no knowledge pro or con. 

Q Have you ever made an attempt oer seen an attempt 
made to construct a ribbon in accardance with the German patent? 


A No. : 

Q Have you ever made any attempt or seen an attempt 
made to fuse, melt, weld, or what have i @ nylon film by 
oee heat from above to a fabric, nyion or otherwise? 

A You are not restricting this to a typewriter ribbon? 

Q To a typewriter ribbon, yes. 


A No. 


-~@ You have not. Do you have any idea what would 


occur if such an attempt were made? S eS : 
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A Yes. In reading the Ploeger patent, that is 
exactly what is described here and is shown in figure 4. [I 
haven't seen it done but I have no reason to believe that 
the fused nylon would not flow around the threads of the 
ribbon and that we would get that fusing which is described 
in the patent. But I have never seen it done. 

Q@ .'| Does the Ploeger patent indicate that the heat is 
applied from above by heating the thermoplastic fiim? 

A it describes -- 

Q | Would you answer that question? Does it indicate 
that the heat was applied to the thermoplastic film from above? 

A | It indicates that the heat was applied to the 
thermoplastic film. It does not state whether that is above 
‘or below at the moment of -— 

Q@ Where does it state that the heat was applied to 
the thermoplastic film in the Ploeger patent? 

A I am reading from colum 2, beginning at line 16. 
It says: 

"as shown in figure 4, the impervious strip 

14 is of a fusible material, and the edges 

12a" —that is the fabric edge-- “and 14a" 

 eethat is the edge of the impervious film-- 

"of the strips 12 and 14 are sealed together by 
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fusing the edges 14a of the impervious strip 14 to 


the edges l2a of the absorbent strip 12.” 


Now that is a very clear statement that the edges 


of the impervious film are fused and they are fused to the 
fabric. It does not state whether at the instant that was 
done the impervious film was on top or on bottom. 

a) Are you stating that simply because 4t mentions 
one before the other, that that indicates to you that the 
heat is applied to the one first mentioned? 


A No. It says that they are sealed together by 


fusing the edges of the impervious strip l4a. It does not say 


by fusing the edges of the printing strip 12a. And if it is 


fusing the edges of the la the heat must be applied to it. 
It Si not fuse otherwise. : 
THE COURT: What lines are you reading from? 
THE WITNESS: I started, Your. Honor, reading on 
colum 2, line 16, where it starts the sentence, "As shown 


in figuret," and I read through to the end of the sentence 
on line 20. . 


BY MR. ROBSON: 


: - | 
Q The words on which you rely now say, by fusing the 


edges of the impervious strip to the edges of the absorbent 
strip, do they not? 


NS 
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& It says by fusing -- 
Q Do they say what I just read? 

THE COURT: No, no. Please. 

MR. ROBSON: I'm sorry. 

THE COURT: You may answer. 

\THE WITNESS: It says that it fuses the edges of 
the impervious strip to them and then -- 

BY MR. ROBSON: 

@ ‘To the edges of the absorbent strip? 
A That is correct. And it says further down on the 
same Column that; | 

"Although in the illustrated embodiment of 

the ribbon 10, the edges l4a of the aepecvtOus 
strip 14 are shown to be fused to the edges 12a 

of the absorbent strip 12, if the absorbent strip 

12 is made of a fusible material, the edges 12a 
of the absorbent strip 12 may be fused to the ~— 
edges l4a of the impervious strip 14." 

Now taking that whole paragraph, it says that, 
first, the edges of the impervious strip are fused, which is 
lines 16 to 20 that I first read; end tien it says although 
this is the embodiment shown, if you have a2 fusible fabric 
you can fuse its edges to the edges of the impervious strip. 
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-Now that is a statement of another way. of doing it. The two 
together, to me, mean that the first statenent is fusing the 
impervious strip. | 

THE COURT: Mr. Norton, beginning at line 16 
as you read down into that sentence it says: 

"The edges 12a and l4a of the strips 12 

and 14 are sealed together by fusing the edges 
[Jka Of the tuperstous eertp to the edges 12a 
of the absorbent strip 22." | 

Doesn't that mean that the edges of the two strips 
or two layers are fused together, not that the edges of one 
layer are fused together? | | 

THE WITNESS: Well, Your Honor, the question was 
did I say that the heat was applied to the impervious. This 
states that it is fused together. Now you can fuse two pieces 
together by melting one of them or you ean fuse it by meiting 
two of them. And this is a clear description, to me at least, 
that the ee strip, the edges of the impervious strip 
are fused to the other and that they are: melted; and this is 
strengthened by the fact hat further dom it refers to 
another modification in which the fabric ts fusible and the 
fabric strips are fused to the other. To ae that means in 
the first case the heat was applied to —_ 
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THE COURT: I am afraid I misunderstood your 
answer. 

In other words, in your opinion the Ploeger struc- 
ture is a structure where the edges of the two strips are : 
attached together by some kind of a fusing process? 

THE WITNESS: That is correct. But the drawings 
of the Ploeger show that only the impervious strip is fused. 
That is what Sauanceeaien figure 4. | 

THE COURT: But the description covers either one? 

(THE WITNESS: The description covers either 
possibility. 

‘THE COURT: But the result is the same in either 
instance, isn't it, that the edges of the two strips become 
attached to each other? 

THE WITNESS: I would assume that the final result 
is not changed depending on which one is melted and which one 
is not melted. 5 

BY MR. ROBSON: 

Q Let's go to the claim itself for a moment. 

Am I correct that as a matter of patent practice 
it is the Claim which is the original basis of the invention, 
with the specifications and description and diagrams serving 
to explain the claim where it needs explanation? 


THE COURT: Well, suppose you just ask your 


551 


question. 
BY MR. ROBSON:’ 


Q Referring you to the claim, do you know which 


Claim is involved in the suit? 


A I understand that claim 1 ts involved. 

Q Referring you to claim l, claim 1 covers only a 
nylon film and a nylon fabric fused together along their 
extreme edges, is that correct? : 

A That is correct. | 

@ And what do the words fused together along their 
edges mean to you? : 

A It means that they were melted or at least one of 
them was meited and it attached itself to the other. 

Q Does it mean one of them or both of them? 

A It means, to me -— : 


Q - Without reference to anything else, just those 
| 


. 


words for the moment. 
| THE COURT: No, you can't limit a person to two 
words. | | . 
MR. ROBSON: If he can. If ne can't, I wiil accept 
his statement that he can't answer with eereor to just those 
words. | x Ss : | | 
QS But I would like to know what those words alone 
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mean to you? 
A Do you mean cut off from the whole of the rest of 
the Ploeger patent or do you mean the Plioeger patent -- 

THE COURT: I am going to let you ask the question 
because it is admissible under the rules of evidence, but I am 
going to suggest to you that the answer might have no probative 
Value because it is the view of the Court that the entire 
sentence has to be read together as one and taking words out of 
context is an eee ose in semantics but it does not necessarily 
produce results. 

_.MR. ROBSON: I do not propose to take them out of 
context and I will let the witness go on. 

THE COURT: I don’t invite any replies to my 
comment. You may go ahead. 

BY MR. ROBSON: 

° Referring just to those words, what do the words 
fused together mean to you? | 
A Fused together means that there was at least one 
or both melted and that they stuck. 
And the second one, that they were both melted, is 
an interpretation of this claim which would render it contrary 
to the rules of practice of the Patent Office and, therefore, 


I assume is not the interpretation that would be made. 
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THE COURT: Why would it be contrary to the rules 
of practice of the Patent Office? : 
THE WITNESS: I read Your Honor Rule 83 in answer 
to a question of Mr. Hall, which says that every feature in 
a Claim which is capable of being shown an a drawing must be 


shown. 


Now if this claim means, if these words in this 
claim mean that both the fabric and the backing both melted, 
then that is something which is not shown in the drawings 
because the drawings here, figure 4 shows only the film melted. 

THE COURT: How does it appear that only one of 
them is welded or melted? 

THE WITNESS: Your Honor, if you look at the edges 
here you see that the threads of the fabric remain as their 
circles, but there is a black material shown between the threads 
and the backing film for a certain distance from the edge. 

Now that black material in the drawing ae shown can only be 
coning from the backing material because the threads themselves 
are not shown to have been changed in shape. ane that toon 
reason for that statement. | 
TH COURT: Couldn’t that = ascribed to the 
Graftsman's Chostces to use an old-time phrase? 3 
"THE WITHESS = TE woulda’t ‘think ee oS it 


wet 
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would say that this is probably what they intended. But [I 
have no means of knowing what the draftsman thought. I can 
only state what this drawing shows, and it shows the film 
melted but the threads not meited. 

And if that claim, as Mr. Robson asked me, is to 
be interpreted that both were melted, that is not what is 
shown here, that would be a feature of the claims that could 
be shown in drawings, and it would therefore have been in 
violation of Rule 83, and I was not putting an interpretation 
on the claim which I think would be unfair that would have 
rendered it contrary to the rules of practice. 

THE COURT: Well, now, the claim standing alone 
would cover a structure, would it not, where the edges of both 
strips are melted and fused together, as well as the structure 
in which only one is meited and is fused to the other? 

THE WITNESS: Your Honor is absolutely correct. 
The term fused is a broad term which can mean that one melted 
or both melted. 

The question as I understood it was, does this 
mean that both were melted, and if that is — 

‘THE COURT: It may mean either one? 

THE WITNESS: It may mean either one; that would 
.be proper. But if it means only the other, it would be in 
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Violation of Rule 83. 

TRE COURT: I think the Court will determine 
whether it is in violation or not, but mas as an expert, can 
heip the Court by construing the claim. : 

THE WITNESS: I meant to say that that is ny 
opinion, that 2% would be in violation. 

THE COURT: I understand. But irrespective of 
that, whether it would be in violation or not, your opinion 
is that this claim covers both types of structures? 

THE WITNESS: It is, Your Honor. 


BY MR. ROBSON: | 


Q If this claim my be interpreted or is interpreted 
as covering a fusion which includes a melting of both 
materials, would that change your opinion as to whether or 
not it was non-obvious in light of the German patent? 

A No, it would not, because tne German patent in its 
So-Called second method of bonding these edges together, that 
is, the Arabic 2 paragraph appearing ae 3 of the trans- 
lation, in that modification of the oe patent they add a 
further fusible strip, so that there are three strips, and 
they say that ail three are firmly welded together under heat, 
and ‘therefore, to me, this is a clear teaching that you may 
melt the fabric as well as the impervious Tiin. 


| 
! 
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Q Do I understand --=- 

THE COURT: Mr. Norton, in the German patent there 
is more than one empoeenenn is there not? 

THE WITNESS: Yes. 

THE COURT: The first embodiment, which is illus- 
trated by figures 1 and 2 and which is described in greater 
Getail in the specification, contains just two layers, doesn't 
16? 

THE WITNESS: That is correct. 

. THE COURT: And the two layers are joined together 
at the borders, according to the description, and isn't that 
broad nec Br cover a case of either both being melted and 
fused together or only one being melted and fused ‘together? 

| THE WITNESS: The particular description of the 
number one method describes melting only the film. As I 
understood the question, the last question that was put to me, 
it was would I consider it obvious to have both of them melted, 
and I referred to the second modification, which shows that 
the Germans considered melting more than one thing, and 
therefore I would have the same opinion that it would be’ 
obvious. | 

THE COURT: The first claim of the German patent 
is broad enough to cover both types of joinder, is it not, if 


77. » eet 
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you look at the first claim in the translation? 
THE WITNESS: The first claim of the German patent 


says joined to the ink ribbon along the borders only. That 


language is broad enough to cover it joined by melting one or 
by meiting two. 
THE COURT: That is what I had in mind. 
TRE WITNESS: Yes. | 
BY MR. ROBSON: | 
Q In the German patent the material that carries 
the ribbon is made of what product or “hat type of product? 


A ‘The German patent describes specifically only one 


material for the inking ribbon and that is silk. 

Q What sort of silk? : 

A The finest silk of the finest weave. 

Q I cali your attention to the translation which is 
in issue and with which we are dealing and I ask you whether 
it does not talk about a silk tissue? : 

A At what point are you referring? 

~Q The same point you were just reading. 

A This occurs in the first paragraph of the third 
page. I do aos mean the first paragraph that starts on there 
“but the first rae that ends there and it is the sentence 
SESS SSS SS a oe it's now n possible to use the 
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finest silk, and the translation says tissues and the German 
says weave. 

Q We are referring now to the translation which has 
been offered by the defendant here and with which we are 
dealing, and that says tissues. And a tissue is normally not 
a fabric but a paper of some sort, is it not, made of silk, 
is 4t not? ; 

A T have never seen a silk tissue that was not a 
fabric but I suppose it is theoretically possible. 

Q Have you ever seen cotton tissue? 

A I have seen cotton, non-woven cotton tissue, but 
i have never seen a non-woven silk tissue. 

Q Does the fact that this is to be used in a construce- 
tion in substitution for carbon paper cause you to believe 
that we are talking here about melting or soldering or gluing 
a thermoplastic to a paper of some sort and not melting one 
to the other? 

A You mean that because it can be used for carbon 
paper or a transfer sheet? 

Q We are talking now about a ribbon to be used as a 
replacement for aoe paper, which is to be stiff and which 
has been described by the German translator as a tissue. Now 
does that not indicate to you, reading this patent that we 
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are talking about some sort of paper to be placed behind the 
original and that we are not talking about a ribbon at all? 
A It does not. When I read = 
Q That is your answer, it does not. 
THE COURT: Just a moment. Don't cut a witness 
off like that. We don't do that here. : 


j 


BY MR. ROBSON: | 

Q Do you want to explain that answer, Mr. Norton? 

A <I say it does not because I also, as I told you, 
read the German patent. The German says @ weave which is 
used only to a fabric, the finest silk weave. And I read 
both and that is why -- : 

Q You have answered the ee 

THE COURT: Will you suspend for a moment. (Pause.) 
You may proceed > Mr. Robson. 

Q Can you tell me whether the German patent was 
designed to protect the type, whether there is any indication 
in the patent that it was designed to protect the type face? 

A = do not recall any particular point that states 
that the face of the type that strikes it is protected. It 
ae but there is no specific statement in the patent. 

-Q Can you tell us what the size is of the ribbon 
referred to? What sizes are they supposed to be constructed 


' 
I 
\ 
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in? Is there any indication of that in the patent? 
A There are no numerical figures, but the drawings, 


diagrammatic though they may be, show a structure that is 


very long in comparison to its width, which I would refer to as 
a ribbon. 


Q 


hd 


Do you have any idea how long that ribbon was 
designed to be? 

A No. 

Q Do you have any idea how wide the border, the 
border referred to in figures 1 and 2, that is, in the first 
embodiment, how wide was the border which sealed the two 
materials together supposed to be? 

A They do not give figures, but they do show very 
Clearly on the drawings that this is the extreme edge and, 
therefore, very narrow in comparison to the width of the ribbon. 

@ Will you loox at figure 2 and I call your atten- 
tion to a small white portion in the middle of that cross- 
section. 

A Yes. 

THE COURT: That is figure 2 of which patent? 
MR. ROBSON: ‘The German patent. 
BY MR. ROBSON: 
@ I call your attention to a small white portion in 


: | 
the center of that and I ask you what that small white portion 
represents to you? 7 

A It bears the number i, which is appiied to the ink 
carrying material, but I have got to read this as a cross- 
section through figure 1, not as standing simply by itself; 
and in figure 1 these borders which are mumbered 3, the points 
or strips the translator calls them correctly, arc very narrow 
in comparison to the width of the ribbon. I don*t imow why 
the cross-section looks different from the other figure; they 
don't explain. | 

Q = am not sure I understood that. There is a small 
white portion in the middle of figure 2. Do you see that? 

It is approximately an eighth of an inch wide, is that correct? 
hone Yes, it's narrow compared to the whole of the 
ribbon. _ 7 | 

Q dust stick with me because it is difficult enough 
for me to umderstand this — : 

A It is about an eighth of an inch on the Grawing. 


Q And the whole Been nection eee a ribbon about 


- one inch wide, is that Corneces 


ee If that is one ator inch, that is correct. 
“Q What does coat one-eighth of an inch of that white 


ee os that cross-section ae to you, what is that. 
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Supposed to be as you read this diagram? 

4 I find two drawings which do not agree. 

3) Can you answer the question, Mr. Norton? What 
Goes the white portion appear to be to you? 

A | It appears, according to the description, to be 
the ink carrying -- 

Q Portion of the ribbon, does it not? 

A Yes, that is what I have said. 

Q ..~=—sC And =the two black portions on either side of it 
appear to be what? 

A The black portions -- there is a number 3 at the 
extreme edge and if that is intended to cover the whole of 
that black portion, then those are where the two are together. 

@ | The cross-section, then, the diagram which modi- 
fies the claims would appear to indicate a rather wide border 
and a rather narrow ink bearing portion, is that correct? 

A That one figure would so indicate. 

Q Is that correct in that figure? 

4 Yes. 

Q Now you say in that figure, implying that in the 
other figures the sitvation might be different. 

Will you look at the other figures, figures 4 and 
6, and tell me whether the same thing is not true in figures 
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4 and 6? | 
THE COURT: What same thing? 
MR. ROBSON: hat the ink vearing portion 
represents — . | 


THE COURT: Suppose you reframe your question. 


BY MR. ROBSON: 
Q@ . Tell me whether at is not true that in figures. = 
and 6 the dark wears representing the fused border which: 
is fused together, its much larger than the white portion 
representing the ink bearing portion of the ribbon. 


THE COURT: iI am afraid I don't wderstand your 


question. Well, perhaps I don't have to. It is the witness 
that has to understand it. : 

MR. ROBSON: Perhaps Your Honor didn*t hear the 
question I was asking earlier about figure 2. 

THE COURT: That doesn't help me. What do you mean 
by: one portion being larger than the other? — 

MR. ROBSON: Looking at this face-on as a cross~- 
section, the dark = represents the portion of the 
ribbon which is bound together. | 

THES COURT: There is no gark or light portion. 

MR. ROBSON: There is, Your Honor. It is very. 


adifficuit to see, you may have a bad copy, but there is one- 
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supposed to be as you read this diagram? 

A IL find two drawings which do not agree. 

Q . Can you answer the question, Mr. Norton? What 
Goes the white portion appear to be to you? 

A It appears, according to the description, to be 
the ink carrying -- 

Q@ ‘Portion of the ribbon, does it not? 

A Yes, that is what I have said. 

Q And the two black portions on either side of it 
appear to be what? 

A The black portions -=- there is a number 3 at the 
extreme edge and if that is intended to cover the whole of 
that black portion, then those are where the two are together. 

Q The cross-section, then, the diagram which modi- 
fies the claims would appear to indicate a rather wide border 
and a rather narrow ink bearing portion, is that correct? 

A hat one figure would so indicate. 

Q@ Is that correct in that figure? 

A Yes. 

Q Now you say in that figure, implying that in the 
other figures the situation might be different. 

Will you look at the other figures, figures 4 and 
6, and tell me whether the same thing is not true in figures 


ribbon which is bound together. 
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4 and 6? 

THE COURT: What same thing? 

MR. ROBSON: That the ink notes portion 
represents -— . ! 

THE COURT: Suppose you reframe your question. 

BY MR. ROBSON: : 

Q fell me whether it is not true that in figures 4 

and 6 the dark portions representing ee fused border which : 
is fused together, ts much larger than the white portion 


SESS the ink bearing portion of the ribbon. 


THE COURT: I am afraid I don"t understand your 
question. Well, perhaps I don*t have to. It is the witness 
that has to understand it. | 

MR. ROBSON: Perhaps Your Honor gidn*t hear the 
question I was asking earlier about figure 2. 

THE COURT: That doesn't help me. What do you mean 
by one portion being larger than the other? 

MR. ROBSON: Looking at this face-on as a cross~ 


section, the dark patton represents the portion of the 


THS COURT: WAS LE OS Sa SS Ss ee 


- ROESON: There ts, Your Honor. It is very 


diftioult to see, you may have 2 bad cony, but there is one- 
| 
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eighth of an inch in the middle of that cross-section is white 
and the balance is black. 

THE COURT: All you see is black lines, but there 
is no black portion. 

MR. ROBSON: There is a white portion in the middle 
of that. Perhaps you can see it better on this. 

| THE COURT: Very well, proceed in your own way. 

BY MR. ROBSON: 

Q Is it correct to state, then, Mr. Norton, that on 
the basis of your looking at the three cross-sections which 
appear here in figures 2, 4 and 6, it would appear that the 
border, the fused border is extremely broad and the ink 
bearing portion is extremely narrow in comparison or relation 
to that border? 

A As far as those three cross-sections is concerned 
your statement is correct. 

@ Now is there any indication in the German patent 
that the material, be it tissue, paper or fabric, which bears 
the ink, may be or should be made of a thermoplastic material? 

A The German patent is silent as to what that is to 
be made of, except that in ieccnaine the second modification 


that is where there is an additional strip of fusible material 
laid on top of the impervious strip -- A, 
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state that this additional strip is on top of the impervious 
strip, whereas if I wmderstood your question now you said 
isn't that in between them. : 

THE COURT: No, I didn't mean in between them. 
It over-lays them, doesn't it? : 

THE WITNESS: It's on top of them, on top of the 
impervious. : 
3 Now if I may complete my answer, in that modifica- 
sion the German paver states — and this is this number two 
modification on page 3 of the translation » where they describe 
the: ink-free strip of tissue placed over the borders of the 
thermoplastic film. And then they deseribe the next sentence, 


the three. That is to say, the ink-bearing material, this 


ink-free layer, and the thermoplastic fin. Ali three are 
firmly welded together — or I believe you objected to that 
and said you wanted to use the word fusing, and I am quite 
willing to use your word fusing. But saying that the three 
are fused together, to me means that att three must have 2S 
melted to some extent or they would not have fused a 
because ‘that would be the ordinary interpretation of it. 

Now, to me, that indicates that the Germans con- 


templated also using an ink-bearing tissue which was fusible. 
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eighth of an inch in the middle of that cross-section is white 
and the balance is black. 

THE COURT: All you see is black lines, but there 
is no black portion. 

MR. ROBSON: There ae a white portion in the middle 
of that. Perhaps you can see it better on this. 

THE COURT: Very well, proceed in your own way. 

BY MR. ROBSON: 

g is it correct to state, then, Mr. Norton, that on 
_the basis of your looking at the three cross-sections which 
appear here in figures 2, 4 and 6, it would appear that the 
border, the fused border is extremely broad and the ink 
bearing portion is extremely narrow in comparison or relation 
to that border? 

A _As far as those three cross-sections is concerned 
your statement is correct. 

Q Now is there any indication in the German patent 
that the material, be it tissue, paper or fabric, which bears 
the ink, may be or should be made of a thermoplastic material? 

A |The German patent is silent as to what that is to 
be made of, except that in eases the second modification 
that 4s where there is an additional strip of fusible material 


laid on top of the impervious strip <-- Be 
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THE COURT: That is shown in figures 3 and 5, is 


i 
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it not? | 
THE WITNESS: That is shown in figures 3 and 4. 
THE COURT: What about 5? : 
THE WITNESS: Well, 5 had a enneace It's a textile 
thread. 


THE COURT: Figures 1 and 2 are. the only figures 
showing a direct connection between the edges of the two 
strips, are they not? 

THE WITNESS: Yes. But the question was asked 
whether there was any indication -- : 

THES COURT: Yes, I understand. I am asking something 


else. ‘ 
| 


THE WITNESS: Oh, I beg your pardon, Your Honor. 
What was it? : 

THE COURT: You have answered my question. 

Of the three embodiments showing in the drawings, 
only the first embodiment shows @ direct connection between 
the edges of the two strips, the other two show an intermediate 
body, be ita strip or a thread, used to make the connection; 
is that not the case? : | 

THE WITNESS: Not quite, Your Honor. Your first 
statement is absolutely correct. The second statement, they 
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state that this additional strip is on top of the impervious 
strip, whereas if I understood your question now you said 
isn't that in between them. 
THE COURT: No, I didn't mean in between them. 
It over-lays them, doesn't it? 
| THE WITNESS: It's on top of them, on top of the 
impervious. 

: Now if I may complete my answer, in that modifica- 
tion the German patent states -— and this is this number two 
modification on page 3 of the translation, where they cescribe 
the ink-free strip of tissue placed over the borders of the 
thermoplastic film. And then they describe the next sentence, 
the three. That is to say, the ink-bearing material, this 
ink-free layer, and the thermoplastic film. Ali three are 
firmly welded together -—- or I believe you objected to that 
and said you wanted to use the word fusing, and I am quite 
willing to use your word fusing. But saying that the three 
are fused eoeethan , to me means that all three must have been 
meited to some extent or they would not have fused together 
because that would be the ordinary interpretation of it. 

Now, to me, that indicates that the Germans con- 


templated also using an ink-bearing tissue which was fusible. 


Se 
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BY MR. ROBSON: : 
Q Whatever the Germans may have contemplated, what 
appears in the patent -- i | 
THS COURT: Mr. Robson, pices remember that you 
are not to argue with the witness, just to ask him questions. 
I know there is a tendency in patent cases sometimes to get 
into an argument with the expert. That neither helps the Court 


nor saves any time. 


Q Will oe ginore for the ee whatever it is you 
think the Germans may have been contemplating —~ 
THE COURT: You can make your argument to the 
Court at the proper time and not to the witness. 
Q Is there anything in the patent > in the patent 
itself, which indicates that the AS strip of tissue 
referred to and the inked ribbon referred to in claim 2 is 


made of a thermoplastic material? 


A Yes, because as I read before, the statement is 
made that these three are firmly welded or fused together with 
heat, and to me that means that they must have been fusible. 
Therefore, I think that the German patent at least makes some 
suggestion that that tissue --I am ee your word tissue now-—— 
might be a fusible one. You asked me whether there was any 


suggestion in the German patent and that is my answer. 


| 
| 
| 
! 
| 
\ 
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Q The word I used was not any suggestion. I said is 
there any statement in the German patent to indicate that the 
ink-bearing tissue or the ink-free tissue is made of a thermo- 
plastic material. 

: A I have answered that this statement indicates to 
me that it was of a fusible material. 

Q _ Is it correct, however, that nowhere does the word 
Chesnertentee modify the word tissue in that patent? 

A That is correct. 

Q | And nowhere in listing the nature of the tissue 
or the matters which can go into making up the tissue, is 
thermoplastic material included 2s a possiblity, is that 
correct, in those very words? 

A That is correct. 

MR. ROBSON: Would Your Honor bear with me for 
just one moment. 
(Pause. } 
BY MR. ROBSON: 
Q | Incidentally, the German patent nowhere refers to 
nyion at ail, does it, in those words? 
A ‘That 41s correct, the word does not appear. 
~Q | Do you know, Mr. Norton, whether or not the Patent 


Examiner who examined the Ploeger patent had before him the 


German patent? 


THE COURT: I think the file wrapper speaks for 
itself, | 


MR. ROBSON: I don't mean whether he used it as a 


reference, .but whether it was available to him. 


THE COURT: I don't think that is appropriate 
cross~examination, at least so far as this question is concerned. 
BY MR. ROBSON: | 
Q Is it not a fact, Mr. Norton, that in the Patent 
Office prior patent references are filed by class number? 
A. Class and sub-class number, that is Cece 
Q And is it not a fact that the Patent Examiner 
examines every — | 
THE COURT: I think the Court has a littie familiar- 
ity with the routine of the Patent office, not too much but 2a 
iittle. . 
MR. ROBSON: I am sure it is much more than I 
have, Your Honor. 
| Would Your Honor bear with me for just one or two 
moments and let me consult with co-counsel? I may be com- 
pleted but I want to check. (Pause.) 
I have no further questions, your Honor. 


Re eee 
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REDIRECT EXAMINATION 

BY MR. HALL: 

Q Mr. Norton, I'd like fori you to look at page 2 of 
the translation, the last six lines and particularly the 
passage that reads: 

"The ink-carrying tissue on the entire 

surface of the ink ribbon, or ink screen, is thus 

covered by only a loosely touching filn." 

And I refer you to the word "entire." Does that 
sned any light on how wide the ink portion is and how narrow 
the borders are? 

| THE COURT: Mr. Hall, what page were you reading 
from? 

MR. HALL: Page 2, the last six lines. It reads: 

"The ink-carrying tissue on the entire 

surface of the ink ribbon, or ink screen, is thus 

covered by only a loosely touching film.” 

Q ! Now does that shed any light on how wide the 
borders are? 


A Yes, it does. That is consistent with figure l, 


which shows very narrow borders. I mean very narrow in pro- 


portion to the width of the ribbon, and it indicates to me 


that either the reproduction of figure 2 is poor or the drafting 


eyes 
is poor because it is contrary to that statement and it is 
contrary to the figure 1 of which it ts supposed to be a 
cross-section; and I, therefore, still believe that those 
borders are shown as very narrow in comparison to tne width 
of the ribbon. | 

Q Now I'd like for you to look at the following 

passages which I will refer to, and I will refer to severai, 
and then you tell me if this sheds any light on whether the 
ink-carrying tissue is something like darbon paper or something 
more like a typewriter ribbon. | 
I first refer to page l, eight lines from the 


| 


bottom: | 
"Ink ribbons have thus been impregnated on 
one side or coated with suitable means.” 
And then going over to page 2, the last paragraph, 
the third line: : 
"Joining this film to the ink ribbon, or 
ink screen respectively." : 
And then going over to the drawings, the descrip=- 
tion of the drawings at the bottom of page 3, it says: 
"Rieure I shows an ink ribbon." 
And then you will notice that the claims are both 


addressed to an ink ribbon. } 


{ 


Does any of this help you in telling whether this 
“ 


572 


is like carbon paper or whether it is more like an ordinary 
typewriter ribbon? 

A Yes, it does. An ink ribbon, which is true of the 
ordinary typewriter ribbons up to recently, is not a piece of 
carbon paper or was not, at least, in those days, and therefore 
it means, to me, that this was a ribbon and that it was a 
fabric as the ordinary ribbon is. And as the German word that 
has been, I think, somewhat Poosek sirenstated as tissue, the 
German word says woven fabric, Gewebe ; that is never used in 
German for a tissue that is not woven, like a piece of 
Kleenex, 

And, therefore, to me, reading both the German 
and the translation, the German patent clearly indicates that 
the ribbon was a woven fabric of some kind. 

Q Now Look at the very last More of the German 
patent, where it cites the U. S. patent to Francis, at the 
very end of the German patent. Now tell me, is the German 
patent to Francis for a typewriter ribbon? 

| THE COURT: To which line are you directing the 
witness’ attention? 

MR. HALL: - The last line of the German patent. 

It says references to other printed materials and then it 


cites the Francis patent. . 


eT 


THE WITNESS: May I have your copy of the Francis 
patent again? I don't seem to have a copy here. 

The Francis patent talks ores of an ink 
transfer element and in the second paragraph, beginning on 
colum 1, it talks about various expedients having been tried 
in an attempt to provide typewriter ribbons which, when struck 
by the type face, would not liberate ink. 

I would assume from this that the Francis patent 
was Clearly directed to a typewriter ribbon ‘and not to carbon 
paper. ) 

BY MR. HALL: 


Q Now I'd like for you to 100% at claim 1 of the 
German patent. Is it true that under German practice they 
first state what is old in the art and then follow that by: 
the word characterized and then state what is new? 

A That is correct. : 

MR. ROBSON: If Your Honor please, I object to - 


‘what the German practice is as hardly binding on one in the 


United States who is supposedly -- 

THE COURT: What is your point? 

MR. ROBSON: I object to what is the mEactce in 
the German Patent Office as eee oe bearing on the issues 


in this case. 


57% 


THE COURT: I will allow the question. In fact, 
4t is unnecessary because the Court is very familiar with the 
fact that German and English claims are drawn in a different 
way than American claims, and I wish our Claims were drawn in 
the German or English way because the carrying element of the 
Claim is always introduced by the words characterized by 
or characterized in that. I don't think you need to ask the 
witness that. 

MR. HALL: I don't, because the first time I ever 
heard of that as a patent lawyer was that somebody told me 
that Judge Holtzoff thought that the U. S. claims ought to be 
drawn that way. 

THE COURT: Yes, I do, because you can read the 
average patent issued by our Patent Office and you don't know 
what contribution the inventor made to the art in which he is 
working. 

BY MR. HALL: 

Q | Mr. Norton, would you say that the first two lines 
of claim 1 of the German patent are descriptive of the U. S. 
patent to Francis which was cited as a reference in the German 
patent? 7 

A Yes. 

@ So the last two lines of the German patent which 
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characterized his invention are telling how he has an improve- 
ment over the Francis patent, is that correct? 

A That is correct. 

Q And the Francis patent is a typewriter ribbon with 
a nylonsbeor ine going clear across the back of it? 

A That is right, and this is preracterized that this 
German patent invention was fastened only along the borders. 
That is correct. | 

Q Now did the Patent Office Examiner, when he examined 


this Ploeger case, cite any patent that had fusing along the 


- edges only? 
A He cited -- you used the word fusing, didn't you? 
Q Yes. | 
A I don't recall that the Patent Examiner showed any 


patent in which the borders were fastened by fusing. He did 
show one where they were fastened Sone but presumably by 
adhesive or similar means. That was the old Pheips patent of 
1936. , 
MR. HALL: No further questions. 

MR. ROBSON: No further questions —- just one 
“moment, Your Honor. (pause.) SS | 
Could we have the last answer read? 
THE COURT: Yes. | 


(The Reporter read the last answer. } 
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RECROSS -EXAMINATION 
BY MR. ROBSON: 

Q ‘Me. Norton, you stated in answer to the last 
cuestion that the Patent Examiner did not refer to any patent 
in the prior references in which the borders were sealed by 
fusion, is that correct? 

A That is correct. 

Q Would you look at the file wrapper and tell me 
whether the Patent Examiner did not refer to the Murphy 
patent as one of the prior references? 

THE COURT: What nore of the file wrapper is that? 

MR. ROBSON: You can see that on the back of the 
patent itself, Your Honor, colum 4 on the back page of the 
patent are the references cited. 

THE COURT: Which patent? 

MR. ROBSON: Murphy. That is the second from the 
last United States patent. 

THE COURT: Well, he did. 

g He did, did he not, Mr. Norton? 

A The Murphy patent did not -- one modification, the 
backing was folded over. 

=O I can't hear you. 
A ‘In one modification, the backing was folded over. 


oy Oe 


That was figure 1. And in others, as r recall it, there were 

more than the edges fastened together. : 

: Now, I am not quite sure iP I am mistaken that I 

think you may be right that figure 2 nad the edges only. My 

memory of Murphy was that it was either ‘one edge or more than 
| 


one extreme edge. Figure 2, however, said that there were two 


relatively narrow elongated strips of nylon fabric that are 


joined along longitudinal edges by two substantially continuous 


welds. I was reading from the aoe that started on 
colum 2, page 23. You are correct, I nad overlooked that 
second figure. : 

Q So that the fusion of two thermoplastic materials 
along the edge was a prior reference considered by the Patent 


Examiner when he granted the patent in suit? 


A Yes; and I would like to correct my last answer 
on redirect when I said there was no mention of anything. 
MR. ROBSON: ‘Thank you. No further questions. 
FURTHER REDIRECT EXAMINATION 
Q. ‘The Murphy patent does not have a film backing, 
“does it? : 
A The Murphy -- let me read it, (Pause.) No, there 


was not an impervious film. But your question, Mr. Hall, was, 


det) Ghneebeibidas op bin ee. ae 
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was there anything along the edges, and I was thinking 


wrongly that there was nothing fastened along the edges. 


Q Let me rephrase my prior question and say the 
Examiner did not cite any ribbon with a film backing that was 


attached to the ribbon -— that was fused to the ribbon aiong 
the edges only? 
4 Answering that question, I would state no. 
MR. HALL: No further questions. 
“MR. ROBSON: No further questions. 
THE COURT: The witness may stand down. 
We will take our usual mid-afternoon recess at 
this time. 
(Recess. ) 
THE COURT: You may proceed. 
HARRY HH. FARRELL 
called as a witness by Defendants, having been duly sworn, was 
examined and testified as follows: 
DIRECT EXAMINATION 
BY MR. HALL: 
Q | Would you state your name, age, and occupation? 
A Harry Hilton Farrell, and I operate an office 
machines business in Arlington. 


Q Are you now employed by the Speliright Corp.? 


A 


Q 


~ 


' 
| 
| 
' 


No, I am operating my own business. 


Were you ever employed by the Speilright Corp., 


and if so, over what period of time? 


A 


January 1961 through 1965. 


Q 


the record. 


Q 
A 
Q 


A 


Yes, I was employed by the Spellrignt Corp. from 


Did there come a time when the Speliright -- 


THE COURT: We always ask a witness' address, for 


BY MR. HALL: 

What is your address? 
My home adéress or business? 
Both. | 


My home address is 153% North Stafford Street, 


Arlington, Virginia. My business address is 343% North 
| 


Washington Blvd., Arlington, Virginia. 


Q 


Did there come a time when the Speliright Corp.- 


moved to Cedar Street? 


A 


Oo > Db PF 


| 
Yes, we maved to Cedar Street. 
cs 


Can you identify the time? 


It was January, right after Christmas of 1963. 
January of 1963 


1 


Shortly after you moved to Cedar Street —- I will 
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withdraw that question. 

I will show you a ribbon which has been ee 
Plaintiff's Exhibit 7-B and ask you if the Spelilright Corp. 
was making and selling ribbons of this type at the time you 
moved to Cedar Street? 

A Yes, we were, 

Q . Was this the regular line that Speliright was 
selling, their regular ribbon? 

A Yes, it is. 

Q That's got one-half of it is a printing portion 
connected to the other half by Scotch take, is that correct? 

A That is correct, yes. 

Q Just after you moved to Cedar Street did you have 
anything to do with making some other ribbons? 

A Yes. When we moved to Cedar Street I was working 
with Mr. Wolowitz on experimental ribbons, trying to improve 
and develop the Speliright ribbon, and our work was solely on 
the experimental end of it, | 

Q During the month of January, just after you moved, 
did you make any of these experimental ribbons at that time? 

A Yes, we did. : 

— 8 Did these ribbons have Mr. Ploeger‘s material in 
them on the inked side? | 
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A Yes. We used Ploeger materipl. We had quite a bit 

of Ploeger's material. : 
ag I am speaking of the inked ribbons that you made 
Just after you moved, that is, the ones you made in January. 

A The ones we made in January we made originally 
with other materials. Those are the onion we made first in 
January. | 

Q Then what happened after you made the ones with the 
non=-Ploeger material? 

A We had problems developed with them and we later 
started <= we had quite a bit of Ploeger material on hand and 
we started using up the Ploeger material. 

Q In the experimental ribbons? 

A We used it in the experimental ribbons, yes, sir. 


Q I have put on your desk a Ploeger -- a ribbon that 


has been marked Plaintiff's Exhibit 17 and I ask you if the 
printing half of that ribbon is made of Flocger's m terial? 
: (Pause.) ©. : 
A .Yes, sir. | | 
Q Would you tell us how that ribbon was made? If you 
can, show the Judge Just what was done to make that ribbon. 
A This is one of the ribbons that we made by putting. 
the white Denno ea —— 2nd the inked SS on 


we : 
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top, in this manner, and cutting it along this edge. 

When you open it up, of course, you would get this, 
by putting it down in this manner, then cutting it along this 
edge here. 


Q Let's see if we can illustrate that to the Judge 


a little better. 


As I understand it, you had on hand <-= Speliright 
Corp. had purchased over a million tape vance of material 
from Ploeger through Schwarzenbach-Huber, is that correct? 

A That is correct. 

Q@ And at this time you had a large quantity of it on 
hand? 

A Oh, yes. 

Q And your regular speliright ribbon attached this 
to the correction portion by Scotch tape? 

A Correct. 

Q And now you are going to do the same thing, only 
you are just going to attach it a little different way, is 
that right? : 

A That is correct, 

Q@ Now let's see what you did. 

I am going to lay down a sheet of paper on the 
Judge's bench and can we assume that that 1s a strip of Mr. 
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Ploeger's material? 

A All right. ! 

Q And then you laid on top of it a piece of correction 
material with a film backing on it? : 

A Correct. : 

Q And then you heated the edge with a hot instrument 
‘of some kind to weld them together? | 

A Correct. : 

Q And then you wnfolded it and you had a ribbon? 

A That is the idea. ) 

Q Mr. Farrell, I refer you to Plaintiff's Exhibit 28 
which is in evidence and which gives the date on which the 
Speliright Corp. furnished Abraham & Strauss ribbons. It says 
that they furnished them 20 dozen ribbons for three stores 
during the month of April and 7-$ dozen ribbons in May. These 
are what are called Mark IZ ribbons. How did those ribbons 
compare with Plaintiff's Exhibit 17? 

A The ribbons that we used there were these ribbons 
that we have just iliustrated using here. : 

Q The printing half was Mr. Ploeger's material? 

A ‘That 4s correct. | a | | 


Q ‘he very material that Speliright had <bought from 
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A That is correct, 

Q And it was attached onto the correction material 
by this means that you have described? 

A Correct. 

Q Did there come a time when the Speliright Corp. got 
its own inking machine? 

A . Yes, we bought an inking machine in 1963 and we 
started doing our own inking then. | 

Q Was anything done with reference to the box of 
the ribbons at the time you got your inking machine? 

A Yes. The ribbons that we sent out we used, in 
addition to the regular box, we put a label on it to the 3 
effect of improved ribbon, ionger lasting. I don’t recall 
exactly the wording of that but it was put on the box because 
we were using an improved ribbon. 

Q Could you look at this box, Plaintiff's Exhibit 
7 -<~ oh, that box doesn't have it on. Excuse me. 

I would ask you to look at the box Plaintiff's 
Exhibit 16 and ask if this box has the label on it? 2 

A Yes, it does. 

Q ‘What does that label refer to? 

A ‘The improved inking that we were doing after ob- 
taining ow own inking machine. | | 
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Q And you used that label not only on the experiment- 
al ribbons but the other ribbons as well , 18 that right? 

A Yes, sir, that is correct. | 

Q If they had been inked on your new machine? 

A That is right. | 

Q Now when these experimental ribbons were sent out 
do you know what was put in the box with them? 

A In most cases we used a mimeographed tab or copy 
to go with them, in addition to the other one, or sometimes 
it was eliminated and just put the mimeographed in there with 
it to help identify it. | 

Iwas solely interested in expertnentel, the 
experiment and development of Speliright and I didn’t follow 
through too closely on packaging the thing. 

Q So you are realiy not sure what Was put in the box? 

A No, I am not. | 

Q Now let's discuss for a moment these ribbons that 
were made out of non-Ploeger material around January. Do you 
recall how they were mace? | 

A Wwe made nee by using a layer of material or 
nylon covered by a layer of plastic material > another layer 
of plastic material and another layer of cloth, and through 


that it was cut through the center, and in so doing, of course, 


Fy 
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when you opened it up it would form the same thing. 


MR. HALL: I ask that this letter of December 18, 


1962 from Mr. Ploeger to Mr. Wolowitz be marked Defendants‘ 


Exhibit 12 for identification. 
(Letter of December 18, 1961 from 
Mr. Ploeger to Mr. Wolowitz 
marked Defendants‘ Exhibit No. 
12 for identification. } 
BY MR. HALL: : 

Q | Do you recall when the Speliright Corp. received 
that letter from Mr. Ploeger? 

A Yes, the letter is dated December 18th, 1961. I 
remember it, yes. 

Q And there was a spool of material that came along 
at about the same time from Mr. Ploeger? 

A That is right. 

Q You described these experimental ribbons that were 
made by Speliright in January of 1963 out of non-Ploeger 
material. Had Mr. Wolowitz demonstrated experimentally that 
method of making ribbons to you at some earlier date? 

A : Oh, yes. 

-Q@ When did he first demonstrate that to you? 
A In September, the latter part of September, first 
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of October; right in arene ° | 
MR. ROBSON: May I have the year? September or 
October of which year? : 
BY MR. HALL: 
Q How did that compare -<- | 
MR. ROBSON: Just one moment. ‘The witness didn't 
indicate what year, YourHonor. He said September or October, 
and I don't know what year. aa: 
THE COURT: Of what year? : 
THE WITNESS: ‘61. : 
Q How do you know that? Do you have a bench-mark 
that you can relate that to? : 


A Yes. We were all -—= I say we were ali, Mr. 


Wolowitz and I both were quite enthusiastic over the idea, 
and he did it In a very crude manner, of course, Bacar at 
was only an experiment, and by using an ordinary kitchen 
knife and a blow torch; and in November he re-demonstrated 
the same thing to his son, who happened to be out from school 
on Thanksgiving vacation. | : 

Q And this was in your presence? 

A Yes, it was. , 


ee And are you positive that 1t was a month or to 
atone <9 she. time you LS SSS this oS of a 


18th, 1961? 

A Oh, yes. 

Q In the ribbons which you were making during the 
first half of the year 1963 would you say that Speliright's 
ribbons were heavily inked, lightiy inked, or how was the 
inking done? 

A Until we obtained our own inking machine the 
inking was done by other companies and was a problem for us} 
and we used -— do you mean the ribbons that we -= 

Q Let's limit it to the experimental ribbons, how 
were they inked? ) 

A They were -— on the experimental ribbons we used 
some Ploeger material and, of course, that was inked by 
Ploeger or someone else; and we had materdais inked by differ- 
ent companies. We were experimenting with different types of 
inking and so forth. ; 

Q As for the inking that was done in your place of 
business, what -=- 

A Type of ink we used? 

Q I don't mean the manufacturer's name or anything 


‘ike that, but can you tell us how thick it was, whether it was . | 


very light, very viscous, or -=- 
A We used a heavy paste-type ink. 


Spe 
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Q Mr. Farrell, when the Speliright ribbon is in a 
typewriter is the inked portion of the ribbon vertically 
above the correction portion? : | 

A It is. | 

Q And what happens if any of the ink happens to 
creep down onto the correction portion? 

A. Well, 1t wiil render the correction portion unusable. 

Be. Now if you used an ordinary ink and inked the ink 

strip in the ordinary way, what would you expect to happen to 
the ribbon over a period of time? : 

A It would bleed. : 

Q And ruin the correction portion? 

A Right. 2 

Q And for that reason you have to go to this heavy 
‘paste instead of the lighter ink? | 

A That is one of the reasons, yes, sir. 

Q And you apply it lightiy on) the surface of the ribbon? 

4 Yes, sir. 

Q You don't attempt to inject . into some reservoir | 
that might exist in the back of the — 
: | A Well, we did both. mts 
2g Well, I mean on these experinental ribbons that 


went out, how was the inking done? 


”“ 
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A Well, the inking, I think, was pressed through, 
pretty much, in those ribbons. 
Q With this heavy paste? 
: A Yes, sir. 
MR. HALL: No further questions. 
= CROSS -EXAMINATION 
BY MR. ROBSON: 
What was your position with Spellright, Mr. Farrell? 
Mr. Wolowitz and I were working together. I was 
on the board of directors of Spellright; that is, later. And 
my job with Spellright was strictly developing the Speliright 
ribbon. | 
Q What were your duties? Let's put it that way. 
A I worked very closely with Mr. Wolowitz on any 
ideas he had, plus my own ideas, in trying to improve the 
Speliright ribbon. , 
Q Did you spend eight hours a day at the Spellright 
plant? ne 3 
A ‘Yes, indeed I did; 16, 20, sometimes. 
Q What did you do, did you supervise manufacture or 
sales or wrapping or what? : 
“A No, indeed, I did not. The Speliright ribbon that 
was in production, we had others doing that. I was solely : 
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developing new ideas and improving the Spellright ribbon, 

Q The first Spellright ribbon was just a piece of 
ribbon connected to the correcting portion with Scotch tape, 
is that correct? | 

A Yes, ‘you could say that. : 

Q Now there came a time when aoe commenced using 
ribbon processed by the Filmon Corp., Mr. Ploeger's company, 
is that correct? : ! 7 

A That is right. ! 

Q Do you remember when that was? 

A It was in -—— I don't remenber the dates that we 
first, or Mr. Wolowitz first started purchasing ribbon from 
Ploeger, no. : 


Q You remember that sometime in September or October, 
| 


_ and you are fairly certain of that month, Mx. Wolowitz showed 


you this process. Can you tell us with respect to the date 
when he showed you this process for cutting or welding or 
| 


‘sewing, when you started using the material supplied by the 


Ploeger Company? Senie | 
A That was in 1961. : 
Q Right. And when did you SS using the material 
with relation to that date? : | 


A Well, we were using the material then. eco pees 


ONS 
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Q@ . In other words, is it correct that you were using 
the Ploeger material already, at the time that Mr. Wolowitz 
showed you the method of making that cut which you have des- 
crived here, is that correct? 

: A Yes. 

Q Did Mr. Wolowitz tell you where he had learned | 
that process or how he had come to learn that process? 

A No, he didn't. 

Q Did you ever ask him? 

A No, I never asked him. 

Q Did he just come in one day and say, look, I have 
got a great new way of cutting this? 

A —s'No, he come in and he was very enthusiastic and he 
said, I have a new idea, let's try it, and we did. 

Q = At the time you were using the Ploeger material in 
the Speliright ribbon were you manufacturing ribbons using any ”~ 
other material? : 

A No. 

Q Now, I believe it is correct, is it not, that you 
used the Ploeger material from approximately September 1961 


until approximately September 1962, is that correct? 


"A. We used it later than '62. 
Q . Let me rephrase that question. You are correct. 
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Is it correct that your relationship with Ploeger or the 


Ploeger companies lasted from September 1961 until September 


1962 and thereafter. a rift developed? 


A I couldn't answer the question. I don't know the 
answer to it. That was out of my bailiwick. 

Q Directing your attention now to the period from 
September 1961 wmtil you moved your plant in January 1963, 
& period of approximately 15 months, during that entire 
period of time did you use the Ploeger material exclusively 
in manufacturing your ribbons? , 

A Yes, we did. oe 

Q ' Did you make any experimental ribbons during that 
period of time? . 


A We made many. 


: 


Q Would you ganerthe atas the nature of the experi- 
mental ribbons, if any that you can recall, what sort of 
ribbons did you make in that 15-month period? 

MR. HALL: Well, Your Honor, we ought not to have 
to tell them ali of our experimenting that we did. 
THE COURT: I thine you better ask one question at 
a time. Don't ask the witness to give a whole narrative. 
: BY MR. ROBSON: ae 


| 


Q ie How many other types of experimental ribbons did you 


—— 
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work on? 

THE COURT: I would like to be informed what the 
relevancy of ali this is. 

It is not denied, in fact, admitted expressly, 
affirmatively, that the defendant was manufacturing ribbons 
which corresponds to Plaintiff's Exhibit 17. The is question 
is, was it an infringement and was the plaintiff's patent 
valid, 

Now is there anything else to the first cause of 
action? 

‘MR. ROBSON: No, sir. I am directing these ques~ 
tions in an attempt to get at the question of whether it was 
an infringing ribbon. Maybe I am doing it a little awkwardly, 
but that is what I am leading to. 

THE COURT: Whether it was an infringing ribbon 
or not is @ question that has to be determined by comparing 
the structure with the claims. 

MR. ROBSON: All right, let me withdraw the last 
question and go to this point: | | 3 

BY MR. ROBSON: 

Q You were shown a ribbon which has been identified 
as Exhibit 17, which I believe is on the table before you, is 
that correct? 
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THE COURT: Yes, he has. That question is excluded. 
He has been shown it and it is there. 

BY MR. ROBSON: | 

Q When did you see Exhibit 17 for the first time 

before testifying today? | | 

THE COURT: I am going to ask you this question: 
what is the relevancy of this to the issues involving the first 
count of the complaint? The only question that has to be 
eens » it seems to me, the way the evidence has been 


developed, ‘is the plaintiff's patent valid; second, is 


plaintiff's Exhibit 17 an infringement of 1t. You don't have... 


to prove they were making Plaintiff's Exhibit 17 because they 
admit it. : 

MR. ROBSON: If I understood this witness! testi- 
mony correctly, he testified that Exhibit 17 was manufactured 
with plaintiff's material and not material which infringed. 

Now maybe I misunderstood, but perhaps I ought to ask him that. 
That was his direct testimony, I understand. 

THE COURT: Very well, I will let you proceed in 
your own way. I want you to have full opportunity to present — 
your theory. ae | | 

Q Is it your testimony that the inked portion of ; 
Exhibit 17 was manufactured or processed by one of the Ploeger — x 
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companies? 
A Yes. 

THE COURT: Well, you put the ribbon together and 
sold it commercially, isn't that it? 

‘THE WITNESS: That is correct. 

THE COURT: Who inked it? 

‘THE WITNESS: The material was purchased through 
Schwarzenbach=Huber and I understand that Ploeger was the 
people that actually did it for them. 

THE COURT: Who inked the material? 

THE WITNESS: I really don't know. 

THE COURT: Did your concern purchase the material? 

THE WITNESS: We purchased the material. 

THE COURT: And then you sent it over to Ploeger 
to be cut, 4s that it? 

THE WITNESS: No; we purchased it from Schwarzenbach= 
Huber and they had it done at Ploeger, had the material cut. | 
Then as I understand it, it was sent out to other companies 
to be inked, Eaton Allen <-- 

THE COURT: Did Speliright have any direct connec= 
tion with the Filmon Process Corp. in connection with these 
ee Did you have any direct dealings with Filmon? x 

HE WITNESS: With Filmon? No, 2 I didn't. Idon't 
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know anything about ~- : 

THE COURT: When I say you, I mean Speliright. 

THE WITNESS: No, sir. You see, Your Honor, as I 
understand it, Schwarzenbach-Huber were the sales agent and 
Ploeger were the ones that did the work. 

THE COURT: TI see. : 

THE WITNESS: I was only interested in the actual 
development of the ribbon, and the pencnneine was done mostly 
by Mr. Wolowitz. | : 

THE COURT: Very well. | 

THE WITNESS: Perhaps I didn't understand about 
those things -= : 

THE COURT: You have answered my question. 
BY MR. ROBSON: 

Q How do you determine, or did you determine that the 
ink portion of Exhibit 17 was made by or. processed by the - 
Ploeger Company? | 

A The ar an which the packing 2s put on. 

Q Did you examine that piece ot xibbon at any time 
under a microscope or with any other tnstruneat? 

A < No, I haven't. ee 

“Q mave you ever seen it before you sat dom tn the 3 

courtroom today? 
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A This particular spool? 

Q This particular spool. 

A I couldn't say that I have or have not. We made 
many ribbons. 

Q Did Speliright obtain printing ribbon similar to 
or identical to the ribbon on Exhibit 17 from any place other 
than Schwarzenbach-Huber? 7 

A Not to my knowledge. 

Q Did Spellright make material similar to that in 
its own plant at any time? 

A We made some material similar to this later. 

Q When was later? 

A Oh, we were making these experiments and we 
attempted to do it, but not very satisfactorily, so we continued 
to use Pioeger. 

Q | Will you tell me when it was, what period of time, 
by date, that the Spellright Company made this material itself 
instead of obtaining it from Schwarzenbach=-Huber, whether it 
was for experimental or any other purpose? 3 

(Pause. ) : 

ho Counsel, you want exact dates. I can't give it.to 
you. I have been away since 1965 and ee my own business. se 
and I just can't give you exact cates. se 
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Q Will you give them to me as close as you can? 
A ‘We made, as I said, many types of ribbons. Let's 
see. It was after '63. : 

THE COURT: What part of the work on these ribbons 
was done by Spellright? ae 
THE WITNESS: What part was Gone by Spellright? 
THE COURT: What part of the work was done by 
Spellright? : 

THES WITNESS: Judge, at what period of time? As 
long as we were purchasing material from Schwarzenbach=Huber 
we didn’t fool with the ribbon at all. : ; 

THS COURT: What did you do with it? You just 
bought it from Schwarzenbach-Huber and then resold it, is that 
all? | | 

THE WITNESS: No. The ribbon we got from them was 
quarter-inch, approximtely, with a backing on it. And then, 
of course, the bottom portion of the correcting material, we 
purchased that through another company. | We had to cut and — 
process it and join it together and make the -= 

THE COURT: That is what I wanted to know. What 
part of the process was done by Speliright? 

THE WITNESS : Spellright aia ali of it except for 
the cloth oe of the ribbon that we were ee from — 


. eae n : 
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| THE COURT: You did all of it except what? 

: THE WITNESS ¢ The cloth portion of the ribbon we 
> bought from Schwarzenbach-Huber -- or Ploeger, the inked part. 
: : THE COURT: But I want to know what part of the 
process was carried out by Speliright. 


THE WITNESS: This black portion we purchased from 
Schwarzenbach=-Huber. It was later inked by an inking company. 
Then it was shipped in to Speliright here, 

The bottom portion of the ribbon, of course, we 
as obtained in large rolls. This was cut and processed at Spell- 
right, and then the ribbon itself was put together at Spelliright. 

THE COURT: Where was the nylon film put back of. 
the ribbon, was that done at Spellright? . 
THE WITNESS: Yes. | 
_ BY MR. ROBSON: ; 
Q How much material was -- withdraw that. 
Spellright placed nylon film itself on some of the 
is printing ribbon, is that correct? 
oe eee ‘THE COURT: He has already answered the Court's 
zs question to that effect and said so. 
"@ Qn how much material was that done? > 
A ‘How much material? ee 
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Q Yes. 
A That is a tough question to answer. I can't. I 
ave no way Of knowing how much. ! 
' Q Approximately. Was: 200 < yards, 200,000 yards -- 

THE COURT: I don't think ae are going into that, 
Mr. Robson, because that goes to the 1esue of damages, if any. 

Now I think we will suspend at this time util 
tomorrow morning. ) 

How much longer will your cross—examination be? 

MR. ROBSON: Five or ten minutes with this witness. 

THE COURT: How much more &o you have? 

MR. HALL: Well, I have one very short witness and 
then I ame Mr. Wolowitz, so we should be Gone in an hour and 
ahalf. | | Re 

THE COURT: Very well. | 

MR. ROBSON: If Your Honor please, I would iike to 
hand up a trier which we have prepared on the question of prior 


| 
art. : 


THE COURT: Very well. I am sure it will be helpful. 
Well, I don't think I need this. My view of 
legal encyclopedias is they are useful only as sources out of 


which to oe references, chat is es they are not authoritative 


ore os “ih 


Tite ss Wa 
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in themselves. Unfortunately, every once in a while they cite 
references that don't stand for the propositions for which they 
cite them. That used to be particularly in the older encyclo- 
pedias. I think they have reformed. 
MR. ROBSON: TI have had that experiences many times. 
THE COURT: Of course. 
(At 4:00 p.m. trial stood in recess, ea 


to reconvene 10:00 a.m., October 8, 1967.) 
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PROCEEDIN os 


THE COURT: We will proceed sien the case on trial. 
Thereupon : 
HARRY He FARRELL | 
resumed the witness stand and further testified as follows: 
CROSS-EXAMINATION  (Resumed) 
BY MR- ROBSON: 
@ Mr. Farrell, would you tell me, Please, how many 
experimental ribbons were sent to a customer when you sent the 
experimental ribbons? ; : 
A We sent out very few. There were just a few 
integrated with orders. : 
Q When you sent &n experimental ribbon to a customer, 
did you send any letter to the customer advising him that he 
was receteine an experimental ribbon and not an ordered ribbon? 
A No. We used our mimeographed sheet, I believe; a 
mottos to distinguish the difference in the two. 
Q Woat did the mineographed sheet say about it Deing an : 
RES ribbon? = | 
A I never read it. : 
Q How many employees aia ‘the spelieigns ace 
a ees 
_ 1962, three or = four, I delieve- S 


eee ; 


ara 
b 


| 
| 
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Q The three were you, Mr. Wolowitz, his sister, and one 
other? 

A I think so. 

Q I show you a leaflet which has been marked, I believe 
it is Exhibit 7-A, and ask you whether that leaflet was enclosed 
in all packages of Spellright ribbons during the year 1962 and 
during the year 1963? 

MR. HALL: _ Your Honor, witness has already testi- 
fied that he had nothing to do with the shipping department 


of the ribbons. hs 


4 


THE COURT: This is eross-examination I think it is 


permissible on cross-examination. 5 
‘WHE WITNESS: I couldn't say whether this was enclosed 
in every ribbon, Beceune: as I've already said, the packaging 
and the ani pping was -- I had very, very little to do with 
that. | Ee 
BY MR. ROBSON: 
& Who did the packaging and shipping? You and 
Me. Wolowitz did the experiments, is that correct? 
A That is correct. 
Q And Mrs. Jacobs was the bookkeeper? 
A That is correct. | 
Q Who aoe the ee manufacturing and cunning of 
the business? 3 | 


A Well, the manufacturing, I aia quite a bit of that, 
and Mr. Wolowitz did as well. And the shipping was done by -- 
let's see -- we had several employees, outside employees, that 
did most of that. | 

Q When you say "outside employees » Go you mean you 
shipped the merchandise out of the plant? 

A No, no- They would come in and work for Spellright 
at different intervals. They were employed by Spellright. 

Q In 1962, you said there were three or four employees. 

A - In 1962 — let me get uy dates straight. I believe 


in 1962, we had — in '62, I believe we had quite a few employees. 


I think I am in error. I think we had probably twenty-five or 
thirty employees at that time- : 
You had twenty-five or mite aie 


Something like that. 


> 


© 


sin 1962? é 
| A&A We had quite a few. “Z don't know exactly how many we 
Q Do you have any idea what the pay roll was? 
A Xo, TI don't. | 
1 ~ Were you a stockholder of the Spetiright Corporation? 
A 
Q 


I was given stock, yes) 


: ‘So you have no idea whether that leaflet was included : 


‘ ; i 
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in the boxes or not? 

A No, I couldn't say. 

Q In 1962 and up through June 1963, do you know whether 
the Speliright Corporation owned any patents? 

A No- I couldn't say. : don't know whether they owned 
patents or not. 

“:@ — {Dolyou have anyitdea whet theories Patented 
Construction backing keeps type clean," means on the leaflet 
in front of you? 

A (Perusing the exhibit.) The word -- I don't kmow 
anything about patent law- I would assume that everything in 
the ribbon was patented, the tape was patented, the glue was 
patented, and everything else. To me, the word “patented” 
simply means something like "Grade A beef" or "Choice," or 


something like that. It's a similar word. 


Q What about the whole sentence, "Patented Construction 


backing -- " 


THE COURT: I think that is a matter of construction 


for the Court. 
MR. ROBSON: I just want to Jmow what this witness 
understands that to mean in the leaflet. 
- THE COURT: The witness did not compose this leaflet, 
“7 it makes no difference. If he was responsible for it, that 


vo beal gs = 


ite 


= bpp 


_ would be different. The testimony is that Mr. Kaufman composed 


BY MR. ROBSON: 

Q Let me ask you this one question: Mr. Farrell: 

Was there any substance on the Spellright ribbon 
which, to your knowledge, had the effect of keeping type face 
clean? : 
Yes. 3 | 
What was that? 

It was a plastic backing. : 
On what? | 

On ies cloth part of the ribbon- 

The printing part? : 

The printing part, the black 

MR. ROBSON: No further questions, Your Honor. 


> © r © PP © Pp 


MR. HALL: I have here a piece of ribbon that I ask 
to be marked as Defendants' Exhibit 13. 
(Defendants Exhibit No. 13, a piece 


of ribbon, was maicked for identifica- 


MR. HALL: For identification. 
REDIRECT EXAMINATION 


BY MR._ HALL: hd 


Q Mr. Farrell, you testified that when you made 
Plaintiff's Exhibit 17, you used some Ploeger material, didn't 


you? — : 
A Right. | 
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Q Now, I hand you this exhibit, Defendants' Exhibit 13, 
and ask you if this is the kind of Ploeger material that you 
used? 

A (Examining the exhibit.) Yes, Counselor; looks like 
it. 

Q Now, it has the film backing on the nylon ribbon, 
doesn't it? 

Yes, sir. 
And that's the way you received it from Ploeger? — 


Correct. 


Oo - BH PF 


You didn't put that film backing On, aid you? 

A No, indeed. 
MR. HALL: I°ll rip off a little end of this so the Court can 
see the film backing- Your Honor possibly can see the film 
backing. I thought maybe I could cut a little piece off with 
my knife so you could see it. Perhaps you can see it without 


that. . 
THE couRT: What is this? Is this the fiin? 
YR. HALL: No, this is the nylon cloth with the film 
backing. | | | 7 
HE COURT: Oh, yes. It is so minute. 
. MR. HALL: If you work it back and forth with your 
hand. 


. THE COURT: It will take a magnifying glass to see 
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that there are two layers. 


MR. HALL: Can I give you a magnifying glass? 
THE COURT: If you have one. : : 
MR. HALL: It is a very cheap one- 


(The magnifying glass was passed to the 
Court -) 


THE COURT: Naturally I would aot question your 
statement, Mr. Hall, that there are two layers there, irres- 
pective of the fact that it is difficult to discern them. _ 

BY MR. HALL: : 

Q Mr. Farrell, you took this Ploeger material that had 


the nylon film together with the nylon backing, and you 


attached an additional piece of nylon to it, is that correct? 
A That's correct. | : 
Q And that's the piece of nylon that you told the 
Judge yesterday that you put on, in adaition to what Ploeger 


jos 
tes 
~ A 


sent you, is that correct? 


A.. That is correct. | 


Q Now, can you show the Court on this ribbon, 
Defendants’ Exhibit 13, where this additional piece of nylon — 


is that you put onto Eicegexs nylon? . : 
A Do you mean the piece of backing? 


Q Yes. ‘Show what you Put on in addition to what 
Mr. SS had? Se 
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A Well, on the lower part here, on the blue portion. 

Q That is the piece of film that is behind the 
correction material? 

A That's correct. 

Q And you welded it onto the piece of correction 
material -- I mean you welded it onto the piece of film that 
was on Ploeger's ribbon to begin with? 

A Correct. 

MR. HALL: Possibly, if there is no objection, we 
could peel some of this back so that Your Honor could see it 
very clearly- 

THS COURT: Our ever vigilant Clerk showed me where 
the second layer is- He sliced a piece of it off. I see it 
there. | 

MRo HALL: I don't know whether I can do this or not, 
but this may enable you to see both layers. I believe it is 
very important, Your Honor. It goes to our defense of non- 
infringement. Yes, I think I am going to be able to do this. 
Yes, I was able to do it. Let me get my glass. Could I hand 
Your Honor again my magnifying glass. 

(The material was passed to the Court.) 

a. MR. BALL: <I would like for you to look at this film 

which you will notice is a half inch wide. The Ploeger filn 
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was a quarter inch wide, as per Defendants’ Exhibit 13, but now 
the film is half inch wide, and there are these two strips here 
that were both sealed down to that half-inch wide filn. 

THE COURT: ‘Thank you. There are two rilms there, 
one alongside the other. Is that what you contend? 

MR. HALL: Yes- And one of them is Ploeger's filn. 
"You see the one behind the black part — 

THE COURT: There are two films, one dehind the black 
part and one behind the blue part, is chat it? 

MR. HALL: That's right. dnd the one behind the 
black part is Ploéger’s film, and the black part of the ribbon 
is Ploeger's own ribbon; so that the black part, together 
with the film that is behind the black part, is Ploeger's own 
material, exactly the way he sent it.- : | 

is that correct, Mr- Ferrell?” 

. THB a That's correct. _ 
e HALL: find then the blue part 1s not fused to the 
film, is it, Mr- Farrell? Tt 1s put on by cement? 
THE WITNESS: Correct. | 


THS COURT: Dia you purchase ribbon from anyone else | 


but Filnion? eee: ae 
Si = = WITNESS: No, we did not. | 
PO ee OR ~ HALL: ppackane you misunderstood the = 
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question. You mean you didn't purchase any other ribbon with 
&, backing on it -- 

MR. ROBSON: Your Honor, I don't believe there is 
anything in the record to indicate that the witness misunder- 
stood anything. If Your Honor please, I think this is improper 
redirect, and I object to him telling the witness he misunder- 
Stood the Court's question. 

THE COURT: I do not permit colloquy of counsel 
during an examination of a witness unless there is an objection 
to the admissibility of evidence. 

I think that both of you gentlemen had better clear 
this point up- | 

What is your theory here, Mr- Hall? 

MR. HALL: Our theory is that they are suing us for 
4nfringement on their own material, that the only thing in our 
ribbon which Mr. Ploeger pointed Snel on his direct examination 
as being an infringement was his own material. 

THE COURT: Is it your theory that during the period 


' 4n which the defendants were charged with infringing a patent 


that actually they were buying the plaintiff's material and 
using that and attaching the extra strip to-it, is that it? | 

+ WR. HALL: As for all the ribbons that they have ever _ 
produced as coming from Spellright, that is true. 


Anh teen ee © 4 


614 


THE COURT: Is it your contention that Spellright 
has not produced any printing ribbon Sonesta the two layers | 
plus the film backing, other than what they nad purchased from 
the plaintiff? | | 

WR. HALL: No- We did have an additional approxi- 
mately one thousand ribbons in that category, but they were 
quite different, and they don't infringe for additional 
"reasons that I SS given, and none of them have ever been 
produced by the ARES and none of them have ever been — 
officially charged to infringe in this case because, so far as 
we know, the plaintiff never had one of them in its possession- 
At least -- : 

THE COURT: ‘The plaintiff charges infringement, and 
he produces Plaintiff's Exhibits 11 and i7- 3 

MR. HALL: Yes. | : 

THE COURT: Plaintiff's 11 1s claimed to have been 
purchased from Abraham & Strauss. The plaintiff claims that it 
has shown continuity of possession from the moment that 
Plaintiff's Exhibit il was purchased from Abrahan & Strauss. 

_ Now, it also claims that there is circumstantial evidence to the 7 
: | effect that Abraham & Strauss purchased Plaintiff's Exhibit 12 


and others like it from the defendants, because the defendants: OG 


admit that they shipped * some ribbon to ‘then. and thet Abraham & : 


not ail of those sold to all of the other companies. 
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Strauss was selling it in boxes bearing the smprint of the 
defendants. The plaintiff would have the Court draw the 
inference by this circumstantial evidence that Plaintiff's 
Exhibit il was produced by the defendants. 

That contention is not entirely without foundation, 


because even in criminal cases the Supreme Court held in the 


Holland case that.it is no longer necessary that circumstantial 


evidence be strong enough to eliminate every possible con- 


clusion but one.- 


Do you contend that the ribbons that you sold to the 


various concerns, among them Abraham & Strauss, listed in 


Exhibit 18, were made of supplies purchased from the plaintiff? 


MR. HALL: The ones sold to Abraham & Strauss were | 


made exactly like the one that you are holding in your hand, 


but <= | | 
THE COURT: I understand that. I am assuming that — 
they were, but is it your contention that all of them were 
made of material that came from the plaintiff, that the 
defendants purchased from the plaintiff? 
WR. HALL: All of those from Abraham & Strauss, but 


‘HE COURT: Not all of them? 


MR. HALL: Not all- But those other ribbons were 
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made a different way, and we have a aifferent reason for non- 
infringement with respect to thems and none of them have been 
produced or charged in this suit. : 

THE COURT: SBut the inference that I draw from the 


testimony is that after the conference in 1962, when the 


defendants' request for an exclusive license was denied, there 
were no more dealings between the plaintiff and the defendants. 

MR. HALL: We had two hundred thousand yards of their 
material on hand at the time this suit was filed. We bought a 
million and a half yards, and it took --_ 

THE COURT: There is no evidence of that. 

MR. HALL: Yes, Your Honor, I think there is 2 stipu- 
lation in the pretrial order. | 

THE COURT: Suppose you cali my attention to the 
particular provision in the pretrial order, because I do not 
have all | of it in mind. : 

I think this 1s a rather important point Do I 
understand correctly your contentions, Mr —— the way that 


I summarized them? i 

MR. ROBSON: You correctly understood our contentions 
exactly, except that therers just a Little bit more to add to 
what you have already understood. } 


— COURT? om far os x have gone, is that correct? 


a 
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MR. ROBSON: As far as you have gone, that is abso- 
iutely correct. But I would like to refresh Your Honor's 
recollection on the testimony of Mr. Ploeger and Mr. Seidel 
with respect to the physical examination of the ribbons 
purchased at A & S under a microscope. 
THE COURT: - That is going off on a tangent. As TI 


understand it, the defendants' contention is that the alleged 


infringing articles were made of materiai purchased from the 
plaintiff. Of course, I suppose, if that is so, there is no 
infringement, is there? 
MRe ROBSON: There would, of course, be no infringe- 
ment, but two witnesses have testified to the eRe: 
MR. HALL: Your Honor, the pretrial order, on 
stipulations -- 
THE COURT: What page? 
MR. HALL: Page 2. (Reading.) Prior to November 
1962, plaintiff, Filmon Process Corp-, sold to defendant, 
: Spelliright Corp., certain materials used in the manu- 
facture of typewriter ribbons. Said materials were used 
in the manufacture of typewriter ribbons which were sold 
under the name of Speliright. 
“Wow, I will prove the quantity of material by a later 


f 
if 


witness. 
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THE COURT: Very well. I think that this short dis- 
cussion has helped to crystallize the situation. 
BY MR. HALL: i | 
Q Mr. Farrell, did the Speliright Corporation ever make 
any Filmon material of the type of Defendants * Exhibit 13? I 
mean seek. it ever manufacture any ttseits or did it get all of 
Se cee the prosper company? : 
A Wo, we bought all of it from Ploeger company. 
QC Rnd when you used e192 ot tat ose toe 
different nature of ribbon? : 
A Correct. | 
QR And you used a different nature of ribbon from that 
time thereafter? . ee 
A That's right. | 
MR. HALL: No further questions, Your Honor. 
BY MR. ROBSON: | 
Q Mr. er. ts it your testimony that the Speliright 


Corporation never produced a SEES ribbon or 2 printing 


: elenent which was made up of a portion of printing fabric and a 


nylon film welded to each other? | 
A: Counselor, I don't understand your question. 
THE COURT: Suppose you repeat your question, - 
Mr. Robson, and clarify it — or simplify it- 


nobis buddy Gods dbubtnee-Os poke 
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THE WITNESS: Yes. 
BY MR. ROBSON: 
' Q You Be shown Exhibit 13, which is a piece of nylon 
: fabric welded to a piece of nylon film, is that correct? 
A Correct. | 
: Q You testified that Exhibit 13 was made by the Ploeger 
2 Conn of the Filmon Process Corporation, is that correct? | 
A That's correct. 
Q Did you or the Spellright Corporation ever manufacture 
on your own premises or anywhere else, other than in the Filmon 


Se Process Corporation's premises, a ribbon like this? 
A No. 
Q Never? . 
A No. 


Q Did you not hear Mr. Hall state that the experimental 
| ribbons were made of the same material and in the same manner? 
2 A Counselor, we made ribbons of every conceivable 

7 method tm POR Now, the ribbons what we make in experiments 
ee and what we were making for use and resale, there's a difference. 
D = @  Bon't read anything into my question. ‘The question 
ip | was: Did you ever make any ribbon like this? 
Z Be ko We tried thet mottos. yes- , : | 
2 Q You did make ribbon like this? 
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We made some. 


How many yards of ribbon like this did you make? 


> & > 


That's a difficult question. 
Q Was it enough to make one thousand ribbons, type- 


writer ribbons? 
A- <A thousand ribbons? Well, let's see -——- we could have. 
We cor have made —— : 
Q And those were the thousand ribbons that were shipped to 
the various stores, is that correct? i 
A We would make ribbons -- : 
Q What was done with those thousand ribbons? 


THE COURT: Let him finish his answer. 


4 v.27 


THE WITNESS: When we would make experimental ribbons, | 
we would send a few out for field testing, and so forth, very | 
few, because we were making the regular Spellright ribbon, and : 
we didn't want to go too far afield in any way. f 

THE COURT: I think you have answered the question. 

BY MR. ROBSON: E | 
stores in the United States for sale? : | a ; 
A _-I don't mow. whether they were or not- 


Q Were any of them sent to various stores in the one: 


ey 


United States? en ee fe od 
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A They could have been, yes, because all experimental 
ribbons, we would integrate a few. 
| THE COURT: You manufactured those so-calied 
experimental ribbons yourselves? You did not purchase the 
material from Ploeger Company, did you? 
THE WITNESS: That's right. We manufactured those 
oursdyes. 
THE COURT: Where did you get the material? 
THES WITNESS: It came from — from -- I don't know, 
Your Honor. 
THS COURT: Anyway, it oid not come from the Ploeger 
Company? 
THE WITNESS: Not to my kmowledge- 
BY MR. ROBSON: 
g Now, you were shown an exhibit and asked whether this 
was Ploeger material or not. And you loqked at it. 
A Yes. 
Q Would you tell me how you can tell by looking at this 
with your naked eye who manufactured this? 
A Ploeger is the only one, to my knowledge, that was 
manufacturing a piece of ribbon of that type -- to my kmowledge- 
Q How do you know this is not a piece of the experimental 
ribbon manufactured at Spellright? — | 
AX don't know that. 
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Q could be, could it not? : “ 


A It could be. 


g You can't tell the difference With the naked eye, 
can you? 
A No, you cannot. | 
Q nos were shown Exhibit 17 -- : 
THE COURT: I want to say this, gentiemen, if it 
should come to that, I think that there would have to be an 
accounting. At the accounting proceeding it wiil be necessary 


to show which ribbons were made of material purchased from the 


plaintiff and which were made of material purchased from others. 


I do not think that I am going to decide that question here. 
MR. ROBSON: I just want to make sure that we have 

evidence of infringement clear on the recard- 
THE COURT: Yes. 
BY MR. ROBSON: 


Q = show to you Exhibit 17, which is the ribbon that — 


was shown to you by Mr. Hall and which you testified was made 
by the Ploeger Company, and I ask you whether it is not true 


that by looking at this you cannot tell whether at was made by | 


Ploeger or whether it was one of Spellright's experimental 
ribbons, 1s that correct? | : 
ARS T cat tell whether thet ritbon was mde by 


‘ i 
| 
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Speliright or Eaton-Allen or anyone else. That's just a name -- 


Q In other words, when you testified on direct examina- 


tion that this was made with Filmon material, you were just 
guessing, is that correct? 

A No, I wasn't guessing. As I understand it, during 
the year -- 

THE COURT: Just a moment. That is a matter of 
argument. Don't argue with the witness. 
BY MR. ROBSON: 

Q ° = show you what has been marked Plaintiff's Exhibit 
iz for identification, and ask you to tell me, looking at 
this, whether it was made by Speliright, one of the Ploeger 
companies, or anybody else? 

A (Examining the exhibit-} Counselor, I can't tell 
who it was made by- Ploeger could have made it, someone else 
couid have made it, Spellright could have. made it. 

; MR. ROBSON: No further questions, if Your Honor 
ae 
MR. HALL: No further questions. 
THE COURT: You may step down, Mr. Farrell. 
= | | (The witness stepped down.) 
MR. HALL: Mr. Montague, please. - zs 
Thereupon 2 
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HOMER R. MONTAGUE | 
called as a witness by the defense, being first sworn, was 
examined and testified as follows: | 
DIRECT EXAMINATION 
BY MR. HALL: 


K >) 


Would you state your name, age and occupation? 

A My name is Homer R-. Montague. | 

THE COURT: What is your first name, Mr. Montague? 
THE WITNESS: Homer. : 

THE COURT: H~-o-m-e-r? 
THS WITNESS: Yes, sir. 


A (cont-) I am fifty-four years old, and I ama 
patent attorney. . : 
Q Would you state how many years soe have been a patent 
attorney? | 
A Weli, I was admitted to practice in 1946, I believe. 
Q The plaintiff has introduced a letter, Plaintiff's 
Exhibit 20, written by you to Mr- Seidel, and I would like to ask 
you if, at the time you wrote that letter, you had ever seen 
the Ploeger application for patent or the Ploeger patent, or 


anything tangible about it? 
THE COURT: I wonder if this is relevant to the 


tet 


issues, Mr. Hall? | | | 
"ss WR. -HALL: =Well, they brought it up. They 
" os ¥" . Cee a Vey ; = owe , : ~ 
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apparently are trying to Sey that we were seeking some sort of @ 
license from them, and they referred to this letter. 

Now, at the time Mr- Montague wrote the letter he had 
never seen Ploeger's application- 

THE COURT: I understand that, but how is it 

- relevant? 
_ MR. HALL: It shows that he was not recognizing that 
Mr. Ploeger had @ valid patent, he had never seen it- 

THE COURT: I do not think that testimony is 
admissible. | I must say that I do not consider a request for 
license an admission that the patent is valid. If they can 
get good terms, many people would rather bay for a license 
than to litigate- I do not think that the application for 2 
jicense is an admission of the yalidity of a patent any more 
than the negotiations for the settlement of 2 lawsuit 3 
constitutes an admission on the part of the defendant that the 
plaintiff's claim is valid- | 

. BALL: Very well. That has very a shortened 
Mr. Montague's testimony. 
[THE COURT: Very well. 
BY WR. HALL: : 3 
Q Mr. Montague, did you attend a meeting with © 
Mir. Seidet in September of 1962, or some such date as that? 
A Pasig oe ere in Philadelphia. Ss 


626 


Q At that meeting did Mr. waroeris say anything to the 
effect that he would infringe? : 

A I don't recail his saying so. 

a Now, at that meeting did you tell Mr. Seidel that 
Mr. Wolowitz did not have an allowed clain? 

A No- 

Q Can you tell us why you would not have mace such 2 


statement? 


MR. ROBSON: If Your Honor please, I object to why 
he wouldn't have made it. : 

THS COURT: Objection sustained. What statement are 
you asking him about, Mr. Halli? ~ : 

MR. HALL: Mr. Seidel's. Mr. Seidel testified that 
Mr. Montague told Mr. Seidel that Mr. Wolowitz aid not have an 
allowed clain. . | 

THE COURT: Oh, well, Mr. Montague denies this. I 
do not think it is very important anyway, but I will sustain 
the objection as to why he would not make such a statement. 


BY MR. HALL: 


Q Did Mr. Wolowitz have an allowed claim at that time? - 
i . 


Yes. * 


Approximately what date aia the patent Office first _ 


allow a claim on Mr Wolowitz 's ‘self-correcting ae 
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A It was in an office commmication in June of 1961. 
g And did you promptly communicate that fact to the 
Spellright people? 
A I'm sure I cid. 
MRe HALL: No further questions. 
CROSS-EXAMINATION 
BY MR. ROBSON: 5 
Q I believe your testimony was that you did not recall 
that Mr. Wolowitz advised Mr. Seidel or Mr. Ploeger that he 
intended to infringe the patent, is that correct? 
A That is correct. 
Q Did you hear everything that was said by Mr. Wolowitz 
at that meeting? | 
A Probably not. 
MR. ROBSON: May I nave the letter? 
(Phe witness handed Mr. Robson the letter.) 
MR. ROBSON: No further questions- 
YR. HALL: No further questions- 
THE COURT: You may step down. 
(The witness stepped down.) 
Thereupon 7 
7 WILLIAM H. WOLOWITZ 
called as a witness by the defense, eee first sworn, was 


' examined and testified as follows: 
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DIRECT EXAMINATION 
BY MR. HALL: | 
Q Would you state your name, age and occupation? 


A My name is William H. Wolowitz -- W-o-l-o-w-i-t-z- 


I'm fifty-eight. I'm president of Spellright Corporation. 


Q Would you state your education and your experience, 
being very brief about your experience? , 

A I graduated with a Bachelor of Arts degree from 
American University, and I graduated from the Army Industrial 
College. i 


I was president of United Typewriter Company, of 


United Equipment Company, of two or’ three other companies, and 
president of Spellright SSS and 2 have been engaged 
in research and development and have acquired quite a number of . 
patents in my field. : 
Q Mr. Wolowitz, you mentioned that you were president | 
of United Typewriter Company. Is that 2 retail store down on 
Fourteenth Street? 7 = 3 
A Yes, it is a typewriter SS that is at 813 
Fourteenth Street, Northwest, that was engaged tn the business ~ 
of selling a full line of office machines and the repairing, 


“~ ’ 


servicing snd rental cf chose machines 9 
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Q Over what period of time were you in charge of the 
company when it was selling that line of equipment? 

A Beginning in 1927, I became president about 1930, and 
was SO engaged with the exception of the time during World 
War II through 1962, thereabouts. 

Q All right. Getting back to the years 1957 and '58, 
was your store selling any nylon typewriter ribbons? 

A Yes, nylon typewriter ribbons were sold by our 
company. 3 

Q Tell us, if you can, -- a rough idea about the volume 
of nylon typewriter ribbons against other types of typewriter 
ribbons? 

A We sold mostly cotton -- we sold mostly cotton 
ribbons. Second in sale to cotton ribbons were nylon ribbons. 

Q Were there any other materials generally soid on the 
market at that time, other textile fabrics than cotton and 
nylon, that were used for typewriter ribbons? 

A Yes, we also sold silk ribbons. 

Q Would you say that cotton, silk and nylon were the 
common three textile fabrics used in typewriter ribbons in the 
years 1958 and 1959? 

A Yes. In fact, they were the only ones that I kmew of. 

Q Now, Mr- Wolowitz, you want to make a test something 
similar to the one that Mr. Ploeger made. Would you think it 
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would be desirable for you to make ee test so that the 
creeping up could go on while-> your Case tore is in progress? 
A I would like to make a test. It would take = 
THE COURT: A test to show what, Mr. Hali? 
MR. HALL: Like the test that they made at the 
opening of their case. , 
Tas COURT: Very well. | 
MR. HALL: They said theirs went up higher. 
{THE COURT: What is the purpose of making another 
test? 7 : 
MR. HALL: Well, we are going to make a test showing 
&@ prior art patent. The thing goes up just as high as theirs. 
THE COURT: That is what I wanted to know. 
YR. HALL: We are going to show that with our ink 
which the witness will use that our ink is practically a paste, 
and our ink does not have a capillary that they are talking 
about, on which they are retyine 
So you could set up your apparatus and start your 
test in action. : 
THE WITNESS: If I may get my associate to heip me. 
MR. HALL: Yes- 3 ) ; 

; _ (The witness left the witness stand.) 
HE WITNESS: May I set them up here so it won't get = ‘ 
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on the desi? 

THS COURT: Let's not have colloquy across the court- 
room- 

WR. HALL: He wants to know whether he could make the 
test here- 

THE COURT: I understand, but let's not have anyone 
Speaking across the courtroom. 

7 MR- HALL: Excuse us, Your Honor. 

MR. WOLOWITZ: Excuse me- 

WR. HALL: He wants to know whether he should set his 
apparatus up over there or over here- 

THE COURT; It is immaterial to the Court, but I 
think that he should speak through coumsel and not address the 
Court. 

Suppose we take our mid-morning recess at this time 
While the apparatus is being set up. That will save a littie 
time. 

(Whereupon, at 11:07 a.m., the Court recessed-) 


AFTER RECESS 
11:25 a.m. 


BY MR. HALL: 
@ Mar. Wolowitz, would you tell the Court briefly what 
experiment you et to perform. 


A Yes. t have on one holder a nylon ribbon, plain, 


Ren Pine tok 
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with a piece of film unattached, as shown in the Markes patent. 

Q No sealing at all? | 

A No sealing at all of any kind. | They are lying on 
there, one on top of the other. And on the reverse side of the 
carrier I have a piece of Carter inked ribbon which I received 
from Ploeger. | 
S Q That 4s his material? | 

A Yes. And I have the same items on the other carrier. 

In my right hand, I will put the carrier in a jer 

containing ink which I bought at the drug store, Script ink. 
in the jar at my left hand I have ink of the paste type which 
Speliright used in its inking of ribbons, ali ribbons that we 
made that did not use the Ploeger material 

Q Don't put it in yet- 7 : 

A I will not. : 

Q You have only a quarter-inch wide Ploeger material. 
Are a willing to include a half-inch strip, Ploeger material 


-@ half inch wide, if they are willing to give you a2 strip? 
A I certainly am willing... , 
Q _ But you do not have a half-inch strip of Ploeger 


material? 
—& —~Tdonot- sees = 
WR. HALL: If you wish us to run the test with your 
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half-inch material, please give us some. 

MR. ROBSON: I couldn't care less- As I pointed out, 

it has nothing to do with the test. 

THE COURT: You have 2 right to decline. 

MR. HALL: All right. Then proceed with your test. 

THE WITNESS: ‘I put those in at 11:28, and I will 

: let them set for a few minutes. 

BY MR. HALL: 

Q Mr. Yolowitz, I want to read some testimony given by 
Mr. Pliloeger, and ask you if oa agree that this happened: 

Mr. Wolowitz approached me and asked me whether or 
not I would permit the words, “Patented Construction 
backing keeps type clean," seeing that I was going to 
issue or that ~- in other words, seeing that I had a 
patent covering those words, and in the absence of his 
own patent it would dignify his product with those words. 
A That is an incorrect statement. | 

THE COURT: What was your answer? 

“(HE WITNESS: The statement that Mr. Hall has read 
me is an incorrect statement. | 
- THE COURT: An incorrect statement. 

BY MR. HALL: | 

Q What contact, if any, did you have with the words, | pone 
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"Patented Construction backing keeps eee tetcanes 

A i had no contact with those words - 

Q Where were you at the time that the leaflet was made 
up and printed? : 

A i was in the Washington Hospital Center- 
Q You had had a major operation? 

A i was there for about four to six weeks, as I recall 
it, in about March or April -—— March and Apri? of 1962. 

Q Well, now, after you got out of the hospital, what 
were your duties with respect to the United Typewriter Company 
and the Spellright Corporation, in general, briefly? 

& My duties were still as president of the United 
Typewriter Company, still as president -of the Spellright 
Corporation. In addition to that, I was engaged in research 
and development, and in other work outside of both fields that 
was — | 
THS COURT: .Nay = interrups you a moment, please. 
‘Mr. Hall, the witness, in answer to your question, said that 
the statement you read as made by Mr. Ploeger was incorrect. 
Perhaps it might be useful to point out what part of it was. 
incorrect. ‘ : aS : | 

". WR. HALL: Would you do that for the Court. 


_ HE WITNESS: Mr. Ploeger never did Suggest to me 
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that -- I think the statement read was that I had asked 

Mr. Ploeger' if I could use the words, "Patented Construction 
backing," as I recall the way you read that statement. I never 
made such a request as that Of Mr. Ploeger. That is what is 
incorrect about that statement. 


BY MR. HALL: 


Q Did you ever discuss the words, “Patented Construction ~ 


backing keeps type clean,” with Mr. Ploeger? 

A No, I did not. When the trial -- I mean after they 
sued us the subject came up, which was after June 21, 1963- 

Q Did you even know that these words existed in 
Speliright ribbons at any time that you were dealing with 
Mr. Ploeger? 

A I didn't pay particular attention one way or another. 
As I stated before, I was president of United Typewriter 
Company and other companies. For instance, United Typewriter 
Company sold 2 wide line of office machines. We had brochures 
and pamphlets from I don't know how many companies, and I 
didn't pay any attention to those particularly- I did look at 
the folder, I admit that. I don't know -- I can't say when I 
looked at it I didn't see those words, but they struck no note 
with me- I don't recall seeing them. They certainly didn't 
raise any -~ I didn't see them enough to pause over them. 


~ 
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Now, ‘you heard me read from the stipulation in the 


pretrial order about you buying material fron Ploeger. 


How much did you buy? 
About 2 million and a haif yards. Mr. Hall, -- 
THE COURT: How much? 

| 


THE WITNESS: A million and a half yards. 


Mr. Hall, it's now been four or five minutes since I 


put these materials in- I have no ruler here, but I would 


like to call your attention, if I can, now ~- 


THE COURT: No, I think you should confine yourself 


to answering questions. Counsel knows what questions to ask. 


moment? 


to you. 


A 


tnches=" 


THE WITNESS: Excuse me, Your Honor- 
BY MR. HALL: | 
Would you tell us the status of your test at this 


I'll be glad to, Mr. Hall. 
If you wish some sort of measuring rod, I can give it 


Would you please do that. 
(Mr - Hall handed the witness a measuring rod. es 

This reasuring rod you gave ue goes up to three 
The material that I Soest fron Ploeger —— I have now 


another mater ‘that goes full length — ‘the material that I got 
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from Ploeger appears to me to have risen, the ink appears to 
have risen three and a half inches. The material as per the 
Markes patent, nylon fabric with a film unattached, has risen 
the same distance. The material in the ink such as we use, 

I can't measure it. It is less than -- I have no instrument to 
measure it -- it Sorerre to be less than -- about a thirty- 
second of an inch -- about one thirty-second of an inch- | 


Q Possibly if we rotated this a little, the Court could 


A I will rotate each jar, I hope so the Court can see. 

Q Let's rotate this one very gentiy so that Your Honor 
can see both ribbons. 

A At any rate, the ribbon with the paste ink, both 
ribbons, if there is. any measurement, it would appear to be 
identical as to the rise of the ink, the vertical rise of the 
ink- * 

Q Let's make certain that the Court understands this 


experiment. Which one of them is the Markes patent? 


A The Markes patent is now on my righthand side. I 
will move the film separately. I will take the fabric sep- 
arately and show they are unattached for the full length. The 
Ploeger material is on my left, and I have now moved it so you 


can see it as to the materials. I think the test is pretty 
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much finished, if you like. There's no point in it staying 
there » because they've reached -- they'11 just keep going up 
in this plane. If you wish to let the paste ink stey, I 
think you'll see in 2n hour or so it will rise no more than 
that. 2 
Q In other words, if you lay the two pieces of Ploeger 
ribbon together without sealing et the we > you will get the 
same capillary as if they —- | 
THS COURT: Will you repeat oe question, please, 
Mr. Halil. | 
Q If you lay the two pieces of Ploeger ribbon together 
without sealing them at the ecses, just lying Loosely on top 
of each other, you will get exactly the same capillary action 
as if you seal them together as Ploeger does? 
Yes. 
And you get no capillary action ac you use your ink? 
I wouldn't say "no," I would say ‘imperceptible, if 


THE COURT: What was your answer? 

THE WITNESS: I wouldn't say it nad no capililery 
action. = would say <2 aoosd ce imperceptible. 

THE COURT: ae . Very well. <I did not 
understand that word. Thank you. e2 

BY MR. HALL: 
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Q Now, then, do I understand that you used this heavy 
ink so as to reduce the possibility that your ink will run 
down onto the white part of your ribbon? 

A We use the heavy ink as in a machine: that, in effect, 
coats the top surface, the printing surface of the ribbon. _ 
Rather than using any other ink that we would use -- other 
inks that they have used go through and would possibly damage 
our white material. Our objective is to so treat the ink that 
it does not contaminate the white material. 

THE COURT: The answer to the question is yes, is it 
not? 

THE WITNESS: Excuse me, Your Honor? 

MR. HALL: Let's try to speed things up, because I 
think maybe we can finish by slightly after 12:00 if we go real 
fast. 

BY MR. HALL: : 

Q Now, does your nylon fabric have to be absorbent in 
order for your ink to work with it? , 

A No, it does not. 

Mm. ROBSON: I object to this as completely irrele- 
vant to the issues, whether he needs an absorbent fabric or not- 
THE COURT: Iwill allowit. 

_. MR. HALL: Your Honor, the claims say -- 

| THE COURT: I am allowing it. — = % 


MR. HALL: Oh, on- I est cox 
BY sR. HALL: | 
Q Mr. Wolowitz, does it make any eifference whether 
your fabric is absorbent or not? | 
A Yes, it does. I would rather at were not absorbent 
for my purposes. ! 
Q So your ink wiil go in whether the fabric is absorbent 
or not? : 
A My ink goes in on the surface eet aee of the 
absorbency of the fabric itself. : 
THE COURT: Do you have in mind the statement in the 
claims referring to an absorbent nylon strip? 
| MR. HALL: Yes, Your Honor. , : 
BY MR. HALL: i 
Q In your experimental ribbons, the ones you made 


without Ploeger material, did you try any nylon fabric that 
was not absorbent? : | 
A Yes. 
How did it work? | 
It oe suitable for ny purposes- 
Phe same as the fabric that is absorbent? 


& >» © FP 


Tr would like to read you some statements from the 


XI don't recall using any nyion that has been absorbdent- 
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file wrapper of Ploeger's patent and ask you if these are true 
in your ribbons: 

" .e- The ability of the present invention to pro- 
tect the capillary action of its absorbent material be- 
comes even more apparent when absorbent materials of 
extremely fragile and thin construction are required. 
Absorbent materials as thin as .002 inch may be 
incorporated in the present invention without fear of 
construction break down." 

Now, in your ribbon is there any capillary action 

that needs to be protected? 

A No, there is not. 

Q Now, later, on page 31 of the file wrapper it was 
stated: 

".e- The impervious plastic film of the present 
invention provides for a capillary action so-that each 
time a key strikes the film, the ink on the | inner surface 
of the film is forced through the layer of absorbent 
material." 

THE COURT: May I ask from what you are reading? 

WR. HALL: The file wrapper of the patent in suit. 

That was at the bottom of page 32. 
THE COURT: Very well. You may proceed. 
mR. HALL: It was the last sentence on page 31- 
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THE COURT: Very well. 
SY MR. HALL: | 
Q All right. Let's go to page 3h of the file wrapper, 
the first full paragraph on that page: | 
The printing ribbon of the present invention provides 
& reservoir of ink between the film and the strip of 
absorbent material. : 
Now, in your ribbon, do you use any reservoir -—— do 
you have any reservoir effect? : 
A No, we don't. I don*t recall answering that on 


page 31 of the file wrapper. 


Q Oh, let's see. =I thought you haa answered. Let's 

= back and read the last sentence at the bottom of page 31: 
The impervious plastic film of the present invention 

provides for 2 capillary action so that each time a key 

stxtkes the ftw the ink on the tmer surtuce or tie Come 

is forced through the layer of absorbent material. 

Would that happen in your ribbon? : 

a No, tt does not happen in my ribbon- 

Q : Does your ribbon have a capillary action? 

A” . There oe ‘some capillary action, t but there is no 
SEAS os 


Q ‘ wel, does —, test here show the eae amount 
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of capillary effect when your ink is used? 

A It would be imperceptible. 

@ Would you show the Judge how far your ink — 

Do you attribute the rise of the ink in those 
experiments to be hme to capillary action? 

A Yes, I do. | 

Q | And how far has aoe ink moved up as compared to the 
ordinary ink? 

A The one, the ordinary ink, has gone now to the pins 
that stop it. My ink appears no more than three thirty- 
seconds of an inch. In fact, if I may go a littie further, the 
action on the ribbon that is after the Stark pagent -- 
the ribbon that I. have put in the jar that imitates the Stark 
patent seems to have risen a little bit higher, if it. were ; 
measurable at all. 

Q You mean the Markes patent? 

A The Markes patent. 

Q All right. Now, let's move on cones 43 of the file 
wrapper, where they argued to the Examiner: -- 

THE COURT: What page? . | 
YR. HALL: Page 43. , 
: THE COURT: -Thank you. I have it. 


Q - (cont-} The middle paragraph. It says: 


’ 


"Phe tFilm-On' ribbon of the present invention has 


been put through extensive absorbency tests. The present 


invention was applied to fabrics of varying gauges and 
constructions. It was conclusively established that the 
maximum level of absorbency of all paeees tested, was 
increased between 20% and 30%. it follows, then, that the 
ribbon has achieved an ink holding capacity which must be 
considered as 130% absorbency-" 
Bow would such 2 Statement be applicable to your 


ribbon? 


A No, it would not be. 

Q Do you want to hold more or less ink then an ordinary 
typewriter ribbon? i 

A We want to under-ink, if possible. 

Q Why do you want to under—ink? | | 

A ‘The ribbon that we were manufacturing, the first 
objective was to correct the impresssion made by the type. 
Therefore, then, Ma mOnIe wane ee Stohe on Tapression made by 
the type as possible. , 

Secondly, the danger has existed from the very outset 

of the attempt for seif-correcting ribbons that the ink portion 
a a ee and we had to overcome 
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Q Now, it is your understanding of the Ploeger patent 
that its object is to hold more ink in a reservoir? 

A That's correct. 

Q And thus hold more ink than an ordinary nylon type- 

writer ribbon? | 

: ~A That appears to be the objective of his invention. 

Q That's what he claims is -~ 
MR. ROBSON: If Your Honor please, I object on the 
grounds that. the witness is neither an expert -- 
' (HE COURT: Objection sustained, because that is 

argumentative really and 2 conclusion. 
: BY MR. HALL: 

Q Now, what have you found with respect to the life of 
your ribbon with respect to the life of an ordinary nylon 
typewriter ribbon? 

A The way we inked my ribbon, it would not last as long 
as @n ordinary nyion ribbon. 

Q Now, the other side has introduced an exhibit, 

| Plaintiff's Exhibit 3, and you heard their testimony about it. 

) x : If your ribbon with your ink was used, could you have made as 

3 extensive 2 copy as this, with the ink retaining the same 
intensity of impression throughout the entire operation as they 


say happened in this case? 
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A It would ail depend on how Tie my ribborswere. If 
I had an extremely long ribbon, maybe fatty or sixty yards, it 
might. I haven't seen that exhibit. : 

Q Well, now, let's get back to the ribbons that were 
sold to the fbrehen, & Strauss store. Do cz know how they were 
made? 2 

A . Yes, I do. | 

Q I am speaking of the so-called Mark II ribbons. 

- Would you tell us briefly how they were made? 

A The ribbons that were sent to Abrahan & Strauss were 
made by taking Ploeger material which — about nine thirty- 
seconds up to five-sixteenths of an inch, either one of those 
materials, by superimposing that material with the fabric 
portion up over 2 piece of our correction material which a 
affixed to its back some film — let's say the righthand 
margins were aligned up with those two pieces, and the lefthand 
margin was cut off and away, so that we had all members I 
described sealed at one of its edges. Then we unfolded the 
ribbon, and that resulted in the ribbon that we sent to 
Abraham & Strauss as an experimental ribbon- There were other 
ribbons as well that we sent to Abraham & Strauss as our ‘normal — 
moi oe 

Q I show you Plaintiff's Exhibit 17, and ask you how 
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this compares with the ribbons sent to Abraham & Strauss? 
A (Examining the exhibit.) Exhibit 17 is the ribbon 
that we sent to Abraham & Strauss. 
THE COURT: What is your answer? 
THE WITNESS: I'm sorry. Exhibit 17 is of the ons 
of ribbon that we sent to Abraham & Strauss. 
co ee BY MR. HALL: 

g Now, how do you know that? 

A I know that, because when my deposition was taken in 
March of 1964, the Judge, I think, had asked that we produce a 
Tibbon of the type that I thought we had sent to Abraham & 
Strauss- I went to Mr. Farrell and asked him to give me 2 
ribbon like we had worked on at that time. We had aoe to 
Abraham & Strauss, as I recall it, in March, April -- oh, If 
think April, May and June -- maybe March, April and May of 
1962. During those months we had produced ribbons, our 


experimental ribbons of this type, only with Ploeger material, _ 


because in the preceding two months we had experimented with 
materials other than Ploeger material. 

Q 7 Now, at the time this suit was filed, did you have 
two hundred thousand yards of Ploger's material still on hand? 

A Yes, we did. | 

Q Did you tell Ploeger shortly after the filing of 
this suit that you still had two hundred thousand yards 
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of his material and you were still using it up? 
A We told his attorneys. : 
MR. ROBSON: If Your Honor please » 1 object to the 
materiality of that question.and move to strike the answer. 
THE COURT: Objection Geerratane 
BY MR. HALL: : 
Q I have here a letter -- 


MR. HALL 


First, I would 1ike to ask that this 
letter be marked as Defendants' Exhibit » for identification. 
(Defengants't Exhibit No. 14, a letter 
from Mr. Eall to opposing counsel, 
wes marked for identification-) 
MR. HALL: This is a letter that I wrote to opposing 
counsel; and they, I think, are willing to agree that I wrote 
it on the date indicated, and they received it on or about 
that date. With that stipulation, I offer it in evidence. | ; 
THE COURT: Let it be admitted. — 


(Defendants' eee No-14 was 
received in evidence -) 


Q (cont.) Mr. Wolowitz, this letter invites the 


opposing side to come and verify for themselves by looking 2 at 


"your place that you have the to Bundred thousand yards- “s 
, aes ee ee | 
A No, they did not. 


- > : 
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Q toe after you had used up a2 2 of your Plooger saeistee 
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material, did you change hotetee ne 
| MR. ROBSON: If Your Honor please, there was no 
testimony by the witness that he used up all the Ploeger 
material. 
THE COURT: What is your objection? 


MR. ROBSON: There is no testimony by this witness 


that he used up all the Ploeger material. 


THE COURT: Oh, I am not going to be captious over 
semantics. This is not a jury trial. Objection overruled. 
| BY MR. HALL: 

Q After your Ploeger material was all used up at your 
Place, or ali gone, whatever happened to it, did you then 
switch to some other kind of ribbon? 

A Yes, we did. : 

Q Do you have any intent to revert back to Ploeger 
material in any way, shape or form? 


A No, we do not. 


Q Now, in the manufacture of your experimental ribbons, ~ 


when you tried to fuse nylon’to nylon, did you find that both 


the strips of nylon melted or just one? 


A If we fused nylon film to nylon fabric, my experience ce 


was that if my right hand be the nylon film and my left hand 


be the nylon fabric that the film melted and fused itself over — 
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the threads and into the threads of the nylon fabric. (Indi- 
cating-) I did not find that the threads of the fabric in any 
way melted and fused themselves into the film, merely the film 
melted and held. 
Q Now, did the fabric have ink on it at this time? 
A At the time --_ | 
THE COURT: YOU mean that only the film melted? 
OTE WITNESS: Yes, sir. | 
THE COURT: The fabric dia not? 
THE WITNESS: The fabric did not melt. 
BY MR. HALL: | 
Q When you were in your experimental work and when you 
were making the experimental ribbons with materials other than 
Ploeger material, did you find that you aid already inked the 
nylon fabric before you attempted to make the weld, or before 
you attempted to make the seal or the fusion? 


A Yes. 


Q So, therefore, the nylon fabric. had ink on it? 


Ae It had our paste ink on it, yes- 


Q ox, would you tell us how — maybe you have already. 


‘ 


- ariswered this question -- dia T ask you how these thousands of 
ribbons of non-Ploeger material were made? oe as 
A I don't think ‘that you Seen sir. ge S 
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Q Then would you tell us? 
THE COURT: What was your answer? 
THE WITNESS: My answer was that L don't think counsel 
had asked me the question. 


MR. HALL: Would you tell us how these thousand 


~ rYibbons that used non-Ploeger material were made and how they 


came out? 

THE WITNESS: I can tell you, or I could give a visual 
demonstration, if the Court would permit. 

THE COURT: I think you hace answered the question. 

MR. HALL: You mean we did a little while back? I 
think we did, too- 

THE WITNESS: Pardon me- I thought you had asked me 
how we had made the experimental ribbons using the Ploeger 
material. I don't recall your asking me how we made the 
experimental ribbons that did not use Ploeger material s 

BY MR. HALL: 

Q Then tell us how you made ‘the experimental ribbons 
using non-Ploeger material. 

A I can show you right here. 
QC Mr. Wolowitz, “Please be very careful that you don't . 
scratch the desk- | ee 


Ad pat it on this, hoping 3 I would not - Ginateating) < 
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MR. HALL: Will Your Honor give us permission to move 

those bottles over on my counsel table? ; 
3 THE COURT: Surely. 

MR. HALL: Hold them very gently so that nothing, 

especially the lefthand one -- so that nothing — 
(fhe bottles were moved to counsel table.) 

THE COURT: Are you ready to proceed? 

BY MR. HALL: | 

gq Would you show the Court how these were made? 

A We took one piece of nylon fabric and another piece 
of film of equal width and paced it under that. Under both 
of them we placed 2 piece of our correction material which had 
affixed to its back surface a film. | This fiin was already 
pasted onto the correction material. When those were ali in 
position, we cut -—- we cut and heat sealed the center line, and 


that resuled in two separate ribbons, which we then unfolded, 


and then had our correction ribbon. ; 
I will add that there were sometines in some of our 
orpertnents when the ribbon fiim -——- the ribbon and the film -- 


the second piece of film — were sometimes Joined, bat -- 


THE COURT: What was joined? 


eee THS WITNESS: We sonetines in these experiment used ‘ 
os the ribbon fabric and the film — - they were sonetines Joined. 


653 


together at various places, sometimes at the edges in the 
experiments; but basically we were making our experimental 
ribbons the way I have described. (Indicating-) 

Q Did there come a time when you told Mr. Ploeger that 
you had an idea to make a ribbon that way? 

A Yes, there did. 

Q When was that? 

A Well, I didn't tell him the way I had -- I didn't 
teli him the way I could make the ribbon. I went to hin, 
starting in about September of 1961, and asked him if his 
company had a way of making a longitudinal seam down the 
middie of a ribbon. His answer to me was no, they did not; 
that they could make a seam, maybe up to three inches, and he 
then showed me how he made it. . 

THE COURT: Would you mind repeating just what you 
asked him. . 

THE WITNESS: I asked him if he could make a longi- 
tudinal seam down the center of a ribbon. His reply was that 
he could not, that he could make a seam up to three inches, and 
he showed me the way he did this, by taking a three-inch wide 
ribbon and folding it in some way -- I think he said he could 
make an endless ribbon, make Bomethins up to three inches, and 


that wes the p oapectey of his a to make @ seam, except at 
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the edges of a ribbon. 
BY MR. HALL: ) 
Q All right. Then did there cone @ later time when you 
told him more? | 
A Yes. Several times I repeated this, and he said, 
~-"I¢ can't be done.” I said, “Well, you're an engineer. It 
can be done- Sometime I'll tell you about ser a 
But I came out of therapy December 16, 1961, and the 
subject came up again, that prior -- a little prior to that I 
had asked Mr. Ploeger to furnish me some material, some 
correction paper are was sealed at each : of its edges only, 
and he said, “What do you went this for?" | I said, “Never mind, 
I want to try it." On December 15th, the subject came up 
again, and he said, "I mow how to do that." And he got out 
one of his ribbons about a half an inch wide with film on the 
vack, another one, ana placed one on top of the other. And 
then he got a imife, got it heated, and he pulled it down, and. 
he performed the operation. (Indicating.) 
now you know." And then a couple days later I phoned him and 


So I said, "Well, 


said, “Walter, I want you to, of course, xeep that confi- 


; dential," and he said, "You imow ue, Wolly, meter cep cto ie 


confidential. don't worry about it." 


a Who had you < demonstrated this to ior to that ante, : 
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prior to the time you were up to Ploeger's about it? 

A I had demonstrated it to Mr. Montague, my patent. 
attorney, first of all, later to Mr. Farrell -- my patent 
attorney, I think, before my first discussion of the matter 
with Mr. Ploeger around September of '61, maybe around that 
date -- then with Mr. Farrell; shortly thereafter to my son, 
about Shankertrre Day of 1961. | | 

Q Now, at any time during your dealings with 


‘ Mr. Ploeger, did he ever ask you to keep anything confidential? 


A No, it was the other way around. After my first 
visit, I asked him — told him that I wanted my matters kept 
confidential. He said, "You don't needa worry about our 
company. We cut for the entire ribbon acene. and we have 
to keep things confidential. We can't let one company mow 
what another company is doing."- He said, "I wouldn't even 
let you or my grandmother see our machines." I said I wasn't 
interested in seeing his machines anyway - 

Q Let's get back to this second cause of action, 


- relating to alleged false marking. 


Did you at any time tell Mr. Kaufman to use the — | 
word “patented” in the literature? 
Le No, I did not. . ps. : : 
(Q ~~ ‘Did Mr. Kaufman attend the meetings of the board of 
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your company? | 

A Yes, he did. i | 

Q Did you ever mention to the board of directors that 
you had an allowed application or an allowed claim from the 
Patent Office? | 

A Yes, 3 I did. : 

: Q | When would you have done that? 

A I would think, as I remember it, we applied for the 
patent around April of 1961. Mr. Montague told me about 
‘three and a half — about two and 2 bait months later that a 
claim had been allowed, and I mentioned ‘thet to the board. 
They wanted us to have a patent Sssued iumedtately- It was 
patent counsel's advice that we should not have 2 patent issued 
immediately. The subject came up two cx three times, because 
many members of the board were stockholders, and they thought 
patents had some kind of magic that would = 

THE COURT: I think you have answered the question. 
THE WITNESS: Pardon me, Your Honor. 

Q Dia you ever tell Mr. Seidel or Mr. Ploeger that you 
wanted to buy their patent? | 

A I think at the meeting in Philadelphia, as I recall 
it, September 29, 1962, it 1s possible that I said a thing like 
that, because ‘the purpose of that meeting was to, in some way, 
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prevent the competition of a company that Ploeger had supplied 
ribbons to in breach of what I thought was his contract with 
us, and I may have made that suggestion to him, if that would 
prevent the issue of the other ribbon. I don't recall making 
it, but I'm not saying I didn't. 

Q Now, you say Mr. Ploeger had a2 contract with you. 
Woula you tell us very briefly —— I'm not asking you to be very | 
accurate about it -- but tell us very briefly what that contract 
was about? 

A Ploeger -- when I first went to Ploeger, I toid him 
that I would like to experiment with his ribbon. He gave me 
some to try- When I tried it and came back, at that seif-same « 
time he told me that he was going to have a patent that was 
going to issue. I tried his ribbon and when I came back to 
him I said, "If you're going to get a patent that will issue, 
it wiil help me if I have an exclusive on your product until 
the time my patent issues." He said he would have to taik to 
his attorneys about it- And there were some letters between 
attorneys. I came back about October 19th or 20th and said, 

. "All right, Walter, I can use your ribbon, and I'm ready to 
buy some, enough to make six thousand ribbons, if you can give 


me an exclusive on it.” He said he couldn't give an exclusive 


on it because he sold this ribbon to many, many people. I said, 
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“Well, then, give me an exclusive on it ‘for use in seif- 
correcting ribbons." I said, "Phe normal ribbons you sell are 
about half-inch, and I want to use about 2 guarter-inch.” He 
said, "Well, some people use quarter-inch." I said, "All 
right, Walter, we'll work it this way if it's okay, that you 
will not knowingly sell this ribbon to omone if they're 
going to make seif-correcting ribbons; but, on the other hand, 
I'm not going to ask you to police it, nse have 2 lot of 
customers, so I'li say that if I find out someone is wing 
then, i will tell you, and I would say that you would then 
Giscontinue selling them to those companies." He said, "Okay." 
I said, "Okay, and I*ll order enough for six thousand ribbons.” 
I said, “I would like to order enough for six thousand ribbons.” 
He said, “We do not sell ribbons.” I said, "Okay- I'il go 
back to Standard Products who hed sent me theirs and order from 
them." He said,"No, not Standard Products, I have someone else 
who sells them." I said, “Who?” And he mentlonsd wher now 
know is Schwarzenbach-Huber -— | 
He COURT: Suppose you spell that for the Src: 
‘THE WITNESS: S-c-h-w-a-r-z-e-n-b-a-c-h hyphen 
H-u-b-e-r- I couldn't spell it at that tine. | 
A  (cont.) He then got Mr. Hommel on the phone, and I 
over the phone gave Mr. Hommel an order for enough to make six 
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thousand Spellright ribbons, based on the contract that I had, 
the previous -- 
Q Did there come a time when he did sell this ribbon 
> to someone else for making self-correcting ribbons? 
A Yes. He sold quite a large quantity, I found out 
later, a couple of hundred thousand yards minimum to Eaton-~ | 
. Allen Comporaticn: 
Q Was Eaton-Allen giving you a lot of competition? 
A I had lunch with the vice-president of Eaton-Allen 
Company about mid-September —- ws September 1961, and he told 
me then he was coming out with a ribbon. And I went back: to 
Ploeger and told him that- And Ploeger said, "Thank the Lord 
Glenn told you we sold him ribbons, I didn't tell you we sold. 
him." He said, "Yes, we furnished him some ribbons from the 
stock we cut for you.” And I objected at that time to his 
having broken his contract. : 
Q And did he then indicate -~ 
A Excuse me. The date -- did I say '62? That month 
of *62. 
» ete ; : Q Did he then indicate that he wanted an excuse to be 
= able to cut Eaton-Allen off from further purchases? 
A We went to -- Eaton-Allen by that time was advertis- 
ing the ribbons, though we had not seen any yet. Mr. Mesirow 


and I went to Mr. Ploeger's office, as I BOE the date about 
September 18, 1962, and Mr. Ploeger and his father were there, 
and they told Mr. Mesirow and me -- or Ploeger, Jr. told me 
mostly -- that Eaton-Allen was a big ie of theirs, had 
tremendous good will, and that they had to sell them ribbons 
unless I could furnish something in cee that er force 
Ploeger -~ something he could show to Glenn » Haton-Alien 
Company, that he had to sell ribbons to ee He said, "Why 
don't you get a patent issued or something like that?" I 
said, "Well, that I am not going to do- Haybe we can accommo- 
ae you in some way, get something in writing.” As a result 
~ that meeting, the meeting of September 19, 1962, was set 
up in Philadelphia, et which time Mr. Montague attended, and 
the efforts there were to get something <n writing that would 
please -- that would help Ploeger not use Eaton-Alien's good 
will. | 

Q -So the idea of getting an exclusive license was so 


that Ploeger could take the exclusive license and show it to 
Eaton-Allen and say, “Unfortunately, my hands are tied, I can't 
sell you any more"? : 

A That was exactly what Rloeger stated to me. Not in 
those exact words. | 3 : 

Q Before you engeged in this talk about exclusive 
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THe COURT: I don't think that these negotiations 
for an exclusive license or for a sale of a patent that did 
not eventuate successfully are relevant, Mr. Halli. 
| MR. HALL: Very well. I was just rebutting something 
that they put up, and I will ask no further questions about it. 
BY MR. BALL: 

Q Me. Wolowitz, what have you found with respect to the 
bulking in Ploeger's ribbon? 

A I have found that it seriously handicaps the life of 
my ribbon —- of any ribbon. What happens to it is that, as 
the typewriter Te Strike it, it expands, it forms somewhat 
of a tube. A ribbon which on a spool would have been eight 
yards on @ spool initially, as the ribbon wound back and forth 
it would expand in diameter until finally it jammed the ribbon 
reverse mechanisn. aon before that, it might seriously | 
affect the ribbon vibrator, and -- 

| THE COURT: Mr. Hall, I wonder if it is relevant to 
explore the merits of the plaintiff's invention for the 
purposes of this case? I don't have to decide how good or 
how bad Mr. Ploeger'’s ribbon was. 
MR. HALL: All right- I am very near the end, and I 
would have had one or two questions on that, but I won't -- 


THE COURT: <I am not trying to hurry you, but I would 


like to keep us from wandering off: on tangents. 
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MR. HALL: I don't think I have any further questions. 
THE COURT: Mr. Robson | 

CROSS-EXAMINATION 
BY MR. ROBSON: : | 

Q Mr. Wolowitz, when did you first start using the 
Ploeger material for your ribbons? : 

A I saw him as I recall it, on August 4th, 1961- I 
think at coe time he gave me some samples. I ee the 
samples. I think about October 19, I ordered sufficient for 
Six thousand ribbons. And from that point up until the time 


that we -- 


of: the question, Mr- Wolowitz. : 
THE WITNESS: October 19th, in production — after 
October 19th, in production. ? : 
BY MR. ROBSON: 4 
Q And you continued to purchase material from Plioeger 
up through about September of 1962, is that correct? 
A As I recall it, through September of "62. 
Q And during that period, is it your testimony that 


you used the Ploeger material exclusively in the construction 
of the Secon ribbon? 3 : 

-A Of its Production ribbons, yes. 
ee “and this was despite any bulking: thet existed, as 


THE COURT: I think you are soins beyond ‘the confines _ 
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I recall it? 

A That is quite correct, sir. 

Q Now, the Spellright ribbon containing the Filmon or 
Ploeger material had 2 nylon that was absorbent, is that 
correct? 

A No, that is not correct. 

aC is it your testimony that Ploeger submitted to you or 
sold to you ribbon containing nylon material which was not 
absorbent? __ | 

A That is correct. 

Q Is it your testimony that during that period, you 3 
used -- I withdraw that. 

: When did you commence your own inking process? 

In about January 1963. 

Can you be exact, was it in January of 1963? 

It may have been before; I don 't think it was after. 
It was not before you moved, was it? 


It was not before we moved. 


2 > © > © Pp 


And you have heard Mr. Farrell testify that you 
. moved in January of 1963, does that sound correct? 

a That's correct. 7 a 

Q And it was after you moved that you purchased the 
inking material? : 
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A We purchased it before, but we got delivery on it in 
January of '63, after we moved to Cedar Street. 

Q Prior to the time you got the pnicing machine, isn't 
it a fact that the ribbon was being inked with ordinary ink by 
Eaton-Allen? | 

A ix don mt think it was quite ordinary ink. I don't 


know ne what it was. Eaton-Alien had sent us samples of 


various kinds of inking, and we then chose the best we could 
from that sample and used it. : 

Q You were not using the paste ink at that time, 
though, were you? | 

A I wasn't using any ink. Eaton-Aien was inking. 

Q And they were not using paste ink, to your knowledge, 
were they? ! 

A It is my understanding they were using paste ink. 

Q W111 you examine Exhibit 17 which 1s before you and 
tell me whether that is paste ink or ordinary printing ink? 

' Exhibit 17? . 


Yes. 
That is paste ink. 
~~ You say that.is paste ink? 


“Yes. 


2 > 2 PF fC 


‘Can you tell me what kind of nylon Exhibit 17is 
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made of? Is that absorbent nylon or non-absorbent? 
A That is non-absorbent nylon. 
TAQ And that is the nylon, you say, which is the nylon 
always produced for you by the Plceger company? 
A That's right. 


& How So you determine by looking at that ribbon with 


the naked eye that it consists of non-absorbent nylon, 


Mr. Wolowitz? 
A Because it is my understanding -- 


Q No, no- dust tell me how, by looking at the ribbon. 


A ZX can't tell you by looking at the ribbon. You asked 


me if it was nylon, and I'm trying to explain it. I think I'm 


entitled to explain how I can tell -—- 
Q Let me withdraw the question, and ask this question. 
Can you tell by looking at that ribbon whether it 


is absorbent nylon or not? 


& I could tell you about all nylon, that nylon itself -- 


THE COURT: No, no- That is not the question. ‘ 
Read the question, please, Mrs. Byrholdt. 


(The reporter read the pending question-) 


THE WITNESS: My answer to that is that the nylon is 


not absorbent. 
BY MR. ROBSON: 


_ S 4 
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Q That is not the question- Can you tell by looking 
at that ribbon whether the nylon is absorbent or not? 


A I can tell by looking or not looking. 


Q Let me ask you this question: | Mr. Wolowitz, do = 
understand your testimony now that the Speliright ribbon at 
: @ll times used a paste ink and non-absorbent nylon, is that 
correct, ~-- when it used the Ploeger material? ; 

A The thing that I can ascertain correctly, I mean 
positively, is that when I ink, I inka non-absorbent nyion 
with @& paste ink. | | 

Q But what about the material that was obtained from 
Schwarzenbach-Huber and inked by Eaton-Allen, was that non- 


absorbent nylon? | 


A Yes. 

Q At ali times? 

A Yes. ; 3 ; 

Q and was that paste ink at all times? 

A It was my understanding that the inkers were using a 
paste ink. | | 


| | 
QQ. And the resuitant printing ribbon. would have a 


shorter life than an ordinary ribbon, ‘ts that 2 Ponce 
aS _A resulting ribbon of whose? 
EQ’ 4 : Scone speliright qibbon? 
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A Yes. 
Q Would have a shorter life, is that correct? 
A That's correct. 
5 Q It would not outlast an ordinary two-color nylon 


ribbon, would it? 
‘A- The ribbon -- 
Q Can you answer my question yes or no? Would it out- 
last an ordinary two-color nylon ribbon? 
A Yes. : 
THE COURT: Is not that going a littie far afield, 
Mr. Robson? 3 
\ MR. ROBSON: Your Honor, I am attacking this 
witness's credibility with respect to the brochure. 
THE COURT: Oh, I am not going to permit that. 
MR. ROBSON: I don't think Your Honor wderstands me- 
Phe witness testified on direct exexination that his ribbon is 
not as long-lasting as the ordinary nylon ribbon. His brochure —— 
says it outlasts the ordinary nylon ribbon. a 
) THE COURT: I understand that, but I an not going to 
> as _ permit you to cross-examine this witness concerning the | 
"accuracy of the statements in the leaflet merely on the issue : 
of credibility. : ee a ae 
| WR. ROBSON: I am cross-examining on the accuracy of 
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his statement here in court, Your Eonar: 

THE COURT: It is customary in this court thet when | 
the Court rules that ends the matter. : 
MR. ROBSON: I just wanted £0 be sure that Your Honor 


understood me- 


THE COURT: The last word is with the Court. 


UR. ROBSON: I agree- 
BY MR. ROBSON: 
Q Let me show you Exhibit 11, Mr. Wolowitz, and ask 
you whether you can teil me whether that exhibit consists of 
non-absorbent nylon? : 


A I don't kmow what this exhibit consists of. 


Q Would you look at it and tell me whether it consists 


ef non-absorbent nylon or not? | 


A TI can't tell by looking at SES whether it is even 


nylon. 


Q Can you tell me whether that exhibit has usec a paste 
A X cannot tell you that. i 


Q Now, you reo an experiment or demonstration 


using certain materials, oe you characterized one set of 
materials as the materials et by the Markes patent, is 


that correct? 
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A That's right. 
Q What is the Markes patent? Would you describe it, 
please. 

THE COURT: I am going to exclude that. I do not 
think that this witness is @ patent expert, at least he has not 
been shown to be qualified as 2 patent expert. For that 
reason, I attach no significance to his statement that the 
exhibit was structured according to some prior patent. 

BY MR. ROSSON: 

Q Let me ask you this with respect to that experiment: 
The piece of nylon which was laid side by side with a piece of 
nylon film, is that capable of being used as it stands as a 
ribbon? 

A Properly inked? 

Q No, as it stands? 

A It's not inked. 

Q Well, with fn of course. 

A Properly inked, yes. 

Q With nothing else done to it, just the two pieces of 
material, one next to the other, can you use that as a ribbon? 

A Oh, yes- Absolutely. 

Q Without welding or joining? 

A Of course. I have done it. 
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Q You can put those in the typewriter that way? 

A I've done it. | 

Q Let's see if we can get straight what the situation 
was with respect to these one thousand ribbons. 

First let me ask you: Was tnbre any time from 
September 1962 until Jume 1963 when the Spelirignt Corporation 
constructed a2 printing ribbon consisting of a nylon fabric and 
a nyion film welded together? ! 

A We never made 2 complete ribbon that way. We never 
made a complete ribbon that way. fI will admit that part of the 
' construction of the ribbon may heave been that -—- was that. 

Q What do you mean by “part of the construction"? 

A wert, our ribbon had a correction material and other 
materials, and you have not named those in your guestion- 

Q I am asking only about the meineine portion of a 

Spellright ribbon. Did there come any time in that period 
| when the printing portion of a Speliright ribbon consisted of 
a film and a fabric of nylon which were welded together by you 
or someone at your order, other than the Ploeger company? — 


A Yes. : 


Q By whom were they welded together? 
A I did it, Mr. Farrell did it, we both did it 
together- es , 
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How many ribbons were constructed in that fashion? 


Less than 2 thousand. 


o& PY, © 


What was done with those ribbons? 

A Those ribbons were -- first of all, about half were 
retained, were retained to see their aging qualities at our 
piace. "Some of the remainder were sent to individual customers 
for testing purposes. 

Q Were any of them ever sent to A & S? 

A No. 


THE COURT: I think we will take our luncheon recess 


at this time. 
(Whereupon, at 12:30 p-m., the Court recessed.) 


AFTERNOON SESSION v 
2:00 peme 


THE COURT: You may proceed. 
BY HR. ROBSON: | 

Q Mr. Wolowitz, the experimental ribbon which you 
referred to earlier, was that identified by you as a Mark II 
ribbon? . : 

A | zx didn ‘t identify it here as.a Mark If. We called it 
around our shop a Mark If, becsuse we ceoeore all our 
experiments -- | | : e | 

THE COURT: You have answered the question. Just. 
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confine yourself to answering questions. 
THE WITNESS: I'm sorry, Your Honor. 


Q <I show you what has been marked as Exhibit 18, and 


ask you whether that is a list that was prepared at your 
direction? | 

A (Perusing the exhibit-} Yes, 4t is. 

Q | And does that list show the ores to which the 
Mark Ii ribbons were sent? | 
A eves. it does. : 

Q And does A & S appear as one of the stores — 

THE COURT: No, no. The document speaks for itself. 
Let's not waste time repeating its eontenee 
BY MR. ROBSON: : 

Q How did you determine, in answering my question this 

morning, that Mark IIT ribbons were not shipped to A & S? 
THE COURT: Will you repeat oo question, please, 
Mr. Robson. : 
Q How did you determine, in answer to my question this 
morning, that Mark IT ribbons were not shipped to A & S2 

A <I told you that ali our experimental ribbons were 
called Mari It. Im January and February we, at our Cedar | 
Street address, made Mark IT ribbons which aid not use Ploeger 


material. As soon a3 we accomplished the meee of those 
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tests, we made -- and that occurred after January and February -- 
in March, April, May and part of Jume, our Mark II ribbons were 
made with Ploeger material. That's how I made the determination. 
Q Let's go back to the one thousand ribbons which you 
testified this morning were made with non-Ploeger material. 
Does that list contain any of the stores to which the non- 
Ploeger Mark II ribbons were sent? 
A This list does not contain any ribbons that did not 


contain Ploeger material. To put it another way, these ribbons 
shipped, of Mark II, in them had only Ploeger material. 

g Z show you Exhibit 17, and I ask you whether that is 
one of the ribbons which was shipped to the stores listed on 


Exhibit 18? 7 
A This is one of the ribbons -- this is a ribbon 


Similar -- this Exhibit 17 was a ribbon that was produced a 
year later -- about a year later — at the request of 


Judge Jackson. 
THE COURT: What exhibit are you showing the witness, 


PE rr rm oes ee ee 


2G 3 Mr. Robson? 

ee MR. ROBSON: That is Exhibit 17- The ribbon was 
- ss andea -- : 
oc THE COURT: Just the number of the exhibit. 


MR. ROBSON: Exhibit 17, sir. 
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THE WITNESS: Have I answered your question? 

MR. ROBSON: I am not sure that you have- would you 
repeat it, please. . : 
: THE WITNESS: This Exhibit i7 was @ ribbon similar 
to the ribbons sent to A & S and other stores on this list. | 
This ribbon was produced at the request of Judge Jackson pone 
a year later at my deposition, March 196% 

BY MR. ROBSON: | 

Q | Were the ribbons sent to the stores listed on 
Exhibit 18 manufactured in exactly the = way as Exhibit 17? 

A Yes- , 

Q With respect to your testimony this morning about 
the absorbency of the nylon ribbon which was used in the 
Speliright ribbon, did I understand you to say that that 
absorbency was iess than the absorbency of ordinary nyion 
ribbons? 

A I don't think you understood me correctly: 

Q Would you tell me what your testimony is in that 


connection? 


A My testimony is that nylon in and of itself is not 
absorbent, either in my ribbon or any other ribbon. 
Q What about the nylon ribbon? Is the nylon ribbon 


absorbent? i 


Wee Ue 
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A No, the nyion fabric is not absorbent. 
THE COURT: Mr- Robson, I toid Mr. Hall this morning 
that I shall not try the merits of your client's invention. 
BY MR. ROBSON: 


Q You testified this morning that your examination of 


the Film-On printing ribbon indicated to you that it was the 


fiim that had been fused into the fabric and that the fabric 
had not melted. Was that your testimony? 

A a think you understood me correctly. 

Q Would you tell me how you determined that, whet sort 
of tests you performed to determine that? 

A Well, I could show you a test, if you would like. 


Q What test did you perform? 


A We pulled the fabric away from the film and found the 


fabric to be whole, to be not melted in any sense- 

Q Did you apply a microscope to the fabric? 

A I think once or twice I did. But my test relied 
more on the fact that when I pulled the film away from the 
fabric, I saw no trace of white or black, which there would 
have bee => if it were an uninked ribbon, it would have been 
white; if it had been an inked ribbon it would have been 
black. When I pulied them apart I found no trace of white or 


black in the film. On the other hand, I saw shiny -- 
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THe COURT: I think you are pote way beyond the 
confines of counsel's question, Mr. Wolowitz. 

MR. ROBSON: Would Your Honor bear with me for a 
moment? I may be finished. | 
THS COURT: Surely. Take whatever time you need. 
BY MR. ROBSON: | 


Q Mr. Wolowitz, did you at one time obtain a patent 


in Great Britain for a typewriter ribbon which incorporated a 
ribbon similar to the Film-On ribbon in suit here? 
A I obtained a patent in Great Britain on a typewriter 


ribbon. : 
Q I show you 2 patent which has = mumber 9621208 on 
it, issued in Great Britain, and ask mer if that is a patent 
that was issued to you on your application? 
A Yes. ? | 

MR. ROBSON: If Your Honor please, EZ would like to 
offer that in evidence. _ ; 

THE COURT: What is the relevancy of that? 

MR. ROBSON: The relevancy is that this patent 
contains as an integral part of it the exact structure which 
we contend -- es 

THE COURT: I asked what is the ‘relevancy? 


MR. ROBSON: Te contains as an integral part of 18 
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the exact structure which we contend is an infringement of the 
structure in suit, and it describes it as welded at the edges. 
5 THE COURT: How is it relevant to the issues of this 
action? What does it tend to prove? 
MR. ROBSON: it refutes this witness's testimony 


that the film and the fabric would not be welded together 


‘because the fabric would melt- 


THE COURT: Oh, I see- Very well. Let it be 
admitted. 
3 ‘Suppose you ae the Court's attention to the 
statement in the exhibit on which you rely. Otherwise, the 
exhibit is valueless. Especially in non-jury cases when you 


offer a voluminous exhibit in evidence and you rely on a2 


Single sentence, you want to point out that sentence. 


THE DEPUTY CLERK: Plaintiff's Exhibit 21 in 


evidence. 


(Plaintiff's Exhibit No. 21, — 
Patent No. 961,108 issued: in 
Great Britain to Wolowitz, was 
received in evidence.) 

WR. ROBSON: I am referring now to page 3, colum 1, 


line 55. | 
: THE COURT: Would you mind marking that. 

MR~ ROBSON: I will mark it at the edge. And it 
continues on line 73, colum 3° It refers to Figure 5 of the 
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Grawing and Figure 6, which Your Honor will see when you look 
at them are identifical to the figure in the patent in suit. 
THE COURT: I will read the parts that you mark 
MR. ROBSON: Ail right. You don't want me to read 
them to Your Honor? | 
THE COURT; Just hand them to the clerk, if you will, 
please 3 2 ; 
(The exhibit was passed to the Court.) 
THE COURT: You may suspend 3 moment, if you will. 
3 (The Court perused the exhibit.) 
THE COURT: Very well. You may proceed. 
MR. ROBSON: I have no further questions, if Your 
Honor please. a | 
THE COURT: Very well. , 
WR. ROBSON: If Your Honor please, I did offer that 
exhibit in evidence, did I not? 3 , 3 
(HE COURT: Yes- It is admitted. 
REDIRECT EXAMINATION 
BY MR. HALL: : 

Q One question, Mr. Wolowltz: When Ploeger's material 
4s run through an inking machine to apply this ink, does the 
inking machine pe the ribbon any? 

& Yes, 1t does. : 

MR. HALL: No further questions. 


| 
| 


THE COURT: You may step down. 
(The witness stepped down.) 

MR. ROBSON: I? Your Honor please, I would like to 
call Your Honor's attention to the results of that experiment, 
just to indicate that in all of the ribbons there is a certain 
amount of absorbency. 

THE COURT: Oh, Yes. 

MR. HALL: Your Honor, we are through except that I 
want to offer in evidence some interrogatories and some 
excerpts from depositions. 

THE COURT: Just a2 moment. What do you want to 
offer in evidence first? 

WR. HALL: Some interrogatories that we propounded to . 
them and some excerpts from depositions. 

THE COURT: Willi you locate them for me, please. I 
want to take them up one at a time. . 

MR. HALL: I offer in evidence our interrogatories 
35, 36 -- 3 

THE COURT: You offered some interrogatories pre- 
Viously, did you not? : 


MR-- HALL: We read from some. In fact, we read some 


of these- 
‘HE COURT: What are you offering now, Mr. Hall? 
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MR. HALE: Well, the ones that we have read from. 


and then some more- 

THE COURT: Oh, well, let them be considered in 
evidence. 

MR. HALE: I think se, Your Honor- & lot of ae 
are just background information that I just don't want to be 
Caught without in the final argument. 

THE COURT: I see. : 

. HALL: There is only one page of this that I 
would like to have Your Honor read- 

THE COURT: Very well. ! 

WR. HALL: I offer in orinence the following inter- 
rogatories, together with their answers: 35, 36, 62-S, 52, 
53, Shak and 5h-B. ! 

Now, from the deposition of oo Ploeger, Jr. -- 

THE COURT: Before you do that, which do you want 


the Court to read? : 
MR. HALL: None of those interrogatories. Just one 


page from the. deposition. 
THE COURT: Are there any parts of the interroga- 
tories that you wish the Court to read? _ 
MR. HALL: No, Your Honor- Before < read this one 


page of the deposition, we have 2 stipulation- x believe: - 


tose twee 


ee ESE As 6 ct So ern a aren ng 0 er nine sea 5 Se oh oe en ss 
va ; ri -a bss ay: = 
wae * are _——- 


opposing counsel is willing to stipulate that at the time of 
this demonstration in New York regarding the alleged trade 
secret that there was present, in addition to Mr. Wolowitz and 
Mr. Ploeger, Jr-, also Mr. Ploeger's father, who was 

Mr. Ploeger, Sr., and there was also present Mr. Ploeger, Jr.'s 
. Sister. Do you agree? 

MR. ROBSON: I so stipulate. 

MR. HALL: Now, Your Honor, I would like to either 
read to Yaur Honor or ask you to read — 

THE COURT: I wili read it myself. Just indicate 
what you are offering in evidence. “ 

MR. HALL: I will offer in evidence from the deposi- 
tion of Mr. Ploeger, Sr. pages 2 and 3 for the purpose of 
showing who he was. And I will also offer in evidence from 
page 61, line 4 through the end of the page. 

THE COURT: Very well. Page 61. 

WR. HALL: Yes, Your Honor. 

. THE COURT: Very well. 

MR. HALL: In addition, I would like to offer the 
following pages of this same depoeleton but without asking 
Your Honor to read them: Page 45, line 10, to page 46, line 4; 
page 86, line 12, to page 88, line 21; page 97, line 15, ‘to 
page 98, line 3. . ee | 

In the deposition of Walter Ploeger, Ire, ZI will ; 


- 


rn ts on ant ee ete ee ys 
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offer page 2 to identify who he was, and x will further offer 
page 52, line 12; page 53, line 1; and page 57, line 6, to 
page 58, line 5. 

In the deposition of Lawrence G. Hommell,I will offer 


in evidence the whole direct examination and the entire 


redirect examination. That's quite = short deposition, and = 


don't think Your Honor is very much interested in the point 


that was covered there, but -- ! 
| 


THE COURT: Whose deposition? ! 

MR. HALL: Lawrence G- Hommell _ H-o-m-m-e-1-1.- 
And then the deposition of John — : 

THE COURT: The clerk informed the Court that we do 
not have that deposition. There is nothing in it that you wish 
the Court to read? | 

MR. HALL: No, Your Honor. And then the deposition 


of John Nagy, I will offer his entire cross-examination. 


’ MR. ROBSON: If Your Honor please, I object to the 
introduction in eeiiense of the testimony of any witness 
without any proof of why he = by the plaintifr, 
why he sty subpoenaed - | : | 

THE COURT: Without aco of wat? 
BR. SOSce- Why he wasn't subpoenaed. 
oe THE COURT: What about that, Mr. Halt? You are 
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referring to the deposition of John Nagy? 
MR. ROBSON: Yes, Your Honor. The other people are 
offering it. 
MR. HALL: John Nagy lives in Philadelphia. He is 


beyond the range of any subpoena of this Cuaurt.- 

THE COURT: I think that is an adequate answer. The 
Court will take judicial notice of the fact that it is more 
than one hundred miles to Philadeiphia. 

MR. ROBSON: Even if Mr. Nagy is not subject to sub- 
poena, I believe that counsel should have to show that he made 
an attempt to get him here and he didn't come. 

THE COURT: If he was available within a one-hundred- 
miie radius of the place of holding court, there would have to 
be a showing that he tried to subpoena him; but I do not think 
that there is any requirement that an attempt to have a witness 
come voluntarily be made- At least we do not take that view 
in this court. I don't know whether they do in other courts. 

WR. ROBSON: Frankly, I am not a hundred per cent 


certain. I thought that the rule was that an attempt had to be > 
made to produce the witness, but I wouldn't be willing to stak@® 


my reputation on it. 
THE COURT: An attempt has to be made to get the 
witness to court, which means that if he is within the range of 


es 
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a& subpoena an attempt has to be made to. subpoena him. I do not 
think that an attempt has to be made to induce him to come 
voluntarily. ; 

MR. HALL: I will offer page 5 of the Nagy deposition 


just to show who he is. Otherwise, we rest —- no -=- 


THE COURT: You are offering his cross-examination, I 


believe you said. | 

MR. HALL: Yes- I believe that there were some 
exhibits that we didn't offer in evidence. 

- THE COURT: Is there anything that you wish the 
Court to read? If there is, we will suspend, and I will read 
ite - 

MR. HALL: No, I don't think we need to ask you to 
read anything from the Negy deposition, but I may bring up 
some of the things that Mr. Nagy said in the final argument. 

THE COURT: Oh, you have 2 right to do that. 

MR. HALL: The clerk is now telling me that I didn't 
offer some of the exhibits in evidence, and as soon as I find 
out what they are, I will offer then. : 

MR. ROBSON: <I wish Your Honors induigence for a 
mouent While I examine the references of Mr- Hall so T can see 
if I need anything <o explain then. : 

- HE COURT: Just go slowly- 5 
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MR. HALL: I offer in evidence Defendants’ Exhibits 
5, 6, 12 and 13. 

THE COURT: Let them be admitted. 

(Defendants' Exhibits 5, 6, 12 
and 13, previously described, 
were received in evidence.) 

MR. HALL: The defendants rest, Your Honor. 

MR. ROBSON: If Your Honor please, with respect to 
Interrogatories Nos. 52, 53 and 54 which Mr. Hall has intro- 
duced in evidence, I would like to object to the admissibility 
of those. Those interrogatories relate to the matter which 
wous Honor has already ruled is irrelevant in this case, that 
is, the question of the sending of the letters to various 
customers. 

THE COURT: I understand. If they are irrelevant, 
then the Court won't consider them. This is different from a 
jury case. é 

Do both sides rest, or is there aoe rebuttal 
‘testimony? | 

MR. ROBSON: No, sir- I do have some very short 
rebuttal testimony which will take about ten minutes. I just 
want to finish examining these exhibits that were admitted. 


7 THE COURT: Surely. 


WR. ROBSON: With respect to the exhibits which were 
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just offered, I would merely like to offer the direct testimony 
of Mr. Nagy since counsel oniy offerea the cross-examination. 
Other than that, I have no further objection- 

THE COURT: Do both sides rest? 

MR. ROBSON: No, Your Honor, I would like to cali 
- Mr. Ploeger, Jr. again. | 
THE COURT: Very well. 
Thereupon : 
WALTER PLOEGER, JR. 
called as a rebuttal witness by the plaintiff, having been 
previously sworn, resumed the witness stand and further testi- 


Pied as follows: 7 


DIRECT EXAMINATION 

BY MR. ROBSON: | 3 

Q Mr. Ploeger, with respect to the ribbon processed 
by your company, did you ever use nylon fehrie which was non- 
absorbent? | | 

A Never. | : 

Q Was the nylon fabric on the eibbon which was pro- : 
DSSS for Speliright Corporation always an absorbent nylon? | 

A As far as I know, it was always absorbent. 

Q Mi. Ploeger, have you ever seen or heard of in your 


trade a process of pice -- t _rehoraw that ; 
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Have you ever seen 2 process of fusing a nylon film 
to a nylon fabric, or vice versa, which involved using a dye 
and heat and pressure at the edge of the two materials? 

A No, I have never seen such an operation. 

Q Is it feasible to join the nylon fabric -- I 

“withdraw that. 
| is it possible by any equipment which you have 3 
ever seen or which is known to anyone in your trade to fuse | 
the nylon fabric and the nylon film used in your ribbon by 
means of pressure applied and heat applied on only one of the 
two members? : 

A I have never seen such a feasible operation. 

Q What is the only method of fusing the nylon fabric 
and the nylon film known to you so as to achieve a seam or 
weld along the extreme edge involving only the outside one or 
two fibers? | 

A The only way known to me is to have a heated 
element, that is to say, the element being a sharpened knife, 
having it heated to such an extent that it is able to Sr: or 
fuse both the nylon plastic film end the nylon woven film, also 
to render that molten, and to have both of these molten masses 
run together into a2 permanent welding. ieee this heat is 


employed from the side, not from the top, Saace from the side. 


? 
° 


Q How wide -—— | 
THE COURT: Just what do a mean by "from the 
side,” Mr. Ploeger? : 
THS WITNESS: Well, sir, if you consider my hand 
here as the length of the tape, by "side" I mean picturing the 
thin edge part, the heat would enter in this way, as opposed 

| te pressing down from the top- (Indicating-) 

Let's picture a long -— let's picture a butcher 
knife, so to speak, which has its flat surface laying on the 
table, if you look at the edge side of the knife, the sharpened 
side —- that is what I am referring to as the “edge,” as 
opposed to the "flat.* | | 

THE COURT: What does the knife cut? 

: THE WITNESS: The knife cuts the two members, the 
fiim and the cloth, simultaneously; and at the same time 
applies heat to the side- | : 

{HE COURT: Does it cut longitudinally? 
| THE WITNESS: Yes, sir, in one continuous strip. 
‘BY MR. ROBSON: | : ; 
Q How wide. 4s one of the fibers in the nylon fabric 
which is a part of your ribbon? S 
& About two-thousandths of an inch. 
QQ se a weld ‘two-thousandths of an inch wide, or even 


- . oh 
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four-thousandths of an inch wide, if it covered two fibers, 
visible to the naked eye? 

A It is aos very difficult to detect it, very 
aifficuit. No, it would definitely take a microscope to see 
such a weld. Absolutely. 


Q You heard Mr. Norton testify that he has seen 


nylon fabrics or films fused by applying heat to one surface, 


and he indicated that the border was approximately one-eighth 
of an inch. rf you were to apply heat to a border one-eighth 
of an inch on each side of your ribbon, would the ribbon be 
usable in accordance with your patent? 

A The ribbon would definitely be rendered unusable 
for any printing ribbon purpose. 

Q Why is that? 

A Why is that? Because, first of all, the printing 
ribbon is so designed to have the ink flow to the extreme 
outside of the ribbon. And there's a good reason for that, 
because when the ribbon is employed <= let's say in a type- 
writer -- one finds that the typewriter keys will impact. We 
find that the typewriter keys impact the ribbon all across. 
In other words, the keys come very, very close to the rim of 
the ribbon. So, obviously, if your edge is an eighth of an | 
4nch wide on each side, you are going to be impacting on the , 


~ 
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area that contains no ink; or, better still, you are either 
going to end up with a character that's cut off, so to speak. 
You'll have part of the character without ink and part with 
ink. You'll only have haif a character. 

Q How wide is a typewriter ribbon? 

A Normally one-half inch wide. : 

Q | So that if one-eighth of an inch at each edge was 
taken up with a fused seam, there would only be one-quarter of 
an inch -- | : 

? A That's all. You would just have & quarter of an 
inch left. Yes, sir. : 
THE COURT: I want to bring the witness back to 

Something on which I feel that I ama Little obtuse: Just how 
do you apply the kmife? I don't understand your statement that 
you applied it to the side. What do you mean by that? You 


cut along the edge longitudinally, don't you? 


THE WITNESS: If you will, Your Honor, picture this 
rigid knife -- let's say this is the knife right here — 
actually this is the knife here. — say this is the imife. | 
The cutting area, the point, is ee here, —— like so. 


(Indicating.) 3 | | 7 ee ty 
You have a condition woeredy: the cloth actually 
xe ee heat —— this whole knife here 1s hot — it's — 


e ; 
| 
i 


| 


691 


@lmost red hot -- you have the two layers -- you must picture 
this as a continuous operation. And these two layers are 
running against this knife, being sliced by the nife, and 
also receiving this tremendous heat from the side, from the 


edge, so that the heat is pushed in from the edge, as opposed 


to over the top, you see. 


In other words, this kmife actually is in contact 
with both simultaneously. 

THE COURT: I do not understand what the words mean, 
"from the side.” That is what is Confoe tres to me. 

THE WITNESS: Yes. 

THE COURT: Does the kmife cut the ribbon longi- 
tudinally along the edge? 

THs WITNESS: Well, as soon as you nat it auto- 
matically receives an edge, you see. 

THE COURT: My question is: Does it cut longi- 
tudinally along the edge of the ribbon? 

THE WITNESS: That's correct. That's correct. 

THE COURT: And at the same time it heats the 
edge, is that it? 

THE WITNESS: It heats the edge. That's right. 
In other words, the heat comes in contact with both these 
Sayers. It cuts the edcs — | ee oe 
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THE COURT: Don't get ahead of me now. 

THE WITNESS: Yes. | 

THE COURT: You have this heated knife. I gather 
from what you said the other day that 18 is heated by 
electricity to a high degree, -- | 

THE WITNESS: That's a 

THE COURT: -- and it is moved along the edge of 
both layers together? | 

THE WITNESS: Well, the wares is similar to what 
you are explaining, except that the knife in this case is 
rigid, and the cloth does the moving. In other words, —— 

THE COURT: Oh, the knife is not moving, it is 
the cloth that is moving? : 

THS WITNESS: Right - That's correct. 

_ THE COURT: But the ‘loth, the fabric and the filn, 

are moved longitudinally Sate the unite, is that it? 

SHE WITNESS: That is absolutely correct- 

THE COURT: And the knife stands up and dow? 


THE WITNESS: Up and down. soe like that. That's 


correct. I'm exaggerating the angle of the knife. 


THE COURT: I think I understand now. I hope that 


z eon correctly. ee 
‘THR WEEMESS: I hope sos 
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MR. ROBSON: May I call Your Honor's attention to 


one of the illustrations on the back of the Wolowitz patent, 


! ; the last exhibit, which shows this process. 

> THE COURT: Which exhibit? Oh, the Woiowitz patent. 
| MR. ROBSON: That was the last exhibit. 

| _.. HE COURT: It was one of the last exhibits. 


MR. ROBSON: Number 21.- 
) THE COURT: I like to be able to visualize this 
sa eee piece of machinery. 

MR. ROBSON: It is mich easier to understand then. 


THE COURT: Which figure is it, Mr. Robson? 


= ; YR. ROBSON: It is Figure 5, Your Honor. 

| THe COURT: Figure 5. Thank youe You may proceed. 
7 ee BY MR. ROBSON: | 

poe | Q Mr. Ploeger, would it be obvious to anybody 


ordinarily skilled in the trade of making ribbons that it 
would be necessary, in order to fuse a nylon film to a nylon 


fabric to a depth of only one or two threads, that the heat 
pice would have to be applied simultaneously from the side to both 
fA ae Cees Soe 
é ie & ep : A I’m sorry -- would it be obvious? 
= ae @ Would it be obvious? eee 


A I don't believe it would be obvious. 


and a 58, s and aak you af you so testified: ote 
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Q Referring to your patent and the iilustrations 
contained in your patent, if one ordinarily skilled in the 
trade looked at your patent and saw the 4llustration which 
showed a weld extending in only as deep = one thread, would 
it be obvious to such a person that he would have to make that 
weld by applying the heat from the side? 

A Oh, yes, yes, surely. | 

THE COURT: Would it be obvious that what? 

MR. ROBSON: That the heat would have to be applied 
from the edge or the side? : , 

THE WITNESS: Oh, yes- ioe 

BY MR. ROBSON: 

Q Would 1t also be obvious that that was the only way 
it could be done? : 

A Absolutely- 


MR. ROBSON: I have no further questions - 
EEE COURT: Is there any cross—examination? 
MR. HALL: Yes, Your Honor- ie : 
CROSS-EXAMINATION 
‘BY MR. HALL: 
Q Mr. Ploeger, now dealing with the ies of 


3 this fabric, I want to read fron your deposition at pages 57 


‘ Leseae oe som SS Areal n i) SAWN So Sk ea 
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THE COURT: May I have the deposition, please. 
(The deposition was handed to the Court-) 
Q {cont-) (Reading.) Question: Woven nylon, such 
as you used for the inked portion of your ribbon? 
Starting at line3. 

Answer: The question is not clear. 

Question: Would it be a correct statement to say 
that nylon per se is not -- 

THE COURT: On what page is that? 

MR. HALL: Page 57- 

THE COURT: Of the witness's deposition? 

MR. HALL: Yes. Line 3- 

THE COURT: Thank youe Very well. 
Q {cont-) "Question: Woven nylon, such as you used 
for the inked portion of your ribbon -= 

"Answer: The question is not clear. 

"Question: Would it be a correct statement to say 
that nylon per se is not particularly absorbent? 

“Answer: When you say absorbent, again you will 
have to clarify what you mean by absorbent.- Absorbent 
to what? ae 
“ "Question: Would you clarify it? 


"“MR-e GONDA: He clarified it- Are you asking him to 


read your mind? I don"t understand. gies > 


matter fairly to say that nylon per se is not particu- 


, A \ Oe . a f, : " ok 4 , o _ ~ ¥ a * 
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"BY MR. HALL: | 

"Question: Is it particularly absorbent to ink? 

"Answer: I don't kmow- I am not a textile 
engineer, and I don’t kmow. Again the question could be 
highly technical and I don't kmow if it is or not, as 


~Such. I am going to help you along in this by trying to 


break down the fiber from the woven material, so if you 
want to ask me, from that point on, the fiber itself or 
the woven. material, ask me the question from that. 
"Question: I.will ask you that question. Could 
you give me the answer? : | e 
“Answer: Right. What is the question? 
. "Questions ‘The fiber of nylon? 
"Answer: Fiber or filament? | 
"Question: Is it particularly absorbent? 
“Answer: No. : | 
"Question: But you don"t think it is stating the 


larly absorbent? | ; 
"Answer: Again, nylon per se is what? What does 
per se mean? I don't kmow the legal tern- 


“+ “Question: In and of itself. 


"Answer: ‘The nylon fabric. Is that what you are 


Sa oath 
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saying? 
"Question: Yes. 
"Answers It could be and it couldn't be. It 
could or couldn't be." 
Did you Hs testify? 
A Yes, sir. 
WR. HALL: I have no further questions. 
MR. ROBSON: Just one question. 
REDIRECT EXAMINATION 
BY MR. ROBSON: 
Q is nylon fabric treated specially when it is 
manufactured in order to make it absorbent? 
A Nylon fabric has to be specially treated for 
printing ribbon purposes. absoiutely- 
Q To your knowledge, -- | 
a Yes, then it becomes very absorbent. | | 
Q To your knowledge, is all nylon fabric commercially : 
produced treated ‘to make it absorbent? 3 | 
A Not treated to make it absorbent for printing inks, 
no, sir. : 
Q Not for printing inks but to make it absorbent for 
Let me ask it this way: Is all nylon fabric which is 


698 


produced for use in printing ribbons treated to make it 
absorbent? | 
A Absolutely. : 
MR. ROBSON: I have no further questions. 
THE COURT: You may step down. 
(The witness stepped down.) 
MR. ROBSON: May I call Mr. Seidel back for just a 
few questions, Your Honor. | 
WR. SEIDEL: I will be brief. 
THE COURT: Only counsel can say that- You are a 
witness. a 
MR. ROBSON: I swore him to brevity, Your Honor. 
Thereupon : 


ARTHUR H. SEIDEL | 


| 


called as a rebuttal witness by the plaintiff, having been 


previously sworn, resumed the witness tand and further testified _ 


as follows: | 
"DIRECT EXAMINATION 

BY MR. ROBSON: | 
Q Mr. Seidel, in what part of the Patent Office 
classification system is the patent in suit classified? 


A Class 197 — ee se : 
HE COURT: Oh, the classes are printed onthe =| 


- . 
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patents. You don't have to have him testify to that. 
| MR-e ROBSON: Just four questions, Your Honor- Would 
you bear with me? | 

THE COURT: You do not have to call a witness in 
order to state what particular class a patent is in in the 
- Patent Office. 

BY MR. ROBSON: 

Q Does the file wrapper indicate the class or classes 

searched by the Patent Examiner? 

THE COURT: What is your question? 

MR. ROBSON: Does the file wrapper indicate the 
class or classes searched by the Patent Examiner. 

THE COURT: I will exclude that. That is a matter 


of routine that the Court is familiar with, and we do not want 


testimony on it. 
BY MR- ROBSON: — 
Rk Did you have occasion to examine Class 197, Subclass 
172, recently? ae a eh, 
A Yes, sir, I did. | 
Q When was that? 


A Monday, October 2nd, at 4335 Pem-, at the Examiner's 


Division. 
Q And did you find the German Patent 966,274 in the — 


Nailsea 
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i 
Examiner's patent collection in that class? 


Yes, sir, I did. et 


“ Q Has that class been reclassified Since 1959? 


A No, it has not. | 
MR- ROBSON: No further questions, Your Honor. 
CROSS-EXAMINATION | 
BY MR. HALL: : 
Q Did you know the definition of that class and sub- 
class? : 
A The class is called "Sypeuriting Mechines," and the 
subclass is directed to "Lypewriter Ribbons - ws 
Q So the German patent 1s classified in the Patent 
Office under “Typewriter Ribbons"? | 
| A It is classified under “nypeuriter Ribbons” in the 
same class as the patent in suit and in the class that was 
searched. That's correct. pet & 
wR. HALL: hank yous | | 
THE COURT: You may step dowm- 2 
MR. ROBSON: The plaintiff rests, Your Honar- 


aga 
THE COURT: Both sides rest. poent tenets DS es : 


ready to proceed with the suming up, we cen take © short 
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of the time, about how long does each one of you expect to take? 
I am not going to hold you to any particular estimate of time, oer 
but I want to get some idea in order to fix some sort of 
schedule. I don’t suppose we can finish it this afternoon. 

MR. ROBSON: I hope so, Your Honor- I shouldn't be 

more than half an hour myself. 
Re WR. HALL: If he can limit himself to half an hour, 
I can, too- 

THs COURT: Very well. However, if you run over, 
that is perfectly all right. I want you both to feel free to 
take whatever time you need, and you had better make arrange- 
ments to be here on Monday morning, Mr. Robson. . 

MR. ROBSON: If I am going to have to come back to 

Washington on Monday morning, I wonder if we could hold the 
arguments on Monday morning also? 

THE COURT: That is not an unreasonable request. 
What do you say, Mr- Hall? That will give counsel a chance 
to confer with their associates and organize their thoughts. 

MR. HALL: I have no objection to that. However, I 
may have to ‘appear before Judge Sirica as a preliminary matter 

5 THE COURT: You are in trial here + I expect to 


ene 


render my opinion on Monday. 
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MR. HALL: Maybe he will put it over until Tuesday 


morning. You kmow that big motion they had, my stand-in didn't 


win, and I guess he didn't lose either because Judge Sirica is 
going to certify the question to the Court of Appeals. 
THE COURT: I see. : 
o ERAS The other man I don’t think has had any 


Benne with anything like that, and z think maybe I had 


better be there- Maybe Judge Sirica will put it over. 

THE COURT: I am sure that Judge Sirica will hold 
that. We always take the view in this court, as you no doubt 
know, that a aeneate in a trial take aches over engage- 
ments in @ motion, and members of this court always cooperate 
with each other accordingly- : 

Then I see no reason why we shouldn't recess at this 
ao Ge SS Se As I say, I 
just want to get an estimate, oe zr don"t, want you to feel 
restricted, that you mst finish in thirty minutes or even 
thirty-five. 

I want to say to both of you that I have read the 


', briefs on both sides. They are very helpful And I also want 
to say this, that this case has been very ably tried on both aie: 


sides in the dest traditions of the bar. = = sa 
aS _WRY ROBSON: |‘ hank you, aire . 
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3 (Whereupon, at 2:45 p.m-, the Court recessed, and the -~ 


ar en 


ease on trial was respited until Monday morning, October 9, 


1967, at 10:00 a.m.) 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


FILMON PROCESS CORP. ) 
Plaintiftf®  ) | 
Ve ) Civil Action No. 1514-63 
SPELLRIGHT CORP., ee 
et al. 
Defendants. 


Washington, BD. C. 
Monday, October 9, 1967- 


The above-entitled cause came on for further trial 
vefore the HONORABLE ALEXANDER HOLTZOFF, ‘UNITED STATES 
DISTRICT JUDGE, at 10:09 a-m. : 

Appearances: 

For the Plaintiff: | ! 
\ YE 
MORTON ROBSON, ESQ. and 
EDWARD C. GONDA, ESQ. > 


For the Defendants: 


WILLIAM D- HALL, ESQ. 
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PROCEEDINGS 
THE DEPUTY CLERK: Filmon versus Speliright.- 
MR. ROBSON: The plaintiff is ready- 
THE COURT: You may proceed, Mr. Robson. 


MR. ROBSON: Does the plaintiff sum up first, Your 
Honor? 

THE COURT: <I beg your pardon? 

MR. ROBSON: In the Southern District the plaintiff 
always sums up last. 

THE COURT: Oh, no, no, no. fhe plaintiff opens and 
closes. You may proceed. Here the plaintiff opens and closes, 
and in criminal cases the government opens and closes. 

MR. ROBSON: I represent the plaintiff here. 

THE COURT: Yes- So you may proceed. : 

MR. ROBSON: I thought Mr. Hall would close first 


and then the plaintiff. 


THE COURT: I am saying to you that in this District, | 


the practice is for the plaintiff to open and close. 
WR. ROBSON: Open and close first. I see. 
| THE COURT: The plaintiff opens and closes, and in 
criminal cases the government opens and closes. 
- MR. ROBSON: May it please the Court. At the risk 


of stating to Your Honor basic rules which I know Your Honor is | 
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already aware of, but simply to indicate the context in which I 
want to present the facts, I am going £0 briefly state certain .... 
basic principles which I understand to be applicable. 
I believe it is Hornbook law that a patent is pre- 
sumptively valid once it is issued by the Patent Office, and 
= that the invalidity ust be shown by the defendants by clear 
and RES evidence. | ° ‘ 
[HE COURT: T think we generally render 11p service 
to that principle. It is not a very obvious presumption 
- like the presumption of the constitutionality of a statute. 
MR. ROBSON: I would liken it to the presumption of 
an administrative regulerity which attaches to an administrative 


Sze hk 


hearing. : 4 
aN 
GHE COURT: And it is hardly even as strong as that. | 


— 


Since you practice in the Second Circuit, I have noticed over 
the years that the Second Circuit pays very little attention to 
that presumption. Some of the other circuits pay more attention _ 
to it. You may proceed, Mr. Robson - : 

MR. ROBSON: In any event, it 1s clear that the ; 4 
burden is on the defendant ee 
invalid, and this should be done by clear and convincing 


evidence. ee ae fe 


THE COURT: Ho, the firet pert of your statenent i= 


| 
= 
= 
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4s on the defendant to establish the invalidity of the patent, 
of course, but not by clear and convincing evidence, by the 
preponderance of the evidence. : 

MR. ROBSON: Moreover, as I understand the law, 
subject to that correction, it is not a question of whether 
this Court in the same position would have rendered the same 
decision or come to the same conclusion as the Patent Examiner, 
but, rather, whether this Court can conclude that the Patent 


Examiner erred, that is, that his decision was an incorrect 


decision rather than one with which the Court disagrees- : 


There are also certain other presumptions which I 
think attach in this case, one being that all doubt should be 
resolved against a patent infringer; two, that a patent wherever 
possible should be narrowly construed in order to sustain its 
validity; and finally, that where a defendant has imitated 
the patent in suit, this is some evidence of the fact that the | 
item or invention patented is -- 

THE COURT: Where the defendant has what? 

MR. ROBSON: Has imitated, has attempted to copy the 
item patented, that this is some evidence of the validity of 
the patent. : 

In the context of the law as I have stated it, as 
modified by the Court, let's examine what the defendants * 
proof was on the subject of aire tea cena 
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Although the defendants did cite @ number of prior 


patents on the theory that these patents tended to lead to, in~”” 


obvious fashion, the patent in suit, and cited specifically a 
German patent which its expert claimed was almost identical -- 
or identical -- with the patent in suit, I think we will find 
upon analysis that the testimony of the expert @id not really 
tend to sustain the position which he todk. 

Before discussing the ceet tmcate of the expert, i 
think it is important to remember —~ and Your Honor himself 
has stated this following proposition -- it 1s tmportant to 
remember that when dealing with a foreign patent, the identity 
of the invention should be clear and unequivocal in the foreign 
patent. It should not be necessary to drag it out of the 
language of the patent and read it in by implication. 

Now, as I understand the expert's testimony, he 
concluded that he was a person ordinarily skilled in the art, 
which is the test, that is whether Or: NOG the German patent 
was obvious or made the present patent obvious to one 
ordinarily skilled in the art, and the expert said that he was 
such & person. : | 
It is my position that his testimony 4s completely 
worthiess on that basis, for the reason that he is clearly not 


a person ordinarily skilled in the art. Quite to the contrary, ; 


| 
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he is in certain areas mech more highly skilled than any 
person in the art and in other ways completely ignorant in the 
art. . Thus he is.a graduate organic chemist, a patent lawyer 
with forty years of experience. 

THE COURT: I did not understand that he testified 
as an expert skilled in the art. He testified as a patent . 
expert. 

MR. ROBSON: I asked him whether he considered him- 
self ordinarily skilled in the art- 

THE COURT: Yes, but I think he was tendered as @& 
patent expert- I so understood. 

WR. ROBSON: Yes, he was, but his conclusion, as I 
understand the law, mist be that as a patent expert he was 
concluding that 2 person ordinarily skilled in the art would 
have arrived at the plaintiff's patent. And I say that he is 
not ordinarily skilled in the art. He comes to this court with 
@ very, very high degree of expertise both in the sciences and | 
in the patent law, but when it comes to the art involved he 
knows nothing about it. He's never seen a ribbon made. He's 
never seen any of the patents in suit in final form. He has 
never seen the German patent constructed. He has no idea of 
what is involved in constructing patents. He knows a lot about 
chemistry. He mows a Little bit about how nylon, under some 
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finding that this really should be understood by us to include 
two thermoplastics and those thermoplastics nylon E 

We should not be required to ignore normal rules of 
interpretation of language which indicate that’ where & qualify- 
ing word is used, wherever it is intended to qualify something, 
cnet wen thetasord Is nee used Te sheet not be neat tn 
The words “thermoplastic bonding” and ° thermoplastic fiim™ are 
used possibly ten or-fifteen times but never "thermoplastic 


- Now, Your Honor indicated on several occasions during 


fabric™” — not once. 


the trial a concern with and an interest in the De Forest- 
THE COURT: I only referred to it as an illustration. 
BR. ROBSON: As an 11lustration- But it is 2 good 

illustration. I think it's good because it indicates the 


i 
| 
1 


THE COURT: I always thought that the history of that 


controversy read like a romance, and it 1s more interesting 
than many novels- : 

MRe ROBSON: Se Mttie I've learned of it 
since I became involved im this ease, I think you're right. 


But one thing was clear in that case: they were dealing 


with a rather simple circuit, simple in retrospect, although it 
‘ | ~ 
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sensitive adhesive affixed to fabric did not teach the use of 
Similar pressure sensitive adhesive to a piece of cellophane. 
The difference there only being in the material used, yet the 
patent was held valid. 

i believe that uniess you read a great deal into the 
German paren’ and read a great deal out of the Ploeger patent, 
the only conclusion possible is that they are not identical 
structures. And if they are not identical structures, then I 
think there is no evidence in the case whatsoever to warrant 
a finding that the Ploeger patent was obvious. 

The changes made by Ploeger, the use of a thinner 
nylon film than the nylon fabric and the weld along the edge, 
had unexpected, unexplainable results. It is the first embodi- 
ment that has been able to work. The courts have held, and I'm 
not sure whether Your Honor follows this rule or not, because 
apparently there are variations of these rules, but many 
courts have held that the fact that there are unexpected and 
“unexplained results 1s in itself conclusive of the lack of 


obviousness. 


may be some proof of invention, of course. 


3 WR. ROBSON: It is certainly strong if not conclusive 
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‘THE COURT: Oh, yes. That is not conclusive, but it — 
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| 
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not specifically referred to as a pater reference is no indi- 
cation that the concept of the German patent was not considered 
by the Patent Examiner when he examined the Phelps patent. 

THE COURT: The general rule is that prior art which 
1s not referred to in the file wrapper has a greater weight on 


the issue of validity than.prior art referred to by the 


" Examiner and not considered as barring the patent. 


: MR. ROBSON: I realize that, and that's why I'm 
pointing this out, that it was a good reason why it wasn't 
referred to. : 


THE COURT: I think he would have referred to it, 


‘because the usual practice is for the Examiner to list the 
| 2 : 


prior art. I think it is a fair inference that he did not 
discover it. We find in patent Litigation lots. of instances. 
where some item of pricr art is not discovered by the Examiner, 
especially so when you have an item in a foreign language, 
Becenee, 1 tm soc Titeie co De ceectoctes te che Eomaioes ae 
an item in the English language. : : 
MR. ROBSON: Although the picture here is. 
| SHE COURT: | Qh, yes, the picture 1s good- ) 
~ MRe ae Siorentesaot ce I don't iow what the 
Examiner had in mind. 


x cours or course, . we can't figure out what was 
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in the Examiner's mind except from the outward facts. 

MRe ROBSON: There's only one other patent which I 
think really should be mentioned which the @fense placed some 
feeble hopes on, and that was the Markes patent. There was 
some testimony and demonstration by Mr. Wolowitz which 


apparently was supposed to be ‘indicating that the Markes patent 


really taught the increased absorbency rate and other things, 


because that patent used a nylon film -—— they say used a nylon 
film and a nylon fabric. But the Markes patent is so far from 
what we are dealing with here that it hardly requires an 
answer. The Markes patent had two separate reels. The two 
ribbons were not inked together. There's no indication that 
Markes was talking about a nylon film, and a ribbon such as 
ours could not possibly function unless somehow the film and 
the fabric were held together. There wouldn't be any reservoir, 
any absorbency increase, or anything else, unless these two 
were part of one structure, which they clearly were not in — 
Markes. 

I believe that I have now adequately covered the 
defendants’ evidence on the question of validity, and I think — 
that I have demonstrated that there is barely any evidence at 
all to establish that the German patent is a patent which 
should have taught the invention containdd in the Ploeger 


? 
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There were 2 couple of defenses on the question of 


patent infringement. I'm not sure whether they are seriously 
urged at this time or not- One of them was that the defendant 
had a iiconse to use the patent. ee 

THE COURT: Certainly there 48 not enough evidence 
to sustain that, so you need not burden yourself by discussing 
it. | 

MR. ROBSON: The other was a discussion of bad 
faith, which I don't think, again, was ever seriously urged 
.or could have been- : , 

On the question of whether or not there was an 
infringement we are entitled to cannces! a few words should be 
saids : 

It was eee conre the position of the defendants that 


even if there were an infringenent, there would be no right to 


| eee et ee ee ee ee ee eee eee 


damages or an accounting for profits, in view of the provisions 
“of the statute that a that damages would not fiow - 
anions there were either markings with the patent numberor.’ 
‘notice of infringement. - | | 
This statute, neseeXs has been Seeerprerea = a | 
cmumber of cases as not: applying to @ situation in which the 
. infringer: oa actual knowledge of the patent It would seem 
clear that ae ae is designed to deal either with | 
constructive notice yor, in Sees ene of ‘constructive notiee, ea 
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& question of what kept the type face clean, which could have 
applied to almost anything. He said after all scotch tape was 
on the ribbon, maybe they were referring to scotch tape. [I 


don't know what the purpose of that red herring was. Scotch 


wT“ 


tape has not been a patented item since 1956 when the patent 


. , on that expired, and certainly was not in existence in 1961 
“or 1962 when these acts took place. 4 
ao ‘the last item, which will only take me a few 
minutes, is the question of the trade ‘secret. 

There's no real denial by Mr- Wolowitz that they 
used the trade secret, although there was an attempt made to 
indicate that when they constructed the ribbon, they didn't 
use the trade secret in constructing these particular ribbons -- 

THE COURT: Assuming that they were using the trade 
secret, is not that the purpose for which it was revealed, 
because there was no confidentail relationship between the 
plaintiff and the defendant? The defendant ‘was a customer of 
the plaintiff. : ee roren Saree 

MR. ROBSON: That is correct. 

THE COURT: Of course, according to thestestimony, 
and giving full effect. to Mr. Ploeger's. testimony, he did ask 
the defendant to keep this process confidential. Did not that 


mean that he didn't want it disclosed elsewhere, to anyone 
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else, because he was planning to patent.1t? That does not 
necessarily mean that he didn't want the defendant to use it, 
because if he did not want the defendant to use it, why did he 
tell him? : 

MR. ROBSON: I think he did want the defendant to 
‘use it- I think the narrow =aeue is -- 

THE COURT: Then if that is so, that ts not an abuse 
of a trade secret. 

MR. ROBSON: I think it would doiicdown to the narrow 
issue of fact whether the defendant could use it only so long 
as he was using the Ploeger material, or whether he gave hin 
carte blanche to use it whenever he wanted to- His testimony -- 
- 4¢ was Mr. Ploeger's testimony that it was limited to use with 
the Ploeger material. And this makes a certain amount of 
sense since they were doing business, Ploeger in an attempt to 
increase his business was willing to alice certain of his 
trade secrets to be used. The fact that Ploeger did file a 
_ patent application and receive a patent on it —— an application 
which was tiied, ‘euriously enough, after the defendant tied” 
an application for a patent on the exact same item in the 
United States, and never filed an interference or made an 
attempt to keep the plaintiff from getting that patent. 

| “I Delteve ‘that I have » covered all the points. I 
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that be true, the same process of manufacture would have to be 
accorded to the German patent as is accorded to Mr. Ploeger. 
THE COURT: Mr. Hall, I would like to ask you this 
question. Is it your contention that the German patent is an 
anticipation; or is it your contention that in the light of 
the German patent, the additional step taken by Ploeger was 
‘obvious? 
MR. HALL: The latter. | 
THE COURT: The additional step, I presume you 
contend, was the substitution or the possible addition of . 
nylon to silk, is that it? 
MRe HALL: Not the substitution -- 
THE COURT: Not the substitution, but the additional 
possibility- 
e HALL: I look at Be eet That the three 
“common ribbon materials that were in use at the time the 
_German patent was written were cotton, silk and nylon, and 
that it would be obvious to anybody attempting to apply the 
German patent that he try it with these three mterials- 
THE COURT: In other words, according to your theory, = 
"the additional step taken by Ploeger over the German patent . | 
was ‘the possible use of nylon, is that it? : 
WRe HALL: Yes- 
THE COURT: And that is obvious? 


’ 742. 
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MR. HALL: The German patent does not specifically 
refer to nylon- | 
THE COURT: He refers to sil in passing. 
e HALL: That's right. That's why I think he is 
Soribesrae tee the others, because the way he refers to silk 
"My thing is an improvement, even as to the finest silk 
tissues," and since nylon is coarser than silk and cotton is 
coarser yet, by saying, “Mine is applicable to even the 
finest possible materials,” —— : 
THE COURT: In other words,: soos contention is that 
using nylon in the structure described by the German patent 


ny | . . 
was obvious, and therefore not a product of his invention? 


MR. HALL: That'sright. =~ 

THE COURT: We will take our usual mid-morning 
recess | | | | 

(Whereupon, at 11:16 ame, the, Court recessed.) 


11:30 a-n- x 
SE COURT: You may proceed, ¥r~ Hall. 
"MR. HALL: Your Honor, getting back to the thing 
that we were discussing just before the recess, it 1s our 
position that the German patent is ‘classified in the Patent 


Office under “typewriter Ribbons ," and af anyone is interested 
ina typewriter ribbon with a backing, “nat they would do 
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faise marking. 

We submit that if these questions are answered as 
we contend that then it disposes of the whole case. 

These are three simple little questions. 

THE COURT: It seems to me, though, in accordance 
with many patent decisions that the Court should decide the 


 walidity of the patent first. 


MR. HALL: That's right. And the Court of Appeals 
for the District of Columbia so held. 

THE COURT: And other circuits have so held, and 
that is the holding of the Supreme Court. 

MR. HALL: Yes, but if these questions were also 
decided, and if they are decided the way we suggest, we think 
it would avoid any possibility whatsoever of any reversal on 
appeal in the event you did hold for us. | 

ES COURT: I am going to decide both the issue ‘of 
validity and the issue of infringement just for that reason- 

I believe that it is sound judicial administration 
for the trial court to try all issues of a case rather than 
picking out one issue and disposing of it. I recall another 


patent case in which I decided both the issues of validity and ; 


infringement, and I am going to do that here- 


WR. HALL: see. May i address ny. remarks to Rees 
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THE COURT: Even if they don't admit it, it is 
obvious that there can be no charge. : 

However, on the other hand, the defendant has 
admitted whee he did manufacture some ribbons that were not 
of the plaintiff's material. | 

How many belong to one class and how many to the 
other is not to be decided at this trial. If we ever come e 
to the accounting stage, then will come the time to determine 
how many ribbons were manufactured out of material other than 
Ploeger's, if there is infringement. Tn other words, I am 
not going to determine now how many ribbons go into one group 
and how many into the other. | 

« HALL: I agree with everything you have said up 


to now, but I haven't made my point clear. 


These thousand ribbons that were made out of non- 
Ploeger material were made in an entirely different way- As 
Mr. Farrell testified, they were not made by taking @ quarter 
of an inch of Filmon's material and then trying to adhere a 
| piece of correction material to it. they were made by laying 
a@ number of pieces of double width on top of each other and 


running a@ knife down through the middle, and these ribbons did — 


Ss SS Se SS 


THE COURT2: _ But we are dealing with 2 patent on 2 ee 
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structure, not a patent on 4 process. 


MR. HALL: That's right. But I'm trying to get to 


Nat 


the point that these ribbons could not possibly have had this 
idea that Ploeger claims to have patented where he seals at 
‘opposite edges only, because our thing had a single backing, a 
~haif-inch wide, with the ribbon attached in the middle, and it 
was produced by a triple process which caused a triple joining 
at the middle to create -- 

THS COURT: The real test, though, as I see it, and 
I'‘m sure you concede, is whether the claims of the Ploeger 
patent read a new structure. 

MRe HALL: No, we don't believe they do. 

THE COURT: You will concede that that is the test, 
rather than the method by which it was made? 

MR. HALL: Yes, that was the test, and I will con- 
cede that the method by which it was made has nothing to do 
with it, any more than they can eee to ee their 
patent by telling how they cut the edge. 

uv 

MR. HALL: Exactly. But the reason I was pointing 
out how they were made-was not to give you the final structure 
so much as to remind you of Mr. Farrell's description, so you 
caer ee lem nme eee cmp oe | 7 

Hom, what came out of this s Process was a ribbon, ee 


| 

: 

— 

THE COURT: Exactly. ? | 
| 


are). a edge there - “see 
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he started out with what Ploeger did, and he went on from there. 


But when we made the thousand experimental ribbons, what we 
did was quite different. He didn't start out with a piece a 
quarter of an inch wide and add something to it. He came up 


with & piece that was solid across the back, and there was no 


THE COURT: The only samples that were introduced 
in evidence as coming from the defendants * shop were Exhibits 


12 and 17, I believe... 


MR. HALL: That's right. And we deny 11 but admit 7 


i7- . 

THE COURT: Do you deny that those <> exhibits 
read on Claim 1 of the Ploeger patent? — : 

SR. HALL: I would say it this way: If you read the 


oe in the noriwal way, you could read it —- you could read 


| the claim on chose two things But 1¢ you try to read into 


~ 


it the invention, the things which they are relying on to try 
to sustain their patent -- > | | 
THE COURT: Oh, no- I would Like to put those 


| 
: things in separate water-tight compartments. If it were to be 


assumed that the patent is valid, = Claim 1 read on 


| Plaintiff's Exhibits 12 and 17? | : 
RS Ca BALL: =. it would read on 2a and 17. because 
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. they are made of Ploeger's material with a -- 

THE COURT: That is their contention. 3 

FR. HALL: <= with an extra niece that goes off to 
one side. 

THE COURT: The mere fact that there is an extra 
= Piece, the correction strip, wili not take it out of infringe- 
ment. 

MR. HALL: Because that is put on separately. It is 
a@ separate piece, and all that. But the other one wasn't that 
way. 

{THE COURT: There was no sample produced by either 
side of the other structure. 

MR. HALL: That's right. And the burden of proof is 
on them. They've known about these thousand ribbons through- 
out the entire case. We told them about it at a very early 
stage of the case. All throughout Mr. Wolowitz's deposition | 
they went over it. They never asked that a sample be 
produced. They never charged infringement. We asked in 
interrogatories, Interrogatory 5, asking them to designate _ 
the ribbon they charged to infringe. We've been over that 


7 time and time and time again in this case as to what it was: 3 


they charged to infringe. 


_ Now, in answer to Interrogatory 5 they put a piece = 
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first two items, and they will go quite fast from here on- 


oe < “THE COURT: me rest win dicta. 
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here, and starting just below the paper clip you will notice 
that our ribbon is described. It said at that time the scotch 
tape went clear across the backing of the ribbon. 


(The document was passed to the Court.) 


THE COURT: You may proceed. | 

e HALL: So you see at the time that Mr. Kaufman 

wrote his little printed leaflet, the type of the typewriter 

never struck the Ploeger material at ell. It was completely 
covered by the scoteh tape. ! 

Now, getting to this sheet - <I presented to you 


: | 
on Spellright's defenses, I think I've pretty well covered the 


We have now the third item, namely, that there were 
no sales after the notice of infringenent- ° 

You will notice that in the pretrial order there is 

a stipulation which the Court of Appeals relied on in its 

decision. In this stipulation —- i : 

THE COURT: I want to say this: I don't put too mech _ 
weight on dicta. The only point that the Court of Appeals 
passed on was the question of a gary trial 


- HALL: You're right. : 7 
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Now, the Seventh Circuit Court of Appeals has held 
that in a case where all of the infringement occurred prior to 
the notice of infringement, and upon getting a notice of the 
infringement the defendant stopped right there and only a very 


few articles got out after that time, the case is de minimis 


_ and can be dismissed on that basis. 


Even the plaintiff in its brief cites: a case on de 
minimis which I think is a hundred per cent applicable here. 

THE court: I am not going to dismiss this case on 
the grounds of de minimis. As a matter of fact, I don't think 
you would want me to do that. You want a decision on the 
merits. é 

¥R. HALL: You will notice that is my third ground. 

THE COURT: Yes. | sie a 

MR- HALL: Going on down my list of defenses on the 
faise marking, my number one point is that the een “Patented” 
was used in good faith, and there we rely.on the testimony of 
Mr. Kaufman, Mrs. Jacobs and the near witnesses. You know 
all that as well as I do, so I won't prolong that. 

We go to point two, namely, that they are urging. 


that the only example of false marking that was charged -- and 
we asked in interrogatories very specifically as to what was — : 
charged here -- and the only charge of false marking that has — 2) 


. Sb ia 
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difference in the world between me requesting J- P. Morgan and 
. Company to give me a million dollars and having them agree to 
give me a million dollars. So I think that's the point there. 

Now, there's one further thing I'd like to bring up 
on this trade secret cause of action, and that is that the 
..-Plaintiff, Filmon Corporation, did not own the trade secret 
at the time of the alleged injury : 

THE COURT: I am not going to decide this issue or 
any issue on a technicality like that, Mr. Hali. I don't 
think that would be satisfactory to either side. I always 
like to decide cases on their merits af I possibly can. f 
think that is the better way of administering justice. 

MRe HALL: That does conclude my argument, unless 
Your Honor has some questions. : 

THE COURT: WNo.- | 

MR. ROBSON: I will try to be very brief in 
rebuttal, Your Hono 

THE COURT: Thank yous. 

MR. ROBSON: T would like to get to the real heart 
of the case first, the question of the validity of the patent- 

With respect to that, I would 21ke to call Your 
Honor's attention to Your Honor's own. decision in the case of 
General TiLse & Rubber Company + ve ‘Watson with respect to the 
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treatment to be accorded a foreign patent and the specificity 
and clearness required in such @ patent. I mention that 
because I think in view of the concession that Mr- Hall has 
made in his argument -- or what I interpret as a concession -- 
which is that the German patent and the Ploeger patent are not 
identical, and he doesn't claim that the Gernan anticipates, 
which I understood was the testimony of the witness -- 

THE COURT: To which witness are you referring? 

MR. ROBSON: The expert- I understood his testimony 
as indicating that the German patent was anticipatory. 

THE COURT: I was not quite clear about that. That 


is why I asked Mr. Hall the question, and he was very 


definite. He contends that it is prior art, so that the next... 


step taken by Mr- Ploeger was obvious. 
MRe ROBSON: In that connection I think certain 


things must be emphasized. I have mentioned to Your Honor and 


Mr. Hall has referred to the fact that the German patent 
talks about 2 manifold ribbon. In ordex to be certain that 
Your Honor realizes the big difference between a manifold 


ribbon, I would ask Your Honor to look at the diagrams on the 


Phelps patent, one of the patents that was considered. There 
you can see that the manifold ribbon functions in a very 
 @ifferent fashion from a typewriter ribbon. It is just a 


“y x 
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strip that runs along the back of the ocean which moves 
with the carriage and which is inserted between the original 
and the first copy of the paper on which the printing appears. 
For use in that kind of an embodiment, you need a different 
kind of ribbon. It's a stiffer ribbon. It's a ribbon in 
which the ink should not be too profuse, because when the’ 
carriage moves the ink would smear onto the second pagee So 
one looking at this, which requires 2 stare ribbon, would not 
be very likely to consider this as a first step in arriving at 
a@ pliable typewriter ribbon to be sorte on a@ spool. They are 
just two completely different concepts. 

The second factor which I mentioned before but 
really bears emphasis because it is important, the issues have 
narrowed so considerably, which is that in order for this to 
be clear -— or clearly referring to the use of two thermo- 


plastics, it is necessary for one reading this patent to 
4gnore the fact that 1t is a manifold and deals with a tissue 
which is generally understood to be paper, and deals with a 
stiff product; to ignore the fact that the word “thermoplastic” 
_ 48 never used to qualify the ribbon, and to ignere the fact 
that in those eubodiments where they do talk about a fusing, 
which cohkld conceivably bear on Ours they tal about a fusing 
between a _ripbon which is not thermoplastic: and a ‘thermoplastic 
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and has a borderline which makes it a triple thickness instead 
' of double thickmess.. And this could not conceivably work ina | 
typewriter ribbon. Unless one used ingenuity and invention 
9 on his own part, he would not arrive at the point of our 
invention from that invention. | 
5 I think Your Honor has these points. I don't want 
to labor them further. 7 
I do want to point out a couple of things for the 
| record, just very briefly. And that is that the defendant 
= does not really deny the one erueton of infringing ribbons. 
r had the funny feeling, listening to Mr- Hall, that I was 
the party that had caused somebody else -- when I say "I," I 
mean my client -- the defendant has’ admitted constructing : 
infringing ribbons, and only complained about the fact that | 
we have the wrong ribbon in court. The defendant says, 
“We infringed, we sent out a thousand ribbons, but we dian't 
find them." They came up with two other ribbons. Which I 
really think is a peculiar kind of argument to make, particularly 
in the light of the testimony of two people who examined these — : 


ribbons that the ribbons do, in fact, infringe, that they were 

not made by the plaintiff. i | | 
Likewise, the defendant doesn't really deny that 

these brochures falsely allege that they were patented | 


ere 
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construction -- 

THE COURT: Oh, I don't think you can say "falsely 
allege." There are all sorts of patents that might perhaps be 
covered in various parts of this construction. I notice that 
they do «ot give the number of any patent. <I think that if 
.. there is anything de mininis <n cits case" it is the second 
cor “. ) 

MR. ROBSON: Then I won't labor that point. On 
the trade secret, I don't think there is mich more that has 
to be said. : | 

I would like to make one thing clear that there 
- has been reference to, although there is no evidence, and 
that 1s that the letters which were sent out were sent out 
‘almost immediately, they did not threaten anybody with — 

THE COURT: I think that those c= should not 
have been sent out. : 

e ROBSON: A22 they 414 was to notity — 


THE COURT: The reason that they should not have 


been sent out at least is the fact that the defendant had See 


lot of material on hand which he had purchased from the 


plaintiff, and the use of that material was not an infringe- 
ment. Letters like thig.can destroy a person's business eee 
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MR. ROBSON: Your Honor, those letters were sent 
out immediately after the lawsuit, before we were given any 
information about material being on hand, and all the letters 
> did was to advise of the institution of the suit. They did 
not threaten anybody. 

THE COURT: Of course, they did not threaten 
anybody, but that is a way to kill a person's business, 
because the average business man is a timid person. He will 
say, "I don't want to get into a lawsuit, I will use 
somebody else's merchandise.” 

MR. ROBSON: How else does one protect one's 

patent? 

THE COURT: That is what the courts are for- 

MR. ROBSON: | The trial today is four years after 
the infringement. es 

THE COURT: I did not realize until the defendant 
was putting on its case -- and I don't think it was brought ~ 
out before -- that the defendant had on hand a large volume of 
material that it had previously purchased from the plaintiff 
at the time that this lawsuit was filed. 

MR. ROBSON: But we were not aware of that- That 
notice was in August, three months after the lawsuit wad 
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THE COURT: Before such letters are sent, 2 
person had better find out. of course they have nothing to ao 
with the issues of this case, and this is not an action for 
damages caused by these letters. However, if I were you, I 
would not try to justify then. : 

MR. EMESIS What I would aiso like to point out to 
| Your Honor was the fact that this defendant threatened, in the 
presence of two witnesses, one of them an attorney, that he. 
was going to infringe, only a few months before the infringe- 
ment - i 

THE COURT: It is very fortunate for the plaintiff 
that I am not trying the issue as to whether those letters 
were properly sent- They were not properly sent, after your 
client sold a large volume of material to the defendant which 
it should have known could not have all been used up by the 
time this suit was filed. However, if I were you, I would 


| 
not refer to this issue any more, because I am not going to 


decide it. I am just of the opinion that those letters should — 


not have been sent. It was reprehensible, because it is 
easier to ruin a person's business by sending a series of 


letters like that thin it 4s by filing a laxauit against bin 


= MR. ROBSON: Yet they have done it in every single 


case almost, Your — SH Sie ne) oe reindyae 
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THE COURT: You have to be very careful to find 
out where yau stand before you send ait letters- Surely, 
there are cases in which such letters are proper, but this is 
not one of those cases. 

Is there anything else? 

MR-e ROBSON: There is nothing else on any of the 
other issues, Your Honor, no, sir. 
| THE COURT: Very well. 

(REPORTER'S NOTE: The opinion of the Court, given 
@t the conclusion of the arguments, has been previously 
transcribed. The transcript, consisting of 18 pages, is filed 


under separate cover.) 


. 
ee ee RE SH ee RE eee 


— ope 


> ae 2 oe So 


A ribbon comprising an elongated strip of a flexivdl 


oliadle, ae material, an elongated strip of a a flexible, 
oliadle, cneNee material, said strips being in ee sure 


face-toesurface relation along their entire length, and sealed toe 


acca along their clongated cdges. : 


2. A ribbdon in acconainae with Claim 1 in which the 
strips of material are aed weceenes only along their elongated — 


edges. 
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3. A ribdbdon in ecordance with Claim i in which an 


is impregnated in the absorbent strip... : 
: . : 
4. A riddon in eS ance with Claim 1 in which the 


i impervious strip is sudstantially tnner than the abeorbent strip. 
" 2 : ; 


5. A riddon in accordancg with Claim & tn which the 
absorbent strip is of a thickness of between 2004 and .005 inches, 


——- 


and the impervious strip is of a thickness of between Se and oo 


inches. : : | 
-6. A ribbon in accordance with dlaim 2 in which at 

least one of the strips is of a fusible matert 3A and the clongated 
edges of said strips are fused SSS | 


Teck Sea in Anan as with Claim in which the 
4mpervious strip is of/fusidie material, and the Ae edges of 
said impervious strip are fused into the elongated ccs 3 of the 


i absordvent strip. 
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- A ribbon in accordance with Claim 7.in which the 


impervious strip is impervious nylon. 


9. A‘xidbbon comprising an elongated strip of a‘ flex- 
idle, pliable, oe material, an elongated strip of a flexibdle 
pliable, coemerient material in juxtaposed surface-to-surface re=- 
lation with said A GS one of said strips being of a 
fusible material, said strip being fused together only along their 
elongated edges, said impervious strip veing sudstantially thinner 
than said absorbent strip, ana an ink impregnated in said absorbent 


strip. 
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i IN THE UNITED STATES PATENT OFFICE - ie 
ben ze: Patent application of : | 

R Walter Plocger, Jr. : : - 

t : : 

tserial No. 813,300 : aor 

i : Div./ 17 

dled: May 14, 1959 : | 

‘sors Printing Ribbon : : ce 
= AMENDMENT : | 
: This is responsive to the Office Action dated ee 


oe. 1959 (Paper No. 3). 


Please amend the application, without prejudice, as — 
sfollows: | 2 z : 7 
Cancel Claims 1 to 10 and eceer them as SS 


flexible, aon. absorbent woven nylon, an elongated strip of a 
imperforate sab 
flexible, pliable, /impervious nylon film, said strips being in Juxta 


= 


osed surfacc-to-surface ation along their entire length, and fus 
S41 rma 
wogether only along their “A clongated cdges, and with the absorbent 


—— 
—sy 


7 Seaaee 


woven nylon eee veing impregnated with ink. 


12. A rd bon in accordance with Claim 12 in which th 


S°Osk es: 


impervious nylon film is t 


13.° A ribbon accordance with chain 21 in which th 


eatnye " 
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H : 
< 14. A ribbon in accordigcc with Claim 13 in which tha. 
Ki 
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2 ate impervious nylon film, said strips being in juxtaposed surfacce | 


(a \Mesiey tyne t 


ct 


AndHUA M. OtIOEL 
§ 


Walter Plocger, Jr. 


No. 813,300 


Printing Ribbon 


So that an action on its merits may be rendered on the next Office 


paces 
—— 


of flexible, pliable absorbent material which is capable of veing 
SE nylon, an clongated strip of a flexible, pliable, imperfor 


voesurface relation along their entire length, and fused together 
worly along their, clongated edges, and with the absorbent material 
pocing impregnated 1 with ink. 


4 
S indicated in the specification (first sentence 6s 
of page 4) other than nylon which may be fused to th 
yion iim, and which say por form carmen A in the present ——~ 
\ 


anvention. 


< the claims now present. in the Sees eo at Respoceaaa 
licited. 
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= IN THE UNITED STATES patent orgie PAY", 
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Patent application of — : 


Mersrev df 
Div. 17 
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EAT ree 


May 1h, 1959 | 
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‘SUPPLEMENTAL AMENDMENT 


Please add the following claim to this application 


i re ee —_— 
—— oOo OO Osseo ee z = 


ee. SS. A printing ribbon comprising an clongated strip 
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Claim 15 has been added because thésd’ara mtticrials, 


Scohd prragrayh 


coer Os reconsideration and allowance of cach 


Respectfully Submittcd 
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ind below G comrmunication from the 
HINER in charge of this application. 


A a 


|‘ Commictoaner ad Patemltte 


1. Responsive to cmoncment filed Pobruary 9, 1962 

2. Claims ll to 15 are rojocted as unpatontablo over 
tho toacaings of Phoips and tho U.S. patent to Erencts for 

| peasons of record. Tho affidavit and samples subni tod con] 
currently wita tho abdovo amendment have been considered along % | . 7 

with tho romarkxs in support of tho claims. Since those are a 

procucts ong nos mothod clains, the tochnique usod for adhor~ : i 
ing tho two strips togotheo> is not in point. Nor does at 
mattor that the Prancis apparatus could not bo usod sinoe = 
2t 4s only tne disclosuro in tho patent that nylon film is se 
suitsble as the ink impervious strip that is reliod upon, 
along with tho teaching that wovon nylon may de usod (as it 

- Zs in Murphy et al and tho British patent to Francis) as tho 
ink absorbent strip. It is pointed out that fusing two nylon gegen he 
strips togothor only alongs their oxtromo olongatod edges. as pass : 
@isclosed heroin is old, as in Murphy et al, for oxanple, 

3. With respect to Mr. Nagyts affidavit, tho advan- Beet ees 
tages ot forth theroin of having tho inked ribbon backed by eet ake eS 
en impe vious iim aro taught by Phelps, who also discusses: _ ee Ra Che 
tho discévantages of having such a film adhorod scross tho 
SEES wicth of the inked ribdon. 


Tho cases citod by applicant havo beoa considorod. 


he 

} es §g thougat, howovor, that tho facts in this case aro such 
4 £ UA » a 

wet tho olcizs fail to cofins invention ovor the roforencos.. 


S. Claims 1 to 10 avo canoolled, 


' 6 No claims are allowed. . on a bts 2h 


7. Tais action is mado FINAL. seta . aa 
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IN THE UNITED STATES PATENT OFFICE, Z 
ae 
&S. PATER EFICE ; 
--rez: Patent application of = ; 
Y walter Plocger, Jr.*- : : ste 
ene Ses ROR 261951 | 
serial No. 813,300 AS ors <2 Dive G7“ eee 
= ~ . - “ . 7 - fF: 
‘red: May 14, 1959+ OiVisiun 17 ete 
fh pors Printing Ridbon_ nee : | ~ : : 
ae 3 if 
i: “i ae Es 
£3 AMENDMENT Se ; { 
ae: eta | pesca 
This is in response to the Office Action Gated Febru y ve a: 
fan, 3962 (Paper No. 9) in the above-identified application. 2 = 
I ‘ “t 
| Please amend the abdove-identificd application, withou , i 
ipregudtce, as foliows: ! ; 
} In the Claims: : Sea 
: 7 Peon 
- Claim 11, line 3; Slaim aim 15, line 4, before. "imperviou 3: ) 

; 4 ' 
oe -- ink <<. --. : 
i — — ) ees 
Please cancel Claims 12-14. i ate 
REMARKS see 
. se i “Y 
I | poe 
i Claims 11 and:15 remain in this application. Toots Es rT 
| respectfully submitted that Claims 12 and 15 patentably ‘distingut Sass ae 

: Seed 
Sever the art of record. | Plas 
= As a result of an interview with the Sxaniner, the zt a 
S applicant is submitting herewith an affidavit a ttesting ‘to the la 4 
jor advertising and ident sfying various ictters indicating the | a i 
; commercial success and merits of the present invention. It is we Poms 
t Sater oF 
‘known that commercial success not based on advertising is evidence b iF 3 
Iwndch mst be considered euhen: determining the patentability of the = ta 
f Rear taes é Lea Ps 18 
eet eee | EOS 
‘ . eats 
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We 
by 
i 


: svention ° 
; However, the applicant does not rely solely on 


 cormercial success for patentability. On the contrary, it is the 


} position of the applicant that the claims remaining in this appli- 


! cation patentably distinguish over the art of record. In this 


ly lacks the “reservoir” concept of the present invention. 


In the final Office Action, the Examiner relicd on th 


Parln? strounny 


* patent to Phelps. Phelps discloses four species. In Figures 3 and ! 

fa of Phelps, no provision 1s made for scaling the elongated ‘side 
edges of the ridvbon. Accordingly, it is only with the hindsight o 
the present invention that the. Examiner is in a position to inter- 


“pret the Phelps* patent in a manner which is considered anticipatory 


lor the present invention. However, the interpretation of a refer- 


cece which completely lacks the concept of the present. invention oe 


“iis improper when such interpretation is based on hindsight. 


| Accordingly, it is only after the Examiner's eyes have been opencd 
by the applicant's disclosure that the Examiner has Anterpreted 
}Phelps as providing for a reservoir between the ink impervious fi 

[ona the ink absorbent fabric.’ : 

The patent, to Francis completely lacks the concept of 


the present invention since the film is adhostvoly secured to the 


— UN eros, 


absorbent fabric across the full width thereof. Francis provides 
| for a liniind impregnation of the film in the fabric to a depth not 
Pexcocdtng one-fourth of the web thickness (columa 6, lines 11-14). | 
ia column 5, line 10, Francis makes yoference, to the fact that the 


ae not impregnato the web ae more than tiftecn LSE of 
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yj researc, it is respectfully submitted that the art of record complctc= | 
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j 
| the thickness of the web so as to substantially maintain the ink- 
aes capacity of Rac web. | 

é As” pointed out in numerous places in the record, the 


j which increases the absorbency of the fabric by ae least thirty 
| 
i percent. -In this regard, it should be noted that the ink absorben 


== 


fabric of the present invention is nylon which is essentially a 
non-absorbent fabric. (see Claim 11) 


PAIEST ATTOSHET 


in addition to the ECSCHVOES provided by a’ by a “tray effe 
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: fabric moos the extreme ¢ Beis Ca only thereof so = to maintain the 
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| santnated ribbon of the present invention in Sencuted relationshi 
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s or record discloses this concept or the ‘elements structurally<inte 


| related in this manner. It is only with the hindsight of the 


i present. invention that the Examiner is. =o a position to build the 


| 


{applicant's invention from eearions SO as to obtain a resultant 


a structure which not disclosed in any of the references nor obvious 


lito a man skilled in the art. 


| As pointed out in Paper No. 10, the present invention 
offers many advantages to high spced computers and. for the first 
* tine provides a printing ribbon which overcomes the disadvantages © 
‘lof riddons used heretofore in computers. _ It should be obvious to 
ltnose skilled in the art that none of the ribbons shown in the art 
et record. solve the problems: associated with ribbons used in mee 
speed: computers, _ 
: As pointed out in. numerous eracce tn the record, in- 


Se affidavits, oe ribbon oS the SS ‘tavention —s- a uc 
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j Present invention is based on a novel concept in the ribbon art ; 


the BEescow suventton includes a film welded to the ink Se ee pe eS secsaee|_ 


t", 


| and simultaneously provide a scal for the regervoir, No = 
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j2tc0 which 1s materially longer than the uscful life of the ribbon 
ian the art of record. In addition to climinating the necesaity Lo 
| cleaning the faces of the type on the equipment using the ribbon o 
ithe present invention, the ribbon of the present invention provides 


- darker and sharper imprint. 


=e 


The remarks SS to the Francis patent as set fort 


on page 6 of Paper No. 8 are repeated herewith, 


go 4 


The Examiner's attention is respectfully directed to 


teny asroerey 


=patents 1,904,628 and 2,163,601 which were brought to the applicant’ 3 
attention during | an oral interview with the Examiner. Each of 
these patents discloses a fllm which is secured to the absorbent - 


_ fabri across the full width thereof in the same manner as Francis. 


| westher of these patents provides a welded or fused joint along the 


lextreme edges only. Murphy discloses a laminated ribbon fused alony 


ithe extreme edges only. However, it is. to be emphasized that’ none 


of these references disclose the reservoir concept of the present 


invention. 


The present invention embodics-a novel concept in the 
fart of. printing ribbons and advances the art relating to such 


ribbons. Such a concept embodied in elements structurally inter- - 


zrelated in the tanner set forth in the claims is neither obvious 


ered) 


a zt aman skilled in the art nor disclosed in the art of record. It 


“-. 343 submitted that the advantages and merits of the present inventio 
as substantiated by the affidavits and letters of record by those 


isktlled 4n.the art is of materially greater significance than a 


‘hypothetical combination of references based on hindsight. Accord- 


st 


jingly, it is respectfully submitted that the claims remaining in 
this application patentably distinguish over -the art of record. 
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i At an oral intervicw with the Examiner on April il2, 


1962, the Examiner did not make 2 PIS commitment that Claims 


tay and 15 are allowable. However, the substance of the present ~ - 


(See was discussed with the Examiner and he stated that Cla 


‘ 
| 


(2 and 15 would probably be allowed. The applicant would like to 


H i take this opportunity to extend his appreciation to the Examincr 
“:for the courtesies exhibited by the Examiner during said interview. 


In view of the above remarks, it 1s respectfully 


Ae: aTroan 


| 
submitted that this application is in condition for allowance. 


[| Accordingly, an carly notice of allowance i respectfully solicited. . 
1 ° é 
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i saatfoke : 
IN THE UNITED STATES PATENT OFFECHATENT iE FICE 


; 
; 
iin res Patent application of 


1961 
i . Walter Plocger, Jr. APR 26 


Serial No. 813,300 . Dive 17 UYIDIUN 17 


Piled: May 14, 1959 


Fors Printing Ridbon 


AFFIDAVIT OF WALTER PLOEGER, JR. 


PATENT ATTGCSALY BSS 


— oe eo 


and say as follows: 


I am the inventor of the ribbon of the above-identific 


ao 


patent application. 


| To date, the amount spent by me on advertising the 
i " : : 
ec of the above-identified application ‘45 ZERO. To my knowle 


ijno one connected with the ribbon of the above-identified applicatio 


jjunder the trademark “Film-On", ° 


has spent any monies mhatcocver on advertising said ribbon... 


The ribbon of the above-identificd application is sol 


Exhibit A, attached herewith, 1s a letter addressed t 
the assignec of the abdove-identificd application dated March 22, 
eS 31961 from The Schwarzenbach Huber Company. -The Schwarzenbach Hubde 
| = Company is the largest distributor of typewriter ribbons. This - 
_Eletter was solicited by me but the content of the letter is entire- 
i2¥ the work product of the writer. The ribbon referred to in this 
‘letter 43 the ribbon of tho above-identificd application. 


Exhibit B, attached herewith, rofers to the ribbon of 


I, Walter Plocger, Jr., having odecn duly sworn, depose .- 


= above-identitied Sendo eet by - enn it according to the) - 
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|zrodenark under which it is sold. This letter was solicited by me 
f 


a the content of the letter is entirely the work product of the 
writer, | : 
7 Exhibit C, attached herewith, 13 an unsolicited letter, 
Ime ribbon referred to in this letter 13 the ‘ribbon of the above- 


j ddenticied application. : | 
| 
Exhibit D, attached herewith, ts a response from the 
publisher of “Changing Times", the Kiplinger magaz ine. In the 


dation we = April 1961 265uc of this magazinc, there is made reference to a 


0 PR: Petre St BIOSIS BE e Peete Ne rE ote re See Feo SS 


pew plastic-backed typewriter ribbon under the section “New Products” 
ll prom the month ahead. ' This publication was completely unsolicited 
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[ana is completely the product of the research department of the 
i publisher of this magazine. The publication did not state the . 


imanufacturer or distributor of the ribbon. Exhibit D, received 
fo the publisher, identifies the source of the ribbon as the New oes: 
ls Era Ribbon and Carbon Company which is a distributor of the ribbon 


of the present invention. An affidavit of the Erooident of this “ 


company is of record. e Sein: Ss 


’ Purther deponent sayoth not. a 
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since: of fet 


County of < 
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Sriat Sora to. and subscribed before me tia Z Oday ¢ of | 
Spee "1962, oe 
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ZEN ACH CIUBER CO. | 


pa SINCE 310929 270 PARR AVENUC SOUTH, NEW vorn Yee, NEW VOWR, MUHRMAY HILL B-7000 
~* 


March 22, 1°61 


Mr. William F. Brannor 


The Edge-Craft Process Company 
653 21th Avenue 
>». New York 36, Now York 
4 Dear Sill: 


Confirming ow mnv telephone converaations relative to the progress 
we have made toward ostablishing "Film-On" as an interral part of the 
a tvpewriter and machine ribbon business, interest is widospread. 
Initially, wo sampled overy ribbon inker know to mo and, since the 
inception of this progran, it has been growing rapidly. We havo not, 
_ of course, scratched tho surface duo to the newess of the item. As 
with any completely new concept, wo must educate tho ultimate consumr 
: ‘ before general acceptance is attainnd. This is boing done by a mmber 
7 : of reputable ribbon inkers but. as you are woll awaro, progress in 
. ‘this field is usually a slow process because of their reputed resistance 
- *0 revolutionary ideas. Ultimately, we should probably do some advere 
tising. but so far we havo been hirhly successful without resorting to 
this expensive means of solling. 


4 
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Those orpanisations with which wo havo fone beyond the sampling stage 
amd who aro beginning, to gain its acceptance, are as follows: 


Remington Rand 


Division of Sperry Rand. od atarinke se 
Johnson Streot 


¥S.idletown, Connecticut 


Colurbin Carbon & Ribbon Company 
Gien Cove, Now York 


- = : ae Mittag & Volgor | one 
‘ ; '  Diviston of Burroughs Corp. “ 
= Park Ridge, New Jorsey ve 


a ot Kesar Lee 7} 
Te sk nee we hs Osta Po 


eee Quest Manufacturing Company 
PEL ad eee pe oe ' 220 West Monrose Street: 
Chieapo, Tllinois. 
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Sins rg - New Fra Ribbon & Carbon Company _ 
8. see Biotin en OIL Cherry Streot 
be jt. Philadelphia, Pennsylvania = 
set ae . ieee -- Yaedall Products Manufacturing Company . : 


130 Van Liaw Avonuo 
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sat {phe £1506 acd, confidont nily, that I had a lonpthy dsonuezion with 


= : 
the Vico Sident ond oes Manapor, and the Vice-Prasidont 4 ; 
Caarge of Saies of Old Torm Corporation recently, in uhich eA ox= 2 
pressed the thourht of incorporating “Film-On® in their \line as thoir : 
luxury drand of typowriter ribbon. As you know, this would be tho : 
deginning of the landslido wo ultimately anticipate. : 

Asica fron this, the item fs currently proving itself in. the address : 


graph Tield and in ainy othor applicstions where the maintenance SORES 


clean type is a costly process, not only in salaries, but on dow time, : 
Sart Shes: this material is lasting longer both from a wear andi ink : 


life point of viow. : 


“ot. 


This is truly a food item. You and your organization should be con- : 


gratulated for this highly unusual contribution to the Sndustry- This 
_ 45, AS you know, a rare occurrence jn our businoss. 
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cJo bre Wie Natlowitz 

United Typewriter Co. 
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Washington, Oe C. 
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Description 


PREVIOUS SALANCE 


RADIO-TV ADVERTISING (as per invoice herewith) 


PUBLICATION SPACE (os per media invoice herewith) 


SERVICES RENDERED 


material for Stott*s Catalog and folders . es 
Copy and layouts $50: 00 
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Spell-Right Corp. : SENDANT's Y 
C/o ur. W. Wallowits BEC 151867 EXHIBIT 
h «United Typewriter Co. ROBER: CLERK 
813 ~. 14th Street, N.W. Sr en ee 
Washington 5, D.C. | 
; : a __ PROMPT REMITTANCE APPRECIATED — WHEN WE PAY OUR BILLS ON THE 10th WE PAY YOURS 
No. a: Description : 
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-PUBLICATION SPACE (as per media invoice herewith) 
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New Typewriter Ribbon Developed 
iYhat Erases Errors on Originals 


Washington — GPELLright) old PURCHASING WEEK that “de- 
‘|Corp. has developed a typéWriter} mand for the new ribbon has 
;{fibbon that can “erase” errors. already outstripped supply The 
i| The lower half of the new ribbon| company is producing 5,000 rib- 
‘; consists of a special strip of eras-| bons a day and hopes to eventu- |} 
j}ing tape incorporating a white|ally double production. The firm 
;| Chalk that covers up the original| was set up expressly to manufac- 
|| mistake. ture and market the new ribbon 
The typist corrects a mistake|and developed tle machinery to 
i| by backspacing to the error, shift-| produce. it. 
‘ling the ribbon to the “red” posi-| The $29.50 a dozen SPELL- 
‘tion and retyping the mistake.|right ribbons cost almost five 
key pressure transfers the|times as inuch as conventional 


i 


ate etter tea = tee 


{ 


special chalk substance to the|ribbons, according to industry 
copy paper. The correction is|experts. In addition, the 8-yd. 
then retyped.over'the error. _ {correction ribbon is said to be 
A similar system for correct-| substantially shorter than others, || 
ing errors using perforated sheets| which may be as long as 18 yds. 
of special chalk-coated paper was bl ie 
first introduced in this country 30 Problem Areas 

months ago by the German firm| Quality of correction and 
of Wolfgang Dabish under the| “what to do about carbons” were |}. 
trade.name “Tipp Ex.” A half-| pinpointed as potential problem 
E U.S. firms now sell sim-| areas for the new concept. The 


: 


ilar products under a variety of|system works well on some suf-|}. 
trade names. face finishes, doesn’t do a good 

SPELLright has priced its|job on others. Carbons still must} 
ribbons at $29.50 a dozen for all| be corrected by erasing. . ‘ 
| model standard and electric type-| Regardless of the method used |{ ; 
writers except IBM which is|to apply the correction material |f 
tagged at $39.50. —ribbon or sheet—almost all |} 

The black and erase sections| office supply firms say that the|f... 
of the ribbon are held together|concept of correcting mistakes|{ 
by a clear plastic tape that com-| without erasing is catching on. 

letely covers the side of the rib-| Columbia Carbon & Ribbon re- 
bon facing the keys. In addition] ported sales of $7,000 to $8,000 
\to holding the sections -together,|a month for its roll form of cor-|} 
the tape keeps the keys from| rection media, while sales at an-|f 
‘;coming in contact with the ink —_ New York on neo 
‘| and getting dirty. to be running close to $20,000 a}; 
4 SPELL ght .. spokesman| month. io 
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New?! Speliright 
Typewriter Ribbous 


KAUFMANN'S 


@ cemenc! creetiec! by these ack! 


now avetlable for 


immediate delivery fo stationers 


and offfice machine dealers! 
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Available in models for standard, electric and portable typewriters | 
| SPELLricht Ribbon Style Chart. 
SRSA Nember Nome Nember Nome eae a 7. Member Nemo Nember : 
Adler Feit 2 Olymple T Reyel Electric 7  Underweed Portable 3 
: SERRE RTE : Smith-Corene Stendard 10 
Sar FET feces Seton 12 three ies Se 20 Unde TSO" ne tng) —12 
; Smith-Cerene Perteble .... 3 
= 2a Sct SS 
Brive 2 Mater Reyol Pertable Terpede —___ Yeas ? 
fveres? I Olivet 3 Royal Steaderd 7 ae 1 Weedsteck —_______1} 
*18M's with 4, S, or 6-digits In serial $. **1M's with 7-digitn la sorta 2. 
e z | tae o . 
Here's tke fastest, cleanest way fo correct.a typing ezror: | 
Pn ne een a eee 
in error, shift ribbon selector to “RED”. vanish a ') selector to “BLACK”. Type correct letter. 


_ sn USETTNEICLOSED ORDER FORIM TO ORDER YOUR STOCK TODAY! 


iscsi 9 seo tes 7 
a24i2SPELLright GORPORATION - 


a : re 


ae ie "s« @S3-G59 ELEVENTH AVENUE 
- SSO S OE ET SCT 
Phone: Plaza 7-4176-7 ; NEW YORK 36, N.Y. 


Ir 
; 
‘ 
; 


Neo 7 : -: December 18, 1962 


Me. William Wolowitz 

Spellright Corporation 

813 14th Street, N. W. 
_ Washington 5, D. C. 


Dea> Mr. Wolowitz: 


Enciosed is a sample roll of FILM-ON, fabricated 
to give you the ink barrier between the two strips, 
@s we discussed when you were here. 


_ Needless to say, you will know how to use this ibe 
sample to your best advantage. 


With best regards, I ca, 


if 


Very truly yours, 


Wale, Coeger J 


patter Ploeger, Jz. ae 
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LAW OFFICES 
MOORE, HALL AND POLLOCK 


NELSon Moore 1200 EIGHTEENTH STREET, N.W. PATENTS - TRADCMARKS 

Wirtiam 0. HALL 

Euuorr 1. PoLtocK. WASHINGTON 6,D.C. ~ ” 
Georce Vanoc Sanoe Casce Aconess MOORE 


| FEoeRAL 8-0020 
| 


Irvin A. Lavine, Esquire 
Attorney at Law | 
S01 Washington Building 

Washington 5, D. C. 


Res Filmon Process corp. v. SPELErient 
Dear Mr. Lavine: : 


We world like to invite you and any expert cue 
Dioyed by the Plaintiff to see that Defendant SPELLrisnt 
has at this time still on hand acrroximately 200,000 yards 
of tne material processed by Filmon and referred to in Para- 
graph 14 of the Complaint. | 


if you wish to accept our Snvitation, please 
let me know and a convenient time can be SETS 


it will save us all work if you acknowledge 
receipt of this invitation by signing a Copy of this letter 
and returning the sane. 


Sincerely yours, 


WDH/ jw : William D. Hall 


Receipt acknowledged June » 1963. 


Attorney for Fiimon process Corp. | 
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Patented Apr. 3, 1934 
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Incorporated, Park Ridge, | . 


Robert A. Stark, Park Ridge, N. J., 
Mittag & Volger, 
N. J., a corporation 


Application October 14, 1931, Serial No. 568,265 _ 


t 


(CL. 197-172) 


3 Claims. 
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UNITED STATES PATENT OFFICE. 


2,044,630 
MANIFOLD INKING RIBBON 
Joseph Phelps, Stamford, Conn., assignor to 
Typewriter 


Remington 


Company, Ilion, N. ¥., a S 


corporation of New York 
Application February 2, 1932, Serial No. 590,392 
6 Claims, (Cl. 197—172) ° 


My invention relates to manifold inking rib- 

. bons for typewriting and like machines, such rib- 
bon being interleaved between two work sheets 
to_produce.a.manifold copy on the underlying 

& sheet. without producing an offset or imprint 
from_such ribbon on the outermost sheet that 
receives its imprint from the. ordinary inking 
ribbon of the typewriting or like machine. 

The main object of my invention is to provide 

10 an improved manifold ribbon which js simple in 
construction, is comparatively inexpensive to 
manufacture, is highly efficient in use and may 
be used effectively to give clearer copies for a 
jJonger period than other manifold ribbons. 

15 To the above and other ends which will here- 
inafter appear my invention consists in a manifold 
ribbon of the character hereinafter described and 
particularly pointed out in the appended claims. 

Heretofore it has been customary in making 

20 manifold ribbons to coat the inking ribbon on one 


side with a non-permeable compound to prevent. 


the ink from seeping through to the front face 


causing 
print in a manifold copy; not giving a clear, sharp- 
ly defined outline of each character written. 


flowing or passing from one portion thereof to 
another so that the ink from an unstruck part of 
the ribbon cannot readily pass to and replace the 
ink removed therefrom at adjacent points which 
receive the impacts of the types. Moreover, ithas 6 
been found that such manifold ribbons very soon 
dry out and become worthless even when not in 
use, probably by reason of the reduced ink car- 
rying capacity of the inking ribbon due to the 
coating of ink repellent compound or the adhe- 10 
sive by which the shielding strip is caused to ad- 
here throughout its extent to the ribbon. 

I discovered that by causing the soft, pliable 
shielding strip of cellophane to adhere to the 
ribbon at intervals only, instead of over the en- 16.. 
tire surface of the shielding strip, all of the above 
mentioned difficulties are overcome, and a mani- 
folding ribbon is produced that is far superior in 
every respect to that having the shielding strip 
adhering throughout the entire extent thereof to 20 
the ribbon, or in which the ribbon is coated with 
an impermeable compound. The new ribbon of =, 
my invention gives far clearer or better defined - .“ 


- imprints than the old during a far greater period BE. 


of use; more than doubling the life of the ribbon, 25 | 
and the ribbon does not dry out so rapidly during = 


In the drawing I have shown 
several different forms of construction embodying 
my invention. : 

In the drawing— 


ss 


= 2,044,630 


to use “cellophane” or some such equivalent im- 
permeable, smooth surfaced, soft moisture and 
ink repelling substance devoid of any grain. In 
practice I have found that “cellophane” of 
§ slightly more than .001 of an inch in thickness 
or about one fifth the thickness of the inking 
ribbon, answers the purpose very well. When 
such a strip is attached to the ribbon only at 
intervals, and is not caused to adhere thereto 

10 throughout its entire extent, it aids materially 
in the production of clear cut, sharply defined, 
manifold imprints that are free from the 
“spread” or blur and imperfections produced 
with manifold ribbons in which a different char- 

15 acter of shielding strip, and one which adheres 
to the ribbon throughout the entire extent there- 
of, is employed. In fact it has been found in 
practice that when the same character of shield- 
ing strip and the same character of ribbon is 

20 employed in both instances, but in one instance 

.: the shielding strip is caused to adhere through- 

. out the entire extent thereof to the ribbon, 

*“* whereas in the other instance the shielding strip 

, iS caused to adhere to the ribbon only at inter- 

25 vals as shown in the drawing, far superior re- 

sults are obtained by the last mentioned ribbon; 

clearer and sharply defined imprints and 2 free- 
dom from “spread” being attained, and the life 
of the ribbon. being more than doubled. 

_In the manifold ribbon shown in Figs. 1 and 
5 the extreme edges only of the shielding strip 
(t are attached to the inking ribbon {0 by lines 
of adhesive material indicated at 12, leaving the 
entire intermediate portion of the shielding strip 

‘free from attachment to the ribbon. I regard 

this form of construction the most preferable 
since the types never impact against. those por- 
tions of the ribbon where the parts {@ and if 
are united by the adhesive material and the 

40 edges of the parts 10 and {{/ are firmly united 

“and may be readily interleaved between the 
work sheets without affording an opportunity 
for the edges of the work sheets, or either of 
them, to pass between the shielding strip {1 and 

45 the inking ribbon (0. 

* Any suitable means may be provided at the 
ends of the manifold ribbon for detachably con- 
necting it to the supporting means therefor. 
Said supporting means are represented in the 

50 present instance by arms {3 which are notched 
at (4 tc receive the connecting devices or means 
at the ends of the ribbon and form part of a 
supporting frame detachably connected to the 
carriage of a typewriting or like machine. 

55 “In the construction illustrated in Pigs. 1 and 
5 the attaching means at the ends of the ribbon 
are in the nature of metal clips 15 each bent on 
itself into substantially: U shaped formation and 
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ing position, as shown in Pigs. 12 and 5, 
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| 
mediate stripe being disposed Jengthwise at the 
center of the ribbon. 

In this construction I have shown the inking 
ribbon bent into the form of a loop at its outer 
ends as indicated at I9 to receive the support- 6 
ing arms ‘3. The textile fabric of the ribbon at 
each looped end thereof overlaps the shielding 
strip §{ and a line of sti . indicated at 20, 
unites the two layers of m and the inter- 
mediate shielding strip. 
of construction after opening: the loops at the 
ends of the ribbon, to dip them ix a fluid, say, 
to the depth indicated by the line 24. This fluid 
compound or solution in which the ends of the 


ribbon may be dipped is preferably a paint like 15. 


substance of collodion or lacquer or some such 
suitable material that forms a coating on the 
outer looped ends of the ribbon which is im- 
permeable when dry and constitutes a protec- 
tion that prevents the operator’s fingers from 20 


ployed for this purpose. 
of this form of loop over the metal clip is that 25 
there is less liability of injury to the work sheets 
and type faces from the use thereof. 

The construction shown in |Fig. 3 is similar 
to that represented in Fig. 2 except that the 
stripes of adhesive by which th 
#1 is secured to the ink ribbon) (0 is in the 
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manifold copy on the underlying work sheet with- 
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fect one part that may be readily introduced be- 
tween the work shects with which thcy co-act. 

What I claim as new and desire to sccure by 
Letters Patent is: 

1. A manifolding ribbon comprising an inking 
ribbon, and a shiciding strip attached thercto 
only at intervals throughout the extent of the 
shiclding strip, said inking ribbon being folded 
on itself at the ends thereof and attached to the 
body portion of the inking ribbon and over the 
intervening shiclding strip thus forming loops by 
which the manifold ribbon may be dctachably 
connected to its supporting means. 

2. A manifolding ribbon comprising an inking 
ribbon, a shiclding strip attached thercto only at 
intervals throughout the extent of the shielding 
strip, said inking ribbon being folded on itself 
at the ends thcreof and attached to the body 
portion of the inking ribbon and over the inter- 
vening shielding strip thus forming loops by 
which the manifold ribbon may be detachably 
connected to its supporting means, said looped 
ends of the ribbon being coated with a moisture 
and ink repelling substance s0 as to protect the 
hands of the operator from being smeared with 
ink in attaching the manifold ribbon to or re- 
moving it from its support. 

3. A two ply manifolding ribbon for typewrit- 
ing and like machines for use in interleaved re- 
lation between two work sheets to produce a 
manifold copy on the underlying work sheet with- 


out producing an off-set or imprint from such’ 


ribbon on the outermost work sheet that receives 
its imprint from the ordinary inking ribbon of 
the typewriting or like machine, said manifold- 
ing ribbon comprising an inking ribbon, and a 
shielding strip to prevent back printing on the 
overlying work sheet, said shielding strip being 
attached to the inking ribbon with an adhesive 
only along the edges of said shielding strip. 

4. A two ply manifolding ribbon for typewrit- 
ing and like machines for use in interleaved re- 
lation between two work sheets to produce a 


1 ; ; : 


3 


out producing an off-set or imprint from such 
ribbon on the outermost work sheet that receives 

its imprint from the ordinary inking ribbon of 
the typewriting or like machine, said manifold- 
ing ribbon comprising an inking ribbon, and a 6 
shiclding strip to prevent back printing on the 
overlying work sheet, said shielding strip being 
attached to the inking ribbon with narrow di- 
agonal stripes of adhesive material that extend 
from edge to edge of the shielding strip. 

5. A two ply manifolding ribbon for typewrit- 
ing and lHke machines for use’'in interleaved re- 
lation between two work sheets to produce a 
manifold copy on the underlying work shect with- 
out producing an off-set or imprint from such 15 
ribbon on the outermost work sheet that reccives 
its imprint from the ordinary inking ribbon of 
the typewriting or like machine, said manifold- 
ing ribbon comprising an inking ribbon, and a 
shielding strip of cellophane to prevent back print- 20 
ing on -the overlying work sheet, said shielding 
strip being attached to the inking ribbon with 4 
the aid of an adhesive material that extends along : 
the edges only of the inking ribbon and shielding . 
strip and unites them only at such points. 25 

6. A two ply manifolding ribbon for typewrit- 


10 


. ing and like machines for use in interleaved re- 


lation between two work sheets to produce a 
manifold copy on the underlying work sheet 

! without producing an off-set or imprint from such 30 
ribbon on the outermost work sheet that receives 
its imprint from the-ordinary inking ribbon of - 
the typewriting or like machine, said manifold- 
ing ribbon comprising an inking ribbon, and a 
shielding strip to prevent back printing on the 35 


_ overlying work sheet, said shielding strip being 


attached to.the inking ribbon by an adhesive only 
at intervals throughout the extent of the shield- 


_ er 
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2,657,157 A 
INK TRANSFER ELEMENT 


Caricton S. Francis, Jr., West Harwich, Mass., 
assignor to American Viscose Corporation, Wil- 
mington, Decl, 2 corporation of Delaware 


Application June 2, 1950, Serial No. 165,856 
6 Claims. (CL 154—46.8) 


1 
This invention relates to typewriter transfer 
elements and in particular to a transfer element 
of this type provided with an impervious back- 
ing film. 
Various expedients have been tried in an at- 


tempt to provide typewriter ribbons which when 


struck by the type face would not liberate ink, 
dust, or fiber particles which become lodged in 
the recesses of the type face and by accumula- 
tion build up so as to fill the recesses and biur 
the typed impressions: The coating procedures 
heretofore practiccd have, however, the disad- 
vantages that: the impregnation of the ribbon 
cannot be adequately ‘controlled, and a smooth 
plane in the rear of the coating cannot be ob- 
tained for several reasons. When 2 thin coating 
medium is employed, the impregnation is exces- 
sive and the ribbon is virtually completely im- 


higher viscosity of coating is employed, the fine 
fibers projecting from the yarns in the back face 
of the ribbon tend to prevent impregnation to 


. any extent whatsoever so that the coating has an 


irregular contour as determined by the rough- 
ness of the back face of the ribbon and yet has 
inadequate adherence. If pressure is employed 
to increase impregnation, the result is the same 
2 thin low viscosity impregnating medium 
been used. ‘These faults of coating pro- 
ures result in several faults in the product. 
In the { first place, the ribbon is so deeply impreg- 
by the low viscosity coating that its capac- 

or other printing medium is seriously 


Bs 


the back face of the coating has 
same irregularities as the back face 
ribbon. This results in severe indentation 

coating ph the type face wherever the 
points of the ; 


high coating occur 
the durability of the sat cs 
In accordance with the present invention, 
these disadvantages are overcome by the appli- 


- 


-cation of a thin pre-formed film to one face of 


the transfer element in sucli a manner as to pre- 
serve the smoothness of the rear face of the film 
and to obtain adequate adhesion by the sub- 
stance of the film itself without excessive im- 


de-. 


In the drawing, illustrative of the invention: 

Figure 1 is a diagrammatic side elevation of 
one system adapted to produce the transfer ele- 
ments of the invention, 

Figure 2 is a transverse section through a 
transfer element of the invention, 

Figure 3 is a transverse section through a mod- 
ification, and 

Figure 4 is a transverse scction through an- 
other modification. 

In general, a thin, tough, flexible, pre-formed 
thermoplastic film is placed in contact with the 
face of a fibrous web and the film is subjected 
to heat and pressure sufficient to render the film 
tacky and to adhere the film to the fibrous web. 
If desired, the film may be preheated and imme- 
diately after such preheating, the film is placcd 
in contact with the web and the two are pressed 
together to cause the bonding by impregnation 
of the substance of the film at its surface into 
the adjoining surface fibers of the web. The 
pressure upon the assembled structure is exert- 
ed by a smooth-surfaced element, such as a heat- 
ed roll against which the assembled structure is 
pressed by a belt so as to preserve the plane sur- 
face at the back of the pre-formed film. The 
assembly is then cooled after which the porous 
web is impregnated with ink and dried. In some 


" cases the web may be inked before the adhesion 


40 


of film to the web. 
Then preformed, Aira; Tas y, Der Taaae ots any» 
thermoplastic i such as syn- 


thetic resins, for renanien polyvinyl resins such 
as polyvinyl chloride, polyvinyl acetate and the 
like; polystyrene, polymerized hydrocarbons such 
as polyiso-butylene; copolymers, such as co- 
polymers of vinyl halides and vinyl esters, vinyl 
derivatives and acrylonitriles, vinyl derivatives 
and styrene derivatives, acrylic acid esters of ali- 
phatic and aryl alcohols. Thermoplastic cellu- 
lose derivatives may also be employed as the film- 
forming material such, for example, as cellulose 
esters of the higher fatty acids, such as cellu- 
lose stearate, celiulose palmitate, cellulose accto- 
butyrate; alkyl and aryl cellulose ethers of high 
degree of substitution, such as ethyl cellulose and 
the like. The following may also be used: sul- 


resin; condensation. polymers such as ‘the con- 
densation products formed from di-basic acids 
and di-amines (nylon type), and polyhydric al- 
cohols and polybasic acids; chlorinated biphen- 
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tioned materials. Materials which are not in- - are suitably disposed to preheat the surface of 
herently thermoplastic such, for example, as cel- the film 6 to the desired temperature in the vi- 
lulose acetate, ccllulose nitrate and the like, may cinity of its tacky point, just before the web 
be mixed in such proportions with inherently contacts it in the nip between rolls 7 and 3. The 
thermoplastic materials that the resulting mix- § lamps are also arranged to heat the opposed sur- 
ture will be inherently thermoplastic and used face of the fibrous web 3 at least to the tacky 
in the practice of the present invention. temperature and within a few degrees above it. 
The fibrous webs which may be uscd in mak- To prevent the roll 7 from becoming too hot, it 
ing the transfer element may be in the form of may be cooled as by a blast of air extending 
a@ woven fabric, such as the fine silk ribbons 10 axially of the roll across its entire width by 
commonly employed or they may be formed of. means of nozzle {! discharging from a cold air 
thin non-woven fabrics of felt-like or paper-like supply duct {2. The laminar structure immedi- . 
character. Besides woven and felt-like or paper- ately passes about a roll {3! which is internally 
like webs, the fibrous web may comprise a simple heated, and pressure is exerted against the lami- 
warp shcet of twisted yarns. The woven or non- 16 nar structure by a continuous belt (4 carried 
woven fabric may comprise fibers of paper mak- about the structure on drum {3 under the guid- 
ing length or textile making length and a small anco Of rolls 15, 16, and $7. ‘The heat and pres- . 
-proportion thereof may be inherently thermo- sure on the laminar structure are sufficient to-. 
plastic to provide autogenous bonds between the render the film tacky and to adhere the film to 
thermoplastic film and the fibrous web. When 20 the fibrous web. The belt may be driven by 
the non-woven web contains potentially adhe- means of roll {8 and tensioned by roll 19 rotat- 
sive fibers of this character, they may be formed ably mounted in arms 20 pivotally mounted at 
of any of the materials listed above from which 2 and urged against the belt! by means of spring 
the preformed film may be formed, and the 22. As the laminar structure/leaves the drum 13, - 
thermoplastic fibers in the web may be made 2% it passes between rolls 23 and 24 and over the 


‘from the same or different material as that of |= ink-applying rolls 25 and 26. The fibrous web -— 


the preformed film. ; receives the layer of ink carried by roll 25 from 

The fibrous web may have any thickness from roll 26 which runs in the supply bath 27. After 
about 0.002 to 0.02 inch thickness, a common __ inking, the laminar structure passes through a 
thickness for 3 woven ribbon being 0.015 to 0.020 30 dryer housing 28 to remove volatile solvent. 
inch. The preformed film is very thin and may © From the dryer, it passes over roll 29, tension 
have any dimension from 0.0005 to 0.002 inch. . Toll 30, and over rolls 3i and 32 to a take-up at 33. 

The preformed film may be applied directly to When the preformed film is carried on a tem- 
the fibrous web if it is of sufficient thickness to _ POrary backing or support 35, the roll 6 delivers 
be handled without distortion. However, with 35 such backed film which proceeds through the 
the thinner films, the films are first formed upon normal course until roll 23 which may be inter- 
* @ temporary backing with which they may be lly cooled is reached. Instead of a cooling 
transferred or applied to the fibrous web after Toller, a blast of cold air may be applied to the 


which the temporary backing is stripped from structure. At this point, the structure is 
them. This is also preferable with films of 40 cooled, the backing 35 js and rewound 
greater thickness within the range desired for. 0a take-up device 36. 

the present invention. system may be applied to fibrous webs and 


little or no affinity for the thermoplastic mate- ¢5 element or they may be much wider such asany- 
rial used in making the film. Such backing © Where from 2 to 6 feet depending on the width 


provided the solvents and plasticizers used for 65 20°48 apart axially distances corresponding to 
the resins do not affect esters. 

The preformed thermoplastic film may contain ™ent. If desired, slitting may be performed 
a pigment, dyestuff, or other filler to impart any = 0¢fore the ink is applied to the or 
degree of coloring or opacity desired since the pate a yd Sa area ree 


having a thickness of 0.001 formed 
of the film-forming material. inch was on 
In Figure 1, @ system is shown for producing - ® *emporary backing shect of smooth surfaced 
transfer elements in which the fibrous web 3, cellophane and passed through the system shown 
such as a woven or non-woven web, in this case ‘2 Figure 
un-inked, proceeds from a supply roll 4 
preformed film § proceeds from a supply 
into the nip between a pair of rolls 7 and 8 where surface of the film was heated to 160° C. and the 
they are pressed together in the desired registry surface of the ribbon was heated to 167° C. and 
after their opposed faces have been preheated subjected to a pressure of five pounds per square 
as by infra-red ray lamps 9 and 10. These lamps 7 inch. After cooling, stripping, and impregnation 
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5 
with ink, the laminar structure was cut into one- 
half inch widths, 

Figure 2 shows a preferred embodiment com- 
prising the preformed film backing 5 and a woven 
web 3a comprising warp threads 40 and filling 
threads 41. The Nlling threads are impregnated 
by the substance of the prcformcd film 5 to a 
slight depth indicated by the dotted line 42. This 
limited impregnation: which gencrally amounts 
to Iess than 15% of the thickness of the web 3a, 
maintains substantially the entire ink-carrying 
capacity of the porous web 3a, the interstitial 
spaces 43 adjacent the back film 5 serving to pro- 
vide capillary ink-rctaining spaces which would 
ordinarily not contain ink in the absence of the 
film 5 and which compensate for the loss of 
porosity caused by the limited impregnation at 
42. The film 5 retains its smooth rear or ex- 
posed surface and the laminar structure is es- 
sentially as flexible as the web 3a alone because 
of the limited impregnation of the film into the 
filling yarns 41. The smooth back surface of 


woven, paper-like web 3d. The interface 62 of 
the film 6 is adhesively joined to the fibers ad- 
jJacent that face leaving the remainder of the 
non-fibrous web in its original inherently porous 


condition. In Figure 4, the non-woven fibrous 


& 


by impregnation of the web to the depth of the © 


dotted line £2 as in the embodiment of Figure 2. 
As in that previous embodiment, the interstices 
43 


40 


6 
tions may be made without departing from the 
spirit and scope of the present invention as de- 
fined in the appended claims. 

I claim: 

1. In a transfer element, a thin, porous fibrous 
web impregnated with an ink transfer medium, 
ond's. thin, touch, fiexible, thermoplastic film im- 
pervious to the ink transfer medium. adhesively 
joined by a portion of its own substance to ono 
faco of the web and having a smooth exposed 
face, the fibers of the web being also impregnated 
by the substance of the film at the adjoining sur- 
face of the web to a depth not exceeding one-. 
fourth of the web thickness. 

2. A transfer element as defined in claim 1 in 
which the film has a thickness of 0.0005 to 0.002 
inch. 

3. A transfer element as defined in claim 1 
in which the web is a woven web having a@ thick- 
ness of 0.002 to 0.02 inch. 

4. A transfer element as defined in claim 1 in 
which the web is a non-woven comprising yarns 
extending lengthwise of the web only and having 
a@ thickness of 0.002 to 0.02 inch. 

5. A transfer element as defined in claim 1 in 
which the web comprises a non-woven felt-like 
mass of fibers having a thickness of 0.002 to 0.02 

6. A transfer element as defined in claim 5 in 
which some of the fibers of the web are thermo- 


Plastic. 
CARLETON S. FRANCIS, Jz. 
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ravelling-proof, tcar-resistant weld extending the full 

length of the body and constituting a narrow marginal 

2,728,439 zone of relatively dense, non-porous, substantially ink- 


TYPEWRITER RIBBON 
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The present invention relates generally to the printing 
art and is mere particularly concerned with a novel, 
heavy-duty, typewriter ribbon which has unusually long 
useful life, even under the severest conditions, and 
which produces good,' clear impressions over substan- 
tially its entire period of use regardless of the conditions 
of its use. 

The conventional typewriter ribbons heretofore avail- 
able on the market have left much to be desired from 
the standpoint of the average length of service and their 
ability to withstand the severe conditions of typing 
created by the present day electric typewriters and other 
modern business machines. 

We are acquainted with efforts that have been made 
by others in the past to develop some means by which 
these ribbons could be conditioned for rigorous use 
and their average lives thereby materially prolonged. 
However, to the best of our knowledge, none of these 
efforts has resulted in’ cither a satisfactory increase in 
the ruggedness of conventional ribbons or in the devel- 
opment of a new heavy-duty ribbon having any practical 
utility or value. _ | 

We have, by virtue of the present invention, elimi- 
nated the difficulties of the prior ribbons, including both 
conventional and non-commercial, or experimental 
types. Furthermore, we have accomplished this result 
without creating any significant offsetting disadvantage. 
Accordingly, as a result of this invention, it is now pos- 
sible for ‘the first time, to the best of our knowledge, 
to provide a typewriter ribbon which will last in use 
far longer under severe service conditions than the 
ribbons of the prior art, 

Another unusual feature of our ribbon is its cushion- 
ing effect when struck ‘a severe blow with the type of an 
electric typewriter. This cushioning effect results in the 
elimination or reduction of the tendency of the type to 
perforate or indent the original copy of the form being 
typed. : 

Other important advantages of the present invention 


“will become clear to ithose skilled in the art, as will | 


the particular nature of this invention, upon considera- 
tion of the detailed description set forth below, reference 
being had to the drawings accompanying and forming a 


"part of this specification, in which: 


Fig. 1 is a fragmentary, perspective view of a type- 


_-. writer ribbon embodying this invention; ~ 


Fig. 2 is a similar view of a typewriter ribbon embody- 
ing this invention in preferred form; 
Fig. 3 is a sim view of another typewriter ribbon 
= 2 


third embodiment of this invention; and, 


impervious material. 

With reference particularly to Fig. 1, the ribbon therein 
illustrated comprises an elongated strip or band 10 of 
nylon fabric which is doubled lengthwise and secured by 
means of a weld 11 along its free edge portions 12 and 
13. In doubled form, ribbon 10 is substantially the 
width of the conventional typewriter ribbons so that it 
is adaptable to use in the ordinary machines. As indi- 
cated above, and shown in Fig. 1, weld 11 extends the 
full length of the ribbon body. Folded cdge 14, as also 
indicated in this drawing, is creased sharply in any suit- 
able manner in order that the ribbon will not tend to 
wrinkle or otherwise distort in ordinary use in such a 
manner or in such a degree that it would impair the opera- 
tion of the machines on which it is installed. In the pre- 
ferred practice of this invention, ribbon 10 is folded so 
that there is essentially no detectable difference in bulk 
or shape between its two longitudinal edge portions. 

Ribbon 15 of Fig. 2 is composed of two relatively nar- 
row, elongated strips of nylon fabric 16 and 17 which are 
disposed face to face and joined along opposed longi- 
tudinal edge portions (18, 19 and 21, 21) by two substan- 
tial continuous welds 22 and 23. Accordingly, ribbon 15 
is of substantially the same width as ribbon 10 of Fig. 1 
and heretofore conventional typewriter ribbons. It will 


a! 


| Oe oe 


be understood, however, that the width dimension of these © 


tibbons may be varied to suit the needs of the user. 
Welds 22 and 23 are preferably created in the samc 
manner as weld 11 and the edge portions of this Fig. 2 
ribbon are therefore essentially of the same bulk as the 
edges of ribbon 10. Consequently, in use, there is no 


‘ problem of bulking or fouling of ribbon 15 in a type- 


writer and all the advantages stated above and inherent 
in the Fig. 1 ribbon are also to be obtained from this 
Fig. 2 ribbon. : 


eh tN oe nere wernae 
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48 extends the full length of ribbon 40 along a line to 
onc side of the longitudinal centcr line and scrves to hold 
the adfacent portions of strips 42 and 43 in assembied 
relation io cach other. On the other side of the longi- 
tudinal center line the said strips are welded together and 
held in place by means of a plurality of spot or tack welds 
50 which are substantially aligned lengthwise of the 
ribbon. 

Welds 11. 22, 23. 30, 32, 45, 46, 48 and 50 may be 
provided or created in any suitable manner known to 
those skilled in the art. in accordance with our prefer- 
ence, however, the ribbon edge portions are joincd by 
welds produced by the application of a hot element or 
iron against the parts to be welded together. A hot knife 
may be used for this purpose since nylon fabric can be 
fused readily under such circumstances and in fact is 
conventionally fused and cut in single ply by this means. 
Actually, in the drawings, the width of the weld in each 
instance has been exaggerated, as those skilled in the art 
will understand, in order to indicate more clearly the novel 
structure of our ribbons. It is, in fact, to be desired 
that the weld be as narrow as possible. particularly along 


the edge portions of the ribbon to avoid any tendency 


toward dulking, wrinkling or other deformation of the 
ribbon in use with resultant difficulty in operation of 
machines using these ribbons. Welds 32, 48 and 50 may 
suitably be substantially wider than the marginal welds 
if desired for any purpose, but it will be understood that 
their principal purpose will be served by a narrow weld 
as a scam or spot (50). These welds. accordingly.’ may 
be made by bringing into contact with ribbon 25 a heated 
element of working edge shape and dimensions substan- 
tially corresponding to the shape and dimensions of the 


From the foregoing description, those skilled in the art 
will understand that the ribbons of this invention afford 


the marginal portions of these ribbons. Furthermore, in 
forms of this invention illustrated in Figs. 


type and it will be understood that any i 
description may be used for the purposes of this 
invention. : 


60 porous, 


As used herein the word “multi-ply” means and includes 
two-ply and more than two-ply constructions. 

Having thus described the present invention so that 
those skilled in the art may; be able to understand and 


3 practice the same, we state, that what we desire to secure 


by Letters Patent is defined ini what is claimed. 

What is claimed is: 

1. A heavy-duty typewriter ribbon especially adapted 
for use in electric typewriters and other business ma- 


40 chines and having good cicar impression qualities and 


unusually Jong useful life which comprises an elongated, 
narrow, edge-welded, multi-ply, web-like body of nylon 
fabric having superior ink capacity and absorbency char- 
acteristics. said body being saturated with a non-drying 


13 fluid ink composition and having opposed longitudinal 


edge portions integrally united by a ravelling-proof and 
tear-resistant weld extending| substantially from’ end-to- 
end of the body and constituting a narrow marginal zone 
of relatively dense, substantially ink-im- 
pervious. material. | 

2. A heavy-duty typewriter ribbon especially adapted 
for use im electric typewriters and other business ma- 
chines and having good clear impression qualities and 


23 unusually long useful life which comprises an elongated, 


narrow, edge-welded, two-ply, web-like body of nylon 
fabric having superior ink capacity and absorbency char- 
acteristics, said body being saturated with a non-drying 
fluid ink composition and having two ravelling-proof and 


3 tear-resistant welds. extending ‘substantially from end-to- 


end of the body along its lateral extremities and consti- 
tuting a narrow marginal zone of relatively dense, non- 
porous, substantially ink-impervious material. 


3A heavy-duty typewriter ribbon especially adapted 


for use in electric typewriters and other business ma- 
chincs and having good clear impression qualities and 
ich comprises an clongated, 


fluid ink composition and having a folded and creased 
longitudinal edge portion and 4 second longitudinal edge 
portion having a ravelling-proof and tear-resistant weld 


ag +> extending substantially from end-to-end of the body and 


" constituting a narrow marginal zone of relatively dense, 
, jally ink-i > al 

4. A heavy-duty typewriter ribbon especially adapted 

for use in electric typewriters! and other business ma- 


50 chines and having good clear impression qualities and 


unusually long useful life which comprises an clongated, 
, edge-welded. two-ply, |web-like body of nylon 


© tuting a narrow marginal zone of relatively dense, non- - 


end of the body along its lateral extremities and consti- _. 
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The present invention relates to a printing ribbon, and 
more particularly to a printing ribbon for typewriters, 
adding machines, and similar machines which print char- 
acters on paper. 

The printing ribbon generally used on typewriters and 
similar printing machines comprises a single ply ribbon of 
a flexible, absorbent material which is impregnated with 
an ink. A disadvantage of such a ribbon is that when the 
type of the typewriter or similar printing machine strikes 
the ribbon with sufficient force to print, the type pene- 
trates into the ribbon, and tends to punch holes in the 
ribbon. In an attempt to overcome this disadvantage of 
the single ply printing ribbons, printing ribbons have been 
made of two plies of the absorbent material. 

However, such double ply printing ribbons are of twice 
the thickness of a single ply ribbon so that the amount of 
the double ply ribbon which can be wound on a standard 
spool is cut in half. Thus, a standard spool of the double 
ply ribbon has a shorter useful life than a standard spool 
of a single ply ribbon. Another attempt to strengthen the 
single ply printing ribbon has been to coat the outer sur- 
face of the ribbon with a thin layer of a plastic material. 
However, since the plastic penetrates slightly into the 
pores of the absorbent ribbon, the amount of ink which 
such a plastic coated ribbon can absorb is drastically 
reduced. Thus, such a plastic coated ribbon has a shorter 
useful life than a single ply ribbon. 

Another disadvantage of both a single ply printing rib- 
bon and a double ply printing ribbon is that the type of 
the typewriter or similar printing machine contacts the 
ink in the ribbon. Thus, the type becomes coated with 
the ink so that the type must be cleaned periodically. 
Furthermore, the inks normally used in printing ribbons 
have a corrosive effect on the metal of the type which 
may damage the type. 

It is an object of the present invention to provide a 
novel printing ribbon for i ing machines, 

It is another object of the present invention to provide 
a printing ern typewriters and similar printing 

mes great to to 
me as rea prevent damage 

It is still another object of the present invention to pro- 
vide a printing ribbon for typewriters and similar printing 
machines which eliminates contact of the type with the 
ink in the ribbon. . 

It is a further object of the present invention to provide 
a double ply printing ribbon for typewriters and similar 
printing machines which is strong, eliminates contact 
between the type and the ink in the ribbon, and which 
contains 2 maximum amount of ink. 

For the purpose of illustrating the invention there is 
shown in the drawings 2 form which is presently preferred; 
it being understood, however, that this invention is not 
limited to the precise arrangements and instrumentalities 
shown. 


FIGURE 1 is a perspective view of a spool of the 
printing ribbon of the present invention. 

FIGURE 2 is a plan view of one side of the printing 
ribbon of the present invention looking in the direction 
of arrows 2—2 in FIGURE 1. 

FIGURE 3 is 2 plan view of the other side of the 
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2 
inting ribbon of the present invention looking in the 
irettion of arrows 3-2 in FIGURE 1. ‘ 
FIGURE 4 is a sectional view taken along line 4—4 of 
FIGURE 2. E 
Referring to the drawing, the printing ribbon of the 
present invention is generally designated as 10. i 
Printing ribbon 10 comprises an elongated strip 12 of 
a flexible, pliable, and absorbent material, such as a woven 
strip of cctton, silk, or nylon, and an elongated, thin strip 
14 of a flexible, pliable, impervious material, such as im- 
pervious nylon. The absorbent material strip 12 and the 


elongated edges 12a of the absorbent 
elongated edges 14a of the impervious strip 14 are sealed 
together. As shown in FIGURE 4, the impervious strip 
14 is of a fusible material, and the edges 12a and 14a of 
the strips 12 and 14 are sealed together by fusing the edges 
14a of the impervious strip 14 to the edges 12a of the 
absorbent strip 12. When the edges 14a of the impervious 


ribbon 10 is impregnated with an ink, such as an oil base 
ink commonly used in printing ribbons for typewriters and 
similar printing machines. When the absorbent strip 12 
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strip 14 of the ribbon 10. 
is of a tough material, the type does not penctrate 
strip 14, so that the absorbent strip 12 
ribbon 10 
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specification as indicating the scope of the invention. 
I claim: 
1. A printing ribbon comprising an elongated strip of 
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METHOD OF MAKING PRINTING RIBBON 
Waller Plocgzer, Jr.. North Reilmore, N.Y., assignor to 
Filmon Process Corporation, New York, N.Y., a core 
¥ poration of New York . 
izinal application Apr. 16, 1962, Scr. No. 187,736. 
Divided and this application) Jan. 25, 1965, Scr. No. 


427,744 
9 Claims. (Cl. 156—251) 


This invention relates to a novel printing ribbon and 
a method of making the same. 
The application is a division of my copending appli- 
ion Scrial Number 187,736 filed April 16, 1962, now 
ndoned. 4 
n my prior Patent No. 3,010,559 there is disclosed a 
posane ribbon which is based ona principle which results 
in a printing ribbon structurally interrelated in a manner 
resulling in numerous advantages with respect to the 
printing ribbons proposed therebefore. The present in- 
vention is directed to a printing ribbon which is an 
provement over the ribbon disclosed in the above- 
mentioned patent and a micthod for making the improve- 
ment ribbon. The printing ribbon disclosed in my above- 
mentioned patent has performed excellently and is being 
utilized in a wide varicty of printing equipment. The 
present invention results in a printing ribbon which. has 
an even ercater ficld of usc. 
, The printing ribbon of the present invention includes 
a foolproof dividing linc extending along the Iength there- 
pf between and paralicl to the side edges thercof. One 
face of the ribbon is an impervious ficxible plastic matc- 
tial which is heat-scalable and inert to ink. The other 
face of the ribbon includes a portion on onc side of the 
dividing line which is capable of bearing a printing ink. 
The portion of the ribbon on the opposite side of the 
dividing line from said last-mentioncd portion may be 
an ink bearing member, carbon paper, type correcting 
material, or type obscuring matcrial, ctc. The dividing 
line is 2 solid homogcncous ink impervious weld which 
prevents transmission of ink across the dividing line by 
way of osmosis along the fibers of the ink bearing portions 
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It is still another object of the present invention to 
provide a novel method for manufacturing two printing 
ribbons at the same time. , 

it is a still further object of the present invention to 
provide a novel method for making a laminated printing 
ribbon which facilitates inking of the layers of the ribbon 
prior to lamination thercof or after lamination thercof. 

Other objects will appear hereinafter. 

For the purpose of illustrating the invention there is 
shown in the drawings forms which are presently pre- 
ferred: it being understood, however, that this invention 
is not limited to the precise arrangements and instrumen- 
talitics shown. 

FIGURE 1 is a schematic illustration of the apparatus 
for making the ribbon of the present invention. 

FIGURE 2 is a sectional view taken along line 2—2 
in FIGURE 1. 

FIGURE 3 is a sectional vicw taken along line 3—3 
in, FIGURE 1. 

FIGURE 4 is a sectional view ‘taken along line 4—4 
in FIGURE 1. 

FIGURE S is a sectional view of a completed ribbon 
of onc embodiment of the present invention. 

FIGURE 6 is a cross-sectional view of a completed 


25 ribbon in accordance with another embodiment of the 


present invention. 
FIGURE 7 is a cross-sectional vicw of a complcied 


* ribbon in accordance with a further embodiment of the 


33 


40 


ribbon. . 
Heftctofore, a multicolor ribbon capable of causing 
cha to be imprinted in two different colors, such 


as and black, were manufactured by using inks which 
led cach other. Jn other words, the inks utilized 
ofore in a multicolor ribbon were inks which would 
not{run together. The foolproof dividing line of the 
of the present invention enables ordinary inks 
which normally run together to be utilized. The dividing 
of the ribbon of the present invention also enables 
2 mpultilith ink to be utilized on onc portion of the ribbon 
2 conventional printing ink on another portion of 
fe . 
ribbon of the prescnt invention may have the 
secured together only along. the side edges by a. 
as per the ribbon disclosed in my above-mentioned 
patent. A ribbon constructed in this manner provides an 
ink reservoir which matcrially increases the life of the 
ribbon. Where ink capacity is not important, the laycrs 
may be secured together across their full face in addition 
to the foolproof dividing line. Altcrnatively, the side 
’ of the two layers may be adhesively secured to- 
along their extreme side edges where ink capacity 
life are not of great importance. 
>it i an object of the prescnt invention to provide a 
novel method of making a printing ribbon. 
of the present invention to provide 
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60 


present invention. 

Referring to the drawings in detail, whercin like numer- 
als indicate like clements, there is shown in FIGURE 1 
a schematic illustration of apparatus designated gencrally 
as 10. -The apparatus 10 includes a roll 12 which is 
Fotatably supported for movement in the direction of 
the arrow thercon. The roll 12 contains a laminated 
ribbon 14 having a width corresponding to the width of 
the end product as will be made clear hereinafter. A 
second roll 1% is rotatably supported adjacent the roll 12 
for rotation in the direction of the arrow thereon. The 
roll 16 contains a laminated ribbon 18 having a width 
corresponding to the width of the end product as will be 
made clear hereinafter. 

Each of the ribbons 14 and 18 are identical. Accord- 
ingly, only the ribbon 18 will be described in detail and 
corresponding primed numerals will be applied to the 
ribbon 14 where applicable. As shown more clearly in 
FIGURE 2, the laminated ribbon 18 includes a layer of 
plastic matcrial 20 having a thickness of approximately 
onc-thousandth of an inch. The layer 20 is an impervious 
flexible plastic material capable of being heat scaled, 
is abrasion resistant, and is chemically inert to inks. The 
preferred embodiment of the present invention includcs 
the making of the layer 20 from nylon. However, mylar 
or polycihylene may be utilized. 

. The layer 20 is juxtaposed to and sccured to a layer 
22. The layer 22 is indicaicd in FIGURE 2 as being 
secured to the layer 20 along the extreme side cdges by 
welded joints 24 and 26. The provision of welded joints 
24 and 26 only along the side cdges provides spacc for 
a rexcrvoir of ink between the Jayers 20 and 22 as per 
the ribbon in my above-mentioned patent. Where ink 
capacity is not important, the layers 20 and 22 may be 
adhesively sccurcd to cach other across the full width 
and length thercof. ; 

The ribbons 14 and 18 are fed in overlapping relation 
around the guide rolicr 28 and through an alignment guide 
30. The alignment guide 30 is fixedly supported in a 
position whereby the ribbons 14 and 18 may be fed there- 
through. The guide 30 assures that the side edges of tho 
ribbons 14 and 1S are in alignment with one another. 
The ribbons 14 and 18 are fed through the guide 30 with 
the layer 20 of cach ribbon juxtaposed to cach other. 
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In other words, the layer of impervious plastic material on 
the ribbons 14 and 158 are juxtaposed to cach other when 
fed through the guide 30. = relationship, is_ critical 
since I have determined th: results of the 
“present invention cannot be obtained ace this Telation- 
“ship exists. P 

A back up roller 32 is rotatably supported in any con- 
venicnt location. The back up roller is provided with a 
recess on its periphery in 2 conventional manner, A 
knife blade 34 is supported by a support block 36 and is 
connected to a source of clectrical potential by ciecirical 


cable 38. The cdge of the knife blade 34 is adapted io. 


extend into the recess on the back up roller 32. The 
superimposed Iaminated ribbons 14 and 18 are fed be- 
tween the back up roller 32 and the knife blade 34. The 
hot knife blade 34 slits the superimposed laminated rib- 
bons 14 and 18 and simultancously forms a welded joint 
as will be made clear hercinaficr. 

Thereafter, the ribbons arc fed upwardly in a dircction 
of arrow 40. As shown more clcarly in FIGURE 4, the 


_ ribbons 14 and 1S have been scparated into ribbons 42 


and 44. The ribbons 42 and 44 are U-shaped at this 
point. The ribbons are then fed to a wind-up roll (not 
shown). Before being wound on the wind-up roll, the 
ribbons will be fed through a guide means which will 
flatten cach ribbon to the disposition illustrated in FIG- 
URE 5. Each of the ribbons 42 and 44 are identical. 
Accordingly, only ribbon 42 will be described in detail. 

As shown more clearly in FIGURE 5, ribbon 42 in- 
cludes a first layer and a second layer. The first layer has 
a portion 46 and a portion 43. The portion 46 was for- 
merly a part of layer 22 on ribbon 14 and portion 43 was 
formerly a part of layer 22 on ribbon 18. 

The second layer of ribbon 42 is juxaposed to the first 
layer thereof. The second layer includes portions 50 and 
52. Portion 50 was formerly a part of layer 20 on ribbon 
14 and portion 52 was formerly a part of layer 20 on 
ribbon 18. The ribbon 42 is provided with a weld 54 cx- 
tending the full length thercof substantially parallcl to 
and spaced from the side edges of the ribbon. The weld 
54 was formed by the hot knife 34 when the superimposed 
laminated ribbons were slit thereby. The weld 54 is pro- 
vided with a readily distinguishable sharp ridge 56, 


15 


20 


25 


30 


35 


40 


thercon which covers the typewriticn Ictters in a well 
known manner. 

licrctofore, it has been impossible to utilize the Ko- 
Ree-Type in a strip form such as a typewriter ribbon 
because the powder surface of the Ko-Rec-Type would 
cras¢ or smear previously typewriticn Icticrs. Smearing 
Or crasing is precluded by the ridge 56’ on ribbon 62. 
The ridge 56’ maintains the portion 64 spaced from the 
paper a sufi cicnt distance so as to prevent smearing or 
cTasing except when desircd. 

The ink bearing portions of the ribbons of the present 
invention may be inked prior to being unwound from the 
rolls 12 and 16. This us the preferred embodiment. Al- 
ternatively, the ink bearing portions of the ribbons 42, 53 
and 62 could be inked subsequent to the manufacture 
thercof by the slitting ppcration. The knife blade 34 is 
preferably reciprocally mounted on the support block 36 
so that the knife blade 34 may be reciprocated with 
respect to the roller 32, In this manner the location of 


‘the weld 54 may be varied so as to produce ribbons of 
diverse widths. When the ink bearing portions, such as ° 


portions 46 and 48 of ribbon 42, arc made from a woven 
nylon matcrial, the nylon matcrial thercof is blended into 
the weld 54 and forms a part thereof. No difficulties 
were encountered in providing the weld 54 and ridge 56’ 
when one of the portions of the first layer of the ribbons 
was a paper material such as in ribbons 58 and 62. 

I have found that a true weld such as weld 54 cannot 
be obtained merely by superimposing two layers of ma- 
terial and causing the same to be passed beneath a heated 
pressure roller. The last-mentioned roller merely ¢m- 
bosses the two layers and joins the same with a joint. 
However, such joint is not a true weld which is capable 
of preventing osmosis of the ink from one side of the rib- 
bon to another across the weld through fibers disposed 
in a central plane of the|ribbon. Also, the utilization of 
a hot pressure roller does!not result in a thin hairline weld 
having a ridge thereon as/illustrated in the drawings. 

The woven fabric portions adapted to bear ink may be 
nylon, dacron, silk, etc. | The ink bearing portions may 
have different color inks\of the same type or may have 
compleicly different inks which herctofore could not pos- 


 sibly be utilized in a multicolored ribbon. The ribbons of 


The weld 54 and the ridge 56 are a zone of impervious... 


plastic material formed during the weldment and consists 
of the material of the layers 20 on each of the ribbons 14 


_and 18. If the layers 20 on the ribbons 14 and 18 were 


not juxaposed to one another prior to the slitting opcera- 
tion, the weld 54 would not cxtcnd through the entire 
thickness of the ribbon 42 and the ridge 56 would not be 
provided. The ridge 56 and weld $4 are an ink im- 
pervious zone which prevents ink or other liquids from 
traveling across the weld from portion 46 to portion 48 
by osmosis through the thread fibers. 

In FIGURE 6, there is disclosed another embodiment 
of the present invention designated gencrally as $8. The 
ribbon 58 is identical with the ribbon 42 except as will 
be made clear hercinaftcr. In ribbon 53, the portion 60, 
which corresponds with the portion 48, may be carbon 
paper. Hence, it will be noted that the original ribbons 
14 and 18 from which the ribbon 58 was made were not 
identical. One of the ribbons would be identical with 
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ribbon 14 while the other ribbon would be a laminate of » 


carbon paper and a layer of plastic material correspond- . 


ing to laycr 20. Otherwise, the ribbon 58 is made in the 65 


identical manner described above. 
In FIGURE 7, there is disclosed another 


embodiment 
of the present invention designated gencrally as 62. The 
ribbon 62 is identical with ribbon 42 cxecpt that portion 


64, corresponding to portion 48, is made from a laycr of 70 


the typewriter. In order to 
correction 


accomplish 
thet bass while powder impregnated 75 and 


‘ the present invention may have conventional ink on onc 


portion and lithographic jink on another portion. The 
lithographic ink may be of the same color as the conven- 
tional printing ink on the other portion of the ribbon. In 
this manner, it will be possible to accentuate a word in a 
sentence by typing that word only on the lithographic por- 
tion of the ribbon. It will be obvious that the ability of 
the ribbon of the present invention to utilize two different 
inks which are normally capabic of being mixed will ma- 
teriaely reduce the cost of a multicolor ribbon. 

The present invention may be cmbodicd in other specific 
forms without departing from the spirit or essential attri- 


comprising the steps of overlapping first and sccond 
laminatcd ribbons cach of which has a Jayer of impervious 
ficxible plastic material which i is heat scalable and inert 
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2. A method in accordance with claim 1 including the 
step of aligning the side edges of said first ribbon with 
respect to the side edges of said second ribbon, said align- 
ing step being accomplished prior to the step of providing 
an ink impervious weld, 

’ 3. A method in accordance with claim 1 whercin said 
step of providing a weld and said stcp of cutting the rib- 
bons are accomplished simultancously by moving the sib- 
bons relative to a heated cutting tool. 

4. A method in accordance with claim 1 including the 3 
step of inking at least one of said first and second ribbons 
prior to said step of overlapping said first and second 
ribbons. 

5. A method in accordance with claim 4 including the 


step of inking cach of said first and second ribbons with 3¢ 


different non-repelling inks prior to the step of over- 
lapping said first and second ribbons. 

6. A method in accordance with claim 1 wherein one 
layer of said first Jaminated ribbon is a layer of paper 
material. 


7. A method in accordance with claim 6 wherein said 
paper material has a material associated therewith capable 


sof obscuring type of a typewritten page. 


A method in accordance with claim 1 wherein said 


8. 
first and second layers are of the same width, and align- 25 
ing 


the sidc edges of said first and second ribbons prior 
to said step of providing aweld, == se 
9. In a method of making printing ribbon comprising 


6 


unwinding a first strip of impervious polymeric plastic 
material from a roll, unwinding a second strip of material 
capable of transmitting an impression from a roll, aligning 
said first and second strips so that the side edges of said 
Strips are substantially parallel and said strips are in juxta- 
posed abutting relationship, unwinding a third strip of 
polymeric plastic material from a roll, unwinding a fourth 
strip of woven nylon fabric from a roll, aligning said third 
and fourth strips so that the side edges of said strips are 
substantially paralicl, juxtaposing said first strip against 
said third strip, said juxtaposing step being accomplished 
in a manner so that said first strip is in direct abutting 
contact with the third strip, cutting the strips with a heated 
tool and simultancously welding a cut edge of said poly- 
mcric plastic materials to the cut edges of cach of said 
sccond and fourth strips, said cutting step being accom- 
plished by simultaneously moving said strips relative to 
Said tool in a direction substantially parallel to the side 
edges of said strips, and inking said woven nylon fabric. 
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My invention relates to a new and useful improvement 
in 2 ribbon protector and is adapted for that class of 
machines in which a type bearing bar is used in such a 


_ manner that the type strikes the ribbon to make the im- 


“* pression on the paper or other matcrial on which 


B 


typing is to be donc. The invention is adapted for use 


tages. Among these are that the ribbon becomes worn 


the type becomes clogged with dust or dirt togcther with 

ink thus making it impossible to obtain a cicar impres- 

sion even though the ribbon itself may be 2 new one. 
The present invention has as one of its objects the pro- 


ribbon reducing to a large extent the dirtying of the type 
and maintaining a clear impression at all times. 
Another object of the invention is the provision in 


device adapted for use in machines of this type which 
will eliminate considerable smeary i i 
ribbons and removing and replacing ribbons as well as 
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front of the type. When it is desired to change the pro- 
tector and move another section to operative position, 
the clamping mechanisms would be released and the disk 
46 could be rotated so as to rotate the slecve 47. The 
ribbon protector would, of coursc, be inscrted in the slit 
3S so that as the tube or siccve 47 Is rotaicd the pro- 
tector would be wound upon this member. 

It is believed obvious that if desired the protector may be 
moved with cach operation of the type as is customary 
in some machines with the inked ribbon. It is believed 
obvious that other forms of sccuring the protector at op- 
posite sides of the type may be resorted to instead of 
using the clamping mechanism illustrated as it is but 
necessary that this protector be sufficicntly taut to be 
retained in front of the inked ribbon and not to interfere 
with the operation of the machine. : 

A protector of this type has proved quite cfficient in’ 
use as it docs prolong the life of the inked ribbon and pre- 
vents the undesirable splattcring or spreading of the ink. 
At the same time the face of the type is kept clean and 
efficient operation of the type bars becomes possible. 
Without the use of the protector dirt and foreign mate- 
rial and particularly dust mixed with the ink will inter- 
fere with the proper operation of the type bars until 
eventually these type bars begin to stick resulting in an 
imperfect operation of the machine. The protector also 
serves to protect the ribbon from wearing and prevent 
the platen from hardening and wearing. 

What I claim is: 

1. In a writing machine embodying an inked ribbon 
and a plurality of type bearing members arranged in a 
bank and positioned in straight lineal alignment, nor- 
mally in spaced relation to the inked ribbon and sclec- 
tively individually movabie into engagement with the 


inked ribbon for forcing ‘an impression therethrough: a 36 


settee ae opposite sides of said 
E postioniesct said supporting bodies at opposite sides 
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of said bank; 2 pair of clamps cach positioned at onc 
side of said bank on said supporting bodics; and a pro- 
tective ribbon of flexible non-inked matcrial cngaging 
said posts and extending between the inked ribbon and 
said bank and held in taut condition against said posts 
by said clamps, said clamps being movable into opcrative 
position and inoperative position and cach movable in- 
dependently of the other. 

2. In a writing machine embodying an inked ribbon 
and a plurality of type bearing members arranged in a 
bank and positioned in straight Jincal alignment, nor- 
mally in spaced relation to the inked ribbon and sclec- 
tively individually movable into engagement with the 
inked ribbon for forcing an impression thercthrough: a 
pair of supporting bodics at opposite sides of said bank; 
a post on cach of said supporting bodies at opposite sides 
of said bank; a pair of engagement members cach posi- 
tioned at onc side of said bank on said supporting bodies; 
and a protective ribbon of flexible non-inked material cn- 


gaging said posts and having a portion extending between yy 


the inked ribbon and said bank and engaged and held in 
taut condition against said posts by said engagement ; 
members, said engagement members being movable to 
engaging and non-cngaging position against said non- 


inked ribbon whereby said non-inked ribbon, upon move- ate 


ment of said engagement membcrs to non-cngaging posi- 
tion, may be moved longitudinally for locating another 
portion thereof between said inked ribbon and said bank. 
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Einseitig gegen Farbabgabe abgedecktes Farbband Soe 
Patentiert im Gebiet der Bundesrepublik Deutschland vom 14. August 1954 an ‘ 
_ Patentanmeidung bekanntgemacht am 6. September 


ne 


Fir besondere Zwecke, z. B. bei Buchungs- und 
Tabelliermaschinen, verwendet man seit geraumer 
Zeit gern fur die Herstellung einer Zweitschrift, 
die ctwa ein »zweites Originale darstcllen soll, 
an Stelle des allgemcin wblichen Kohlenpapicrs 
ein zweites Farbband, das hinter dem »erstcn 
Original« durch die Maschine gefuhrt wird bzw. 


bei cinigen Maschinensystemen an dieser Stelle 


fest angeordnet ist. ih ins 

Fur solche Bander, die teilweise auch besser als 
Farbtiicher angesprochen werden muBten, ist ¢s 
nicht nur zweckmaBig, sondern erforder- 
lich, da®B sie nur einscitig. thre Farbe abgeben 
konnen. Bei zweiseitiger Farbabgabe wirde ja 
nicht nur die Durchschrift (das zweite Original) 
beschricben werden, sondern dariiber -hinaus auch 
die Risckseite des ersten Blattes. : 

Man hat nun, schon auf verschiedene Weise ver- 
sucht, Farbbander cinseitig abzudecken, um die 


‘band durch 


Patenterteilung bekanntgemacht am 27. Juni 1957 | 


Farbabgabe ausschilieBlich nach der dem Typcn- 
anschlag entgegengesetzten Seite zu crmoglichen. 


So wurden Farbbander schon einseitig mit gecig- 


F: 
bei um die Verwendung 


thermoplastt eee 
stoffolien handelte, wurden diese mit dem Farb- 
astisches Verkleben verbun- . . 
Fallen fand also cine innige — ~ 


den. In allen diesen 
Verbindung des Farbbandes mit dem Abdeckmittel 
in der 


zugsweise Gewebe groberer Struktur, wober aller- 
dings wiederum die Feinheit der Schrift wesent- 
lich verschlechtert wurde. 


| 
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AUSGEGEBEN AM 


ganzen Flache statt, was stets zur Folge — ~ 
hatte, daB die Farbaufnahmefahigkeit und damit ~~ 
auch die Ergiebigkeit, der Bander in mehr oder 
weniger starkem MaSe gemindert. wurde. Zum 
_ Ausgleich dieses. Nachteils verwendete man vor- 
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Man hat deshalb auch schon den Vorschlag ge- | 
macht. far der ober beschrichenen Zweck cin ge- 
wohnliches Farbband zu nehmen und mit diesem 
cin zweites farbloses bzw. uncingefarbtes und 

§ gegen Farbe moglichst indifferentes Band aus z. B. 


.. Cellophan (cingetr. Wz.), Gelatine od. dgl. typen- 
seitig durch dic Maschine laufers zu lassen. Ledig- 
a lich an den beiden Enden konnten diese Bander 


miteinander verbunden scin. Hierbei traten zwar 
dic vorgenannten Nachtcile nicht auf, statt dessen 
machte jedoch dic Bandfithrung als solche gewisse 
Schwicrigkciten. die cin wirklich sauberes »zweites 
Original« nur schr schwer moéglich machten. Solche 
Schwicrigkciten und die damit verbundenen be- 
“5 4S trachtlichen Nachtcile traten_z. B. schon durch dic 
verschicdene Lange von Farbband und Abdeck- 
band auf, ciner Erschecinung, die ja bei Maschinen 
mit doppeltcr Bandfithrung hercits AnlaB zu 
grundiegenden Verbesserungen (Gleitschnalle) ge-' 
» 20 geben hat, der im vorliegenden Falle jedoch nicht ° 
auf die giciche oder ahnliche Weise begegnet wer- 
den kann. Daruber hinaus geschah es sehr Icicht. 
da beim Anhcben des Bandes mit dem Bandheber 
Verschiebungen der beiden Lagen gegencinander 
2§ vorkamen. 

Es ist nun gefunden worden, daB man all diesen 
Schwicrigkeiten auf cinfache Weise dadurch aus 
dem Wege gehen kann, daB man zum Abdecken 
des Farbbandes nach ciner Scite hin cine thermo- 

/ ge plastische Folie verwendet und diese Folic an den 
beiden Langssciten der Bander bzw. Farbticher 

in einem ganz schmalen Streifen mit dem Band 
< in thermoplastischer Verkicbung fest verbindct. 

Auf der gesamten Flache des Farbbandes bzw. 

® 35 Farbtuches wird damit das farbtragende Gewebe 
nur durch cine lose aufgelegte Folic abgedeckt, 
die jedoch infolge der thermoplastischen Verklc- 
bung an den Randern sicher mit dem Gewebe ver- 
bunden ist, so daB cin Verrutschen ausgeschlossen 
~ qo wird und wirklich cinwandfreie Originale bzw. 
as ‘Durchschriften erziclt werden. Die innige Ver- 
bindung der beiden Bander (Farbhand und Folic) 
an den Randern mittcls thermoplastischer Ver- 
< kliebung bheseitigt dic Probleme einer unterschied- 
°4$ lichen Bandlange, da ja tatsachlich nur noch cin_ 
-" Band vorhanden ist. Die auf diese Weise pe- 
-wonnenc Stabilitat des Produktes gewahrt dartber 
hinaus cine cinwandfreie Bandfihrung. Es konnen 
} ‘ ferner ohne weitcres feinste Seidengewehe Ver- 
“50 wendung finden, dic ihrerseits eine Schrift ergeben, 
ae 2 deren Feinhcit und Exaktheit nichts zu wiinschen’ 
= ubrig labt. 

Die erwahnte thermoplastische Verkliecbung kann 
 erfindungsgema8 nun in  verschicdener Weise 
‘durchgefishrt werden: 

4, Niederschmelzen der thermoplastischen Folie 
auf die Rander des farbtragenden Gewebes. 
2. Auflegen eines schmalen farblosen Gewebe- 
” -.streifens auf die Rander der thermoplastischen 
>: Folie, so daB an den Randern des, Bandes drei 
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Schichten  ttbercinanderliegen: Farbtrager, Ab- 
deckfolic, Gewebestreifen. In der Warme werden 
alle drei fest miteinander verschmolzen und erge- 
ben cinen besonders sauberen, xleichmaBigen und 
stabilen Rand, der die Arbeit mit dem doppelten 
Band ganz erheblich crleichtert. 

3. Auflegen cines Textilfadetis an Stelle des 
farblosen Gewebestreifens und im tibrigen Ver- 
fahren nach 2. Auch hierbei errcicht man cinen be- 
sonders gleichmaBigen, sauberen und stabilen, je- 
doch noch schmaleren Rand. 

In der Zeichnung ist der Erfindungsgegenstand 
beispiclsweise dargestcHt. 

Fig. I zeigt cin Farbband mit tcilwcise darauf- 
liegender, in der Flache loser und nur an den 
beiden Randern verbundener Abrdeckfolic; 

Fig. II zeigt das gieiche Band im Schnitt a-a: 

Fig. ITI stellt cin Farbhand mit Abdeckfolic dar, 
bei dem beide Teile mit Hilfe cines aufgelegten 
schmalen Gewebestreifens thermoplastisch verbun- 
den wurden; 

Fig. LV zeigt das giciche Band im Schnitt 5-6; 

Fig. V stellt cin Farbband mit Abdeckfolie dar, 
bei dem beide Teile mit Hilfe cines Textilfadens 
miteinander thermoplastisch verbunden worden 
sind; 

Fig. VI zeigt das gleiche Band im Schnitt ¢-c. 

OUbercinstimmend in allen Figuren bedeutet- 1 
das farbtragende Gewebe, 2 die thermoplastische 
Abdcckfolie, 3 die Stellen bzw. Streifen der ther- 
moplastischen Verkliebung, 4 dic schmalen farb- 
losen Gewebestreifen und 5 dic verwendcten Textil- 
faden. 

Es muB noch erwahnt werden, da®B nach Bedarf 
selbstverstandlich cine der erfindungsgemafen Be- 
festigungen nur an ciner Scite des Bandes ange- 
wendct werden kann und daB auBerdem cine Kom- 
bination zwischen den aufgefihrten Moglichkciten 
dadurch entstchen kann, da8 man den cinen Rand 
nach der cinen, den anderen Rand nach ciner der 
anderen Moglichkciten befestigt. 


PATENTANSPROCHE: 

1. Ejinseitig mit ciner thermoplastischen 
Kunststoffolieabpeticcktes und mit dieser Folie 
durch thermoplastisches Verkleben verbundencs 
Farbband, dadurch gekennzcichnet, daB die 
Folie (2) mit dem Farbband (1) ausschlicBlich 
entlang den Randern (3) verbunden ist. 

2. Einscitig mit ciner thermoplastischen 
Folic abgedecktes Farbband nach Anspruch 1, 
dadurch gekennzcichnet, daB auf der Scite der 


105 


Abdeckfolie (2), die dem Farbband (1) abge- > 


wandt ist, entlang einer oder beider Kanten 
schmale, farblose Gewebestreifen (4) oder Tex- 


tilfaden (5) thermoplastisch auf die Folie auf- 


' geklebt sind. 
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INK RIBBON COVERED ON ONE SIDE AGAINST INK RELEASE 


For particular purposes, such as for accounting machines 

and pavuinelne machines, it has become advantageous to use a 
second ink ribbon in the place of the conventional carbon paper 
to produce a duplicate imprint intended to be a "second original". 
With certain machines this second ribbon is guided across the 

machine behind the “first original", and with other. machine 

systems it occupies this place in a stationary arrangement. 
; For such ribbons, which sometimes may more acourately 
og be designated as ink screens, it is not only BAVAntAgeGuss but 
even necessary, that ink is released on one side only. With ink 
& being released on both sides, not only the duplicate (the second 
origina) would be imprinted, but also the reverse side of the 
 tiret sheet. 
; Various attempts have been made in the past to cover 
Nine side of ink ribbons in Syaer to restrict the ink release to the 


side Opposite the type impact. Ink ribbons have thus been im- 


_ Pregnated on one aide ox “ecatea with suitable means. Such means 


“aes tale aod Song t3 Stee 


ae 


thermoplastic plastic films have been used they were joined by 


thermoplastic bonding. ‘in ali of these cases an intimate bond 


the whole area, with the result that the ink-holding Capacity, 


and consequently the productive output of the ribbons, was always 


nave. een erited through vulcanization. “Ox “bonding. inasmuch as 9 © 


between the ink xibhon and the covexing means was obtained over 


reduced by a smaller or larger amount. Tissues with a coarser 
structure were used in most cases to compensate for this short< 
coming, but this in turn resulted in a deterioration of the 
fineness of imprint. 


It has therefore already been suggested to use for the 


above-stated purpose a conventional ink ribbon and Yunning it 

through the machine together with another ribbon which is ink- 

free, or non-inked and possibly indifferent to ink, made of 
Picallopnane (registered trademark) , Gelatine, or a similar meters 


ial, for example, and placed so that it faces the types. ‘These 


- ribbons could only be joined at both ends. The earlier-mentioned | 
- shortcomings did not show here, but certain problems arose ee 
stead with the xibbon transport itself, making it very difficult ; 
oto get a Glenn "second Original”. Such difficulties, and the. 
considerable shortcomings connected with them, were caused by a> 
‘Gifference in lengths of the ink ribbon and the backing ribbon. Be 


a This phenomenon has already been the cause for'basic improvements 


2 — 


bed applied to machines with dual ribbon transport (the guide buckle), 


ED but in the present case it cannot be met in an identical or simi- 


+ 


lar manner. In addition, it has happened frequently that the two 
layers of ribbon would shift out of place when the ribbon was 
raised by the ribbon lifter. | | 
Tt hae been found that these problems can be solved in | 
Par very simple Jway by using a thermoplastic film to cover one side 
iy the ink ribbon, joining this film to the ink ribbon, ox ink. 
| een h respectively, by thermoplastic bonding on a very small | 
strip: along the longitudinal edges. The ink-carrying tissue on * 
the entire surface of the ink vibbon, ox ink scxeen, is thus 
covered by only a loosely towhing ¢ilm,yet, through thexmopla~ 
Stic bonding, this film is firmly joined at les borders to the 


tissue, thus preventing any’ shifting and assuring perfect ——-— 


Originals ox duplicates. ‘Phe intimate junction by thermoplastic 
bonding at the borders of the two cibbons (ink ribbon and film) 
Gliminates the problems stemming from unequal lengths of ribbons, 
as there is actually only a single ribbon. In addition, the 
guiséness oz the product achieved in this way assures a problen- 
tree yvibbon transport. Also, it is, now possible to use the 
finest silk tissues whiten in turn produce imprints, the fine- 
ness and precision of which leaves nothing to be desired. 

The thermoplastic bonding mentioned can be achieved in 
various ways, in accordance with the present invention: 

; 1. The thermoplastic fiim is melted into the borders 

of the ink-carrying tissuc. 

2. A narrow ink-free Strip of tissue is placed over the 
borders of the Eieeuspiaeets film to produce three overlaying 


layers at the borders of tne ribbon: the ink-carrier, the cover 


film, and the strip of tissue. The three are firmly welded to- 


gether under heat, resulting in a very ‘clean and xegulay and re- 


sistant border, greatly facilitating work with the double ribbon. 
3. A textile thread takes the place of the ink~-free 
strip of tissue, otherwise using the method under 2. This, too, 
results in a very regular and clean and resistant bordex which 
is narrower stil, 
The drawing shows the subject of this invention in an 
: exemplary way. | 
: page shows an ink xibbon with a partially overlaying 
FOG 2i4m, which is Weose on its sux face and joined at the borders 


only; 


Pig. IL snows a cross-section of the same ribbon at a~a; 


as _ Pig. £22 shows an dink xcibson and a cover film; both parts 


being joined thexmoplastically by means of an overlaying narrow strip 


of tissue; 
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Fig. IV shows a cross-section of the same ribbon at b<b; 


Fig. V shows an ink xsibbon with a cover film, both parts 
@ having been joined thermoplastically by means of a textile thread; 
Fig. VI shows a cross-section of the same ribbon at cc. 
In the figures, the nunbers designate correspondingly: 
1 the ink-carrying tissue, 2 the thermoplastic cover film, 3 the 
points, or strips respectively, of thermoplastic bonding, 4 the 
narrow ink-ixree strips of tissue, and 5 the eeveiie threads used. 
Finally, it must be mentioned that, if desired, any one 
of the joining methods of the present invention may be used on 
one side of the ribbon only, and that a combination of the possi- 
bilities mentioned may also be achieved by joining one border in 
accordance with one mctnod and the other border in accordance with 
another method. 


POLO GAY eee 


1. An ink «cikbon, covered on one side by a thexmo- 
plastic film and joined to said film by thermoplastic bonding, 
characterized in that the film (2) is joined to tns ink xrib- 

ES bon (1) along the borders (3) only. | 
, ‘ | 2. An ink ribbon, covered on one side by a thexrmo- 
o plastic film as set forth in claim 1, characterized in that 
-Ank-Sree strips of tissue or textile threads are bonded to the 2 

abies film (2) alongside one or both edges, on the side which is 


facing away from the ink ribbon (1). 


Kefexrences to other printed materials: 
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of one form of 


tive colours, and any capillary or similar 
transfer of cither ink to the strip of the 
other colour would result in destruction of 
the colours and of the ribbon’s utility. It has 
therefore been necessary to provide some 
kind of impervious barricr along the line of 
division between the strips, and then saturate 
the two fabric regions independently with 
their respective colours; or to use inks of 
mutually-repelling characteristics. The neces- 
sary operations are critical, difficult and 
expensive, and the process is far from in- 
fallible, Icading to a considerable percentage 
of imperfect ribbons. The difficultics of the 
process also impose ccrtain limitations on the 
nature of the inks cmployed, for example, 
upon the colour strengths which can be 
obtained. 

In order to overcome this difficulty the 
invention further provides a ribbon consist- 
ing of. two side-by-side independent fabric 
or like strips together having the total width 
of a conventional ribbon, these two strips 


being integrally connected along their com- . 


ruon margin by a synthetic plastic heat-sealed 
connecting and saturant-isolating joint or 
seam. 
This seam can be accomplished by the 
simultaneous severing and line-welding of a 
pair of superposed ribbons along their com- 
mon median line, each of the severed halves 
of this “sandwich” thus yielding a composite 
ribbon having independent but connected 
lengthwise sections. Such sections may be 
thereafter independently saturated with inks 
of the respective colours, or the original 
ribbons forming the pair referred to ai 
may have been individually inked prior to 
the severing and line-welding operation. 
The invention will now be described by 


way of example with reference to the accom-. 


panying drawings, in which: 

Figure 1 is a fragmentary perspective view 
the composite ribbon shown 
installed for use on a conventional type- 
writer, “t 
Figure 2 is a perspective view, partly 
exploded and partly in section, of a portion 
of the ribbon shown in Figure 1, 

Figure 3 is a view similar to Figure 2 
showing a modified form of the ribbon, 

Figure 4 is a view similar to Figure 2 of 

rther ification. 
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Figure 8 is a similar vicw illustrating the 
simultancous heat-sealing and severing of the 
superposed ribbons along a_ longitudinal 
racdian line of the superposed assembly, 

Figure 9 is a schematic vicw, also in 
section, illustrating the scparating and un- 
folding of two complcte two-colour ribbons 
so produced, 

Figure 10 is a similar sectional view illus- 
trating the final unfolding and flattcning of 
those two complete ribbons, 

Figure 11 is a view similar to Figure 7 
showing the invention applied to the making 
of a combined inking and crror-oblitcrating 
r:bbon. 

Figure 12 is a view similar to Figure 10 


- of the product of the Figure 11 modification, 


Figure 13 is a view similar to Figure 11 
showing the possibility in some cases of 
climinating a great. portion of one of the 
layers, and 

Figure 14 is a sectional transverse view 
of a product incorperating both inked fabric 
and carbon-printing scctions. . 

Referring first to Figures 1 and 2 of the 
drawings, the former shows a composite 
effect (inking and correction) ribbon 10 in- 


stalled in a usual form of typewriter having. 


a roller platen 12 and ribbon vibrator 14. 
The ribbon 10 has (at least with reference 
te: the side thereof facing the paper 16) 
separate vertically-spaced portions comprising 
= marking or inking section A and an obli- 
terating or camouflaging section B. Both of 
these sections extend longitudinally the full 
length of the ribbon, and either section may 
be in the “upper” position when the ribbon 
is installed. 

Figure 2 shows the construction of the 
ribbon 10 in greater detail. As there shown, 
the inking section 18 is constituted by an 


inked fabric strip having a width substan- 
tially one-half t of the whole mnbbon, 
while the ing section is constituted 


camoufiagin 
by a strip 20 of approximately the same 
width, preferably of paper carrying the camou- 
sections are 
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COMPLETE SPECIFICATION 


Improvements in or relating to Typewriter Ribbons and Methods 
of Manufacturing theSame — 


I, WitttamM Howard Wotowitz, a the buffer layer being for example an im- 
citizen of the United States of America, of pervious synthetic plastic strip or deposit to 45 
1742 Holly Street, Northwest, State of prevent actual contact between the type face 
Washington D.C., United States of America, and the inked fabric. In a composite ribbon 
5 do hereby declare the invention, for which I of the type having an inked portion and a 

pray that a patent may be granted to me, camouflage strip, there is a special reason 
and the method by which it is to be per- ior such buffering or isolating layers. While 50 
formed, to be particularly described in and: the type faces never directly strike the camou- 
by the following statement: — fiage substance carried on the opposite face 
0 This invention relates to ribbons for type- of the composite ribbon, would 
writing machines and to methods for fabri- narily strike the inked fabric, and any ink 
cating ribbons. thus deposited on the 
The ribbons with which the invention is be re-transferred to the back of the camou- 


length-wisc extending portions having as the ni 


writing paper, or one portion may be inked . this ink (or lint), and ‘the life of the com- 
= or coated to transfer a visible impression to posite ribbon thus shortened. A protective or 
the writing paper and the other portion buffering layer for isolating the 1 
may be capable of transferring a blank-out portion from the type faces thus also 
ct camouflage material to the paper to cover protects the integrity of the 

- 25 “up or obliterate an erroncous amprint-and --tion, during 

leave a surface suitable to receive a correct @ composite ribbon. 
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the section 18, by an. intervening protective 
ron-absorbent layer 27, which again may be 
ot “Mylar” (Registered Trade Mark), re- 
generated cellulose or the like. _ 

A convenient method of making the com- 
posite ribbon of Figure 1 is to provide the 
common support 24 as a strip of so-called 
pressure-sensitive tape with the adhesive 
coated on side 28, and to laminate the camou- 
fiage strip 20 (alrcady bearing its transfer 
coating 22) thereto during a continuous rc- 
winding operation; and simultancously fecd- 
ing the inked fabric ribbon scction 18 also 
into edge-adhered relation with the remain- 


ing longitudinal portions of tape 24, while. 


feeding the protective strip 27 therebetween 
tc protect the major, part of the ribbon 
against contact with the adhesive 26. 

An alternative construction of a composite 
cfiect ribbon is illustrated in Figure 3 of the 
crawings. Here again the common mounting 
strip may be a length of tape 24 having 
adhesive layer 26 on onc side, with the camou- 
flage er section 20 adhered thereto. The 
inked fabric ribbon 30 is again of substan- 
tially half the vertical width of the assembly, 
but is provided previously with a protective 
layer 32 of thin “Mylar” (Registered Trade 
Mark) or the equivalent, which is fused to 
the ribbon 30 solely along their common 
lengthwise boundary edges. In this case, the 
febric of the ribbon 30 will be woven “Nylon” 
or equivalent fusible material, the edgewise 
adhesion bsing attained. by a heat sealing 
process well known to those skilled in the 
art. 

Figure 4 of the drawings illustrates a 
modification of the Figure 3 construction 
which permits a multiplication of the ink- 
containing capacity of the inked ribbon; for 
example, to increase the ink storage writing 
life of a composite-effect ribbon half of 
whose area is devoted to correction or camou- 
flage material. In this case, a full-width 
inked ribbon 34 is doubled along its longi- 
tudinal centreline to form a half-width strip, 
and this half-width strip is fused to the 
Frotective layer 36 solely along the common 
boundary edges of the strip and the protec- 
tive Jayer. | 

Referring now to Figure 5 of the draw- 
ings, there is shown a known arrangement 
for producing single-colour printing ribbons 
from wide strips of fabric and synthetic 
plastic barrier material. Briefly, a wide stri 
sete barat cen se ee su 
as “Nyion” (polyamide) or i super- 
posed thereon a wide strip 112 of thin, 
tcugh, sete fusible synthetic plastic mem- 
re as a polyamide film or the like. 

ese. stiperposed but unconnected layers are 
then = sr sandwich, over a ar sup- 
port Cut imto strips as sharp 
Enrecsion eile’ iollers: 26 which oo emai 
tained at a sufficiently high temperature to 


» 


causc the materials at the severed edges of 
the resulting ribbon strips 118 to be fused 
to one another. Gace of the resulting ribbons 
is shown in Figure 6, comprising the fabric 
laycr 110 and the loosely superposed syn- 
thetic plastic lamina 112 the two layers 
being heat fused together along their common 
longitudinal margins as at 120 and 122. 

In order to provide, for cxample, a two- 


colour ribbon according to the present in-. 


vention, there are first su two indc- 
pendent ribbons of the type shown in Figure 
6. The fabric portions 110 and 110' of 
these ribbons may already have been saturated 
respectively with inks or equivalent materials 
of the desired colours. However, as will 
appear, cither or both of these ribbons may 
also be un-inked at this stage. Even if inked, 
the respective synthetic plastic barrier mem- 
branes 112 and 112' will prevent any un- 
wanted transposition or migration of the 
Saturants at ‘this stage of the process. The 
Superposed ribbons in Figure 7 are shown 
slightly separated for clarity, but in practice 
they are held in contact with one another 
during the next stage. 

Figure 8 illustrates the following stage of 
the process, the upper ribbon: of Figure 7 
being designated by the letter “R” merely 
to indicate that it may have its fabric layer 
then or thereafter saturated as with a red 
printing ink; similarly, the lower one of 
the two ribbons is designated by the letter 


_ “B” for black. In this Figure, the super- 


posed ribbons are shown as being simultan- 
eously severed along their longitudinal 
median lines as by a heated knife 124 
co-operating with a support plate or roller 
126. Conveniently, this operation may be 
performed in a manner similar to that shown 
im Figure 5, the heated knife 124 being 
stationary or a sharp-edged disc or roller, 
between which and late 126 the super- 

ribbons are fed. 


the stage just 
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Figure 10 illustrates the result of fully 
fattening out the two ribbons of Figure 9. 
These are shown adjacent one another with 
a smali horizontal scparation, to cmphasizc 
the relationship with respect to the showing 
in Figure 9, but it is obvious that the two 
independent two-component ribbons pro- 
duced by the operation indicated in Figure 
8 may be fed over cntircly separate paths 
to suitable guiding and recling mechanisms 
as well understood by those skilled in the 
art of ribbon manufacture. In all of the draw- 


‘ings, the thickness of the ribbon components 


ee exaggerated in the interest of 
ty. 

Where the two superposed ribbons of 
Figure 7 were not already saturated (in their 
fabric portions) with the respective colours, 
the ribbons shown in Figure 10 will of course 
have their fabric portions unsaturated. The 
heat-seamed or fused centreline region of 
e2ch = om usly permits the eee 
of applying respective saturants to 
ribbons, on opposite sides of that centre- 


- Scam, without any danger of intermingling 


of the colouring materials; cither within the 


onc strip into a different kind of layer on 
the other strip, but also to prevent ink 


LS 


Tiigration into the matcrial of such other . 


strip. Thus, the two-component ribbon may 
Catry ptinting ink on onc longitudinal strip, 
and a coating of transfcrable “camouflage” 
material on the other strip, to provide a 
combined printing and crror-correcting 
ribbon for typewriters or the like. 

In Figure 11, there is shown the super- 
position (in a manner similar to the showing 
of Figure: 7) of a paper or synthetic plastic 
support 132 having a coating 134 of the 
transferable material such as error-obliterating 
or camouflage material, and the protective 
film 112 edge-welded thereto, and a second 
ribbon including the inked or inkable fabric 
strip 110" having a similar protective film 


- layer 112", After the simultaneous ee 


and heat-seaming operation carried 


ion 
‘exactly as shown in Figure 8, the result is 


the pair of composite ribbons shown in 
Figure 12. 

Each of the duplicate ribbons so illus- 
trated comprises a longitudinal strip of the 
camouflage | carrying support, welded to a 
fabric strip which is or may thereafter be 


again indicated at 128 and 130. 


It is not essential, for all purposes, that: 


both the “fabric” and the membrane be of 
fusible material; where only one is fusible, 
it is of course necessary that the fusible 


materials be adjacent one in the 
of Figures 7 and 8. For example, 
what has been denoted as a ic 
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to the support 132 ensures a good fused joint 
at the scamed-and-severed cdges. ‘ 

In Figure 14, there is illustrated a single 
composite ribbon one-half of which is a 
conventional ink-saturated woven fabric 136 
with an impervious layer 138 cdge-welded 
thercto. The other half is a synthetic plastic, 
such as “Mylar” (Registered Trade Mark), 
tape 140 carrying 2 waxy colour deposit 
142 such as used in so-called carbon paper 
ribbons. The two halves are joincd by a 
fused edge joint by a process perfectly ana- 
logous to- that alrcady described, from a pile- 


* wp of one full-width saturable ribbon and 


one full-width “Mylar” (Registered Trade 
Mark) tape, to yield two composite ribbons 
of the type shown in: Figure 14. 


WHAT I CLAIM IS:— 

1. A composite typewriter ribbon having 
two strips of which at Jeast one is an inking 
strip, said strips being secured in length- 
wise side by side relationship to an ink 
impervious support strip with the inking strip 
being attached to the support strip solely 
ing strip. 

2. A ribbon as claimed in claim 1, wherein 
a continuous protective layer is disposed 
longitudinally between the support strip and 
at least a major portion of the area of the 
inking strip. : 

3. A ribbon as claimed in claim 2, wherein 
the protective layer is adhered to the support 
strip. 


4. A ribbon as claimed in claim 2 or 
claim 3, wherein the protective layer is 
integrally secured to the edges only of the 
inking strip. : 

5. A ribbon as claimed in any of claims 


7. A ribbon in any one o 
the ing clai wherein the inking 
sie esleereemer are strip saturated 
wi 


along opposite longitudinal edges of the ink-° 


_writer ribbon i 


strips along thcir: respective outer margins 
2nd along the line-weld. 

12. A ribbon as claimed in claim 10 or 
claim 11, wherein the strips comprise indi- 
vidual lengthwise strips of hcat-scalable 
material and the fused common marginal 
edges provide an inter-strip barrier against 
migration of saturants from one strip to 
another. 

13. A ribbon as claimed in claim 10 or 
claim 11, whercin the strips comprise indi- 
vidual lengthwise strips of woven fusible 
material and the fused common marginal 
edges provide an inter-strip barrier against 
migration of saturants from one strip to the 
other. 

14. A method of making a two-component 
printing ribbon for type printers and the 
like, comprising making a pair of ribbons 
each including an inkable strip and an over- 
lying edge-welded support layer, superposing 
said ribbons in face-to-face contact with one 
another, simultaneously severing the super- 
posed ribbons into two longitudinally 
extending partial-width ribbon strips of 
double thickness while edge-welding together 
the margins of the common severed edges, 
and flattening out the respective ribbon 
strips to provide a pair of full-width ribbons 
each longitudinal strip of which is composed 
of the inkable strip and overlying support 
layer of a portion of one of said original 
ribbons, with a fused ink barrier mechani- 
cally connecting said strips but isolating them 
against saturant migration. 

15. A method of making a two-component 
ribbon, comprising making a pair of single- 
comsponce: ribbons, superposing said ribbons 
in face-to-face contact with one another, 
simultaneously severing the superposed rib- 
bons into two longitudinally extending 
partial-width ribbon strips of double thick- 
ness while edge-welding together the mar- 
gins of the common severed edges, and 

attening out the respective ribbon strips 
to provide a pair of full-width ribbons each 
longitudinal strip of which is composed of 
a portion of one of said original ribbons, 
with a fused ink barrier m ically con- 
necting said strips but isolating them against 
Saturant migration. 

16. A method of making a two-component 


printing ribbon, comprising edge-welding. 


two longitudinal strips of material which are 
mutually heat-sealable and in face-to-face 
contact with one another, to provide a fused 


saturant barrier along the line of said edge- 


described 
reference to and as illustrated in Figures 1 


to 4 and Figures 7 to 14 of the accom- 
benying: deswags. 

‘18, A method of making a composite 

i saiinercintoclos 
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ae ss N- THE UNITED STATES DISTRICT COURT __ 
aS Res : pene eae FOR THE DISTRICT OF COLUMBIA 
. -PILMON PROCESS CORP. ) Coe: 
ee “ plaintite ”) Bee ee 
es See | ) Civil Action No. 1514-63 
pee _ SPELLRIGHT CORP., ) 7 pie de 
Ot. Ble.s. 
: Defendants. - ate 
: ; » is Sy 


_ . OFFICIAL TRANSCRIPT 
“OPINION OF THE COURT 


Cctober 9, 1967 ° 


N 


GORY: LOLs” 
Plaintiff's C 


a ON 


ounse) 


an ck 
» 
ve, 


eee "IN THE UNITED STATES DISTRICT CouRT 
oe 0) POR THE DISTRICT OF COLUMBIA ine. 
rao : Bs 


) 
: ) | 
“sh Ve iss = ee a Boas cae) : Civil Action No. 1514-63 
SPELLRIGHT CORP., = ye ay 
) 
) 


; aoe ae  Defenaants. | ae Ce 
: oo ne ee - Swasnin on, D.C: 
pe = eS mee Monday, October 9, 1967. = : 
ae ¢ gz te The Seer Ss = : | — SOSTESS SSE 
© | before te HovoRsEIE ALEMDER HOLEZORe, UNITED STamES 


DISTRICT JUDGE, at 10:09 a.m.” 


Appearances: 


lat gh 


Mee ha ep sie 


} 
«jt 


_HOLTZOFF, J.: This is an action ‘arising ue part 


oat of oe patent laws and in part. involving an improper ae 


revelation of a trade secret. 


The. principal cause of action is one Son patent . 


_Anfringement, contained in the first count or the complaint. | 


-The patent EO to be Anfringed is. a- patent. tof 


Bie a Ploeger, Jr., No.. 3,010, 559, issued ‘on | November 28, ‘i961. = 


“layer. ‘The two ‘layers are ‘fused. ‘together solely. along their 


SoR 


ues * hee aa “eS * ~ ane 
extreme” elongated’ ‘eages. oe ae ae “ 


= Mhere are two, principal issues. The first. — 


ay 


a “y oe a 


whether the patent ts valid, and ‘the: second ts She SteS the 


Patent is. infringed. a 


= vy, iA ns ac apc Bae Noes 
pis es ; Beas i hn ait eter Lott at : iy . et 
% Tne defendants ; Slain that: the. tent is invalid. 
pi , A ~ Do, Shin ats Hy “3 . My Os 77 ais Aes fa! 
it it 
ets 


The title to this patent was assigned to. the plaintife by 
“mesne assignments. ‘ & ss fae ee eae oe 
' The name of the invention’as given in- ‘the. patent 

I 4s for a “printing Ribbon.” Hee oe : oe 
The invention ce a specific type Of. | Z 

“printing ribbon, namely, ; a. _ ribbon consisting, orf two ok 
a one ‘being a. layer of material ‘that absorbs ‘the ink, and = 
: other being. a layer of nylon film ying, back of the ‘first : 3 


in the light of the prior art, in that the eS taken by the 
SOV COU OT: does not constitute tae product of the inventive 
“faculty but merely the result of mechanical skill by a sees 
_who is “Sse skirted in cee art. 


No. doubt the: Ae had a desirable and a 


S 


“constructive ‘and useful idea. eaten sae hopes and 


~ 


aspirations of ane a OneEy inventor are frequently dashed 
to pieces when it is discovered that; unbeknownst to. Sie 


"someone oe bad. ‘previously. ‘trodden the same foe and had - 


ie 


made tne: same » discovery é and. ‘contribution to the sum of buman 


“knowledge. = eo ae ae = = 
In. ‘this respect, of course, ‘the patent law 

“differs ae the law of” ‘copyright. A person has to be the 

first inventor as well as the original one in order to be. 


“accorded. or: ‘granted ‘the monopoly of. the patent tovolved. 


“mat isi as ‘tar as patent law extends. ‘The discovery of: the / 


ma 


“activities of & prior : inventor’ is: 2 4 disaster that brings 


~ wt 


a 


Ne ae 


or eee ‘s iar 
a ae Araitied Pi yh . es ‘Ae S 


as 


"on for a patent, a a umber of items 
: aie Se emeeett 


Paes 


“of prior axt were cited: ele 


by the Examiner as bases for the Be eeenoe of the application. 


in a recent case in the Court of Customs and 
Patent Appeals, Application of eto 365 F. 28 1017, +1020, 
Judge Rich of that Court gave a. very graphic eet vivid ‘explana 
tion of how to’ analyze prior art in connection with-determintn; 


| the isnot Of a patent. He Saree Saline UN a = eae 


tine 


“Ye think the proper. way to apply the 103 


_ © obviousness test toa case like this is to first picture 


-. the inventor as working se his shop with prior art | 


"| references - which he is ‘presumed to know - -= - banging. on mm] 


. 


the walls around him. 


"The principal: patent cited: by ‘the Examiner in ‘the: 


i” On Mie 


course ‘of the, ‘Prosecution of the. application was the — 


| to" Phelps, How 2,084, 630, issued on June 16, 1936. At ae 
later stage of ‘the proceeding in the Patent Office, a patent 
|. to. Francis,’ Noe 2,651,151, fesued ‘on. | October 2, 1953» | was. 


— 


“Bach ‘of those two patents < Gisclosed a ‘ribbon 


B : SS mt 


ee of two strips or * layers, one 3 an inking ribbon: and. 


” . te . : if 


ay cs 
* “ 
mae) 4 
~ >” S * te 


ee met fain 6 


original form. That claim read as follows: 


A ribbon comprising an elongated strip of flexible 
aoe 3 = ae 
.. pliable, absorbent material, an elongated strip of 


“flexible, pliable, impervious material, said strips 
‘6 being in juxtaposed surface-to-surface relation along 


~~ their entire length and sealed 1 together along their” 


be 


Se elongated edges. 


Phelps igisciosed. a: structure in which the. two 


strips. or p layers were fastened together at intervals. 


‘| 
i 
i 
' 


“Francis described a _strueture in which the ‘two. 


oo 


“layers were. “Joined. ‘together adhesively by é a : portion. of. their ie 


“own substance. oes = ie ae ers eta 


~ ’ . Panag att r ks 


. - - r . ! teed w Song ‘ << 
wae rs . ¢ x = 


ee “The applicant for’ ‘the patent in ate then aifter— 


% 


entiated nis application trom these ‘tx references by. 


“ a os *, 


“narrowing. his claim ‘down to the feature of: fusing ‘the: ‘two 


than me 
Na a 


| elements or layers together solely, ‘along their ane et 


“a 


with. that limitation, ‘the patent was cme 


: The result is that ‘the these elain of the > patent - be 


nylon film, said strips being in juxtaposed surface-to-. 
Perrace relation along their entire length, and fused iia 
together only along their extreme eroneated edges, and. 
within the absorbent woven nylon. strip being oe ae 
with ink. es G 
In other words, ene patent SESE eranceds is a. 
aS narrow oe and is Limited to. a ribbon consisting of. an. 
Ceoters nylon. strip et an SmpOCeLOUS: nylon film, fused © 
_together only along their extreme elongated ecee= : 
~The) inventor. ‘cannot claim any more = than — 
narrow claim. ‘that ‘he accepted, obviously, as a. condition: of 
g the ‘granting of his patent. ee es pe < 8 
“It is well established ‘that ‘what is surrendered 
by an ‘applicant in the course of the: ‘prosecution of nis 
| application. in the. Patent Office ‘cannot later be recaptured 
ae ee ee eS : | 
g “This ‘principle of lew was. summarized by le 


Me. Justice Stone, in Scbriber-Schroth. Co. Ve ‘Cleveland ‘Trust * 


‘ Cony. 3. US: 2a At page 220, /be,satd a Ee 


. a ee * y 
*¥ ong . y * <C A BAN 
: enceae ee ors 


oe is a rule of: patent, conetruction conatevently Se 


fy 7 ~t 


“observed ‘that a claim an a patent as allowed mst be, 


sia iE ie ete see 


“read and interpreted with’ ‘reference to claims that = 


“have ‘been “cancelled om rejected, and 1 the claims ‘allowed ay 


: 4 oy *y 


-. cannot by construction be read to cover what was thus : 
"eliminated from the patent." Cases cited. 
Then he continued: . 


_- "The patentee may not, by resort to doctrine of 


equivalents, give to an “allowed claim @ scope which it 
: might ‘have had without the anendnents, the cancellation 
aE, which amounts to. @ dtsclainer." 

“Of course we . are confronted. with Roe ee a 
oe receiving its ite solely from. —— one. limited feature 


of fusion along ‘the edges, ‘and solely. along the "edges, of: — 


wl 
“two strips. ee = ead ee Sere eee | : 


the defendant relies. on. acs German patent to Gruende 


pry 


: No. 966, 2, “issued on Sune me 195 


SS “The defendant eleins ‘that this feature. which was 


_“ 


‘the ‘earrying element of. ‘the plaintift's “patent was. ‘disclosed. 


4. 


: by Gruendel. ee 


“ ottiee.) “Thus. ‘ctreunstances etve 3 at p greater weight than a 


OSS 


+ :) Py re a ~ Sh % 
ny Jag & abe ; ae € 
“Patent office. Be ce cs 7 
re eet ae Re 

on Se Rare Pogson ve 

si Bs 


S; oma ase no. ‘reflec tion on ‘the ‘Patent -orsice, 1 because 


Patent office did not lead to the discovery of this German 
soe | nas 
: Gruendel neces to the: fact that inked ribbons, 
consisting of more ‘than one. “layer, had been used ‘in the. past, | 
“and b he states thats 2" Se Bae peo Se 
"In all of these cases an intimate. bond between oe 

ne: ink ribbon and: the coverings means was’ ‘obtained — 

zs over. the. whole ome poke fe = 


- He indicates 25: an element of his invention that * 


aS ee 


the | two" layers, ‘the ee ribbon and a thermoplastic sin | 


should be. bonded ‘together thermoplastically on a very small. 


“strip along ‘the Longitudinal edges. 


a He states further, that Figure x “of. his: patent. 


* 


"Showa an: ink. ribbon we a. ‘partially. overlaying cover fim, 


which - is. loose. on. its surface =e joined at the borders. | 


See : “His claim Likewise, points to. tate feature a as. Bait 
& being ‘the’ carrying element of: ‘the invention. eee o85 Ss 
ae = “Claim 1 reads as. follows eer ees coe ey = 

: = thoes a. Anke ‘ribbon, covered. 0 on ee a by @ = 
plastic fim ana Joined: ‘to. aaa. fam by: thermoplastic _ 


= bonding, characterized in ‘that ‘the: fon (2) is joined - 


eo ge te 
; ede A 


Se aio. ‘the: ink xippon. @) along ‘the vorders: (3) only." S a 


| tts eles, ‘therefore, that ¢ the garry et 


a 


1 of Ploeger's invention, and ec basis on which he was awarded 


his patent had. been: previously disclosed and emphatically — 


| Stsclosea by. the German patent to Gruendel that was issued 


| a 


several years prior to the tine that ‘Ploeger made his Se 


1 
| 


[cation for. a patent in the Unt ted States. 


“To. be sure, the Gruendel patent does not refer: to 


| nylon. = The only material referred to in the text of his 


patent. ts ‘silk, as being. the. material of which the ribbons. 


| are tote mae : sate bz 


~N 


“The. Court reaches the’ ee however, that anf 


} tea of the fact that nylon » was being developed in the 


| intervening years for various uses, and in view of ‘the fact” 


that. nylon is referred to in the ‘patent to Francis and others 


» a8 


in> the prior art, that it was: obvious. ‘to ‘substitute nylon ‘for 


< 


stig and: chat, ‘therefore, the: step taken by Ploeger is not al. 


Sh g : product. of: the inventive faculty but merely “the result ‘of “the 


Snviig ; 


Siac e 


“mechanical: ‘skill of a person ‘ordinarily skilled in. the. arte 


Pee 


the mere fact that. cruendel might heve: teen «| | 


th 
x el 


Pe a 


ra oF ms oo Ae e Mont: 


working on. & different "problem ‘than: the: ‘one tn which. -Ploeger 


inte 


<0 


This Court had occasion to refer to this matter in 


another connection. In Werner v. Watson, 125 F. Supp. 47i; 2s. : |e" 


“Patents, however, are granted on structures 
--rather than on ideas under our patent law, and the mere . 


fact that an SEES is unable to foresee the possi- 


bilities of the structure that he. devises does not 
“detract from its torce: and effect as prior arte. 
"Perhaps. one. of ‘the most See illustrations of SS 
“this principle is nee in the case of Radio Corporation 7 
“of ‘America ve Radio Engineering Laboratories, 293. UeSi ie 
at page ‘we That celebrated case involved the perouses 
“litigation between. De Forest and Armstrong. over the of 
“right: to priority of invention ‘of vhe: so-called feed. 
: ae radio cireuit. : The. tact ‘that oe Forest's work was” 
S eamter ‘than Armstrong's ae not ‘ei sputed. It was ~ 
"claimed, however, ‘that De ‘Forest's Work should not 3 
= a full weight Because he aia not realize what ae 


“the. “eireuit that he. -aecidentally bit: ; vpn could be used ze 


Court held ‘that this’ was tumaterial and awarded the® 


- ae 


oa of victory. to: De Forest." eS oe 
4 y Aa ges . se See ‘ate ie Bx bee f Se | 


s might’ ada ‘that. 4p. tha ‘Litigation ; it. “appeared 


that De Forest was working on an entirely different problem 
; he | | 7 | 
than ee And yet he was axerden priority. 


The Supreme Court, in ‘the decision in which that . 


hs Long history culminated, Radio Corporation of America v. 
: 5) 2 2" | Radio Engineering Laboratories, Inc., 233 U.S. 1, at page se 
= ae ae indicated that it was immaterial that the inventor was unaware 
= foes of the potencies ‘and values more , important than the uses which 
“2 oer were” immediately apparent and that these Fe ee and. values 
e a “were: dimly apprenended. = . ee 
: oa = The ‘Supreme Court ‘coneluded with. this statement: 


"the benefit of ‘all, ‘alike belonged to the 


“anventor." 


The Court, ‘therefore, ‘reaches ‘the conclusion that} 


tort the reasons sumarized, ‘the. Ploeger patent is invalid, in ax 


e 2 that, tn: ‘ight of the peter. art, ‘the addi tional. step taken by = 
the : inventor was ‘obvious: ‘and: ‘not. the ‘product of inventive as < 
: age < * 
There remains now “the question or “tofringenent, aah tes 
ae This Court. is of the pinion that at is ‘sound’ ae eS 
Juatetel ‘administration for. a trial. court to pass, upon ¢ al of Ff 
= oo mee = rs o ite a ie 


occasion to do that in the past two or ennes weeks in ne 
action pertaining to an entirely different field. 
Several. years ago in a patent Oe eer case, 
| Trenton Industries v. A. E. Peterson Manufacturing Con, 
165 P. Supp. 523, at page 529 the Court said: ass : oe 
3 "Tt 4s the view ‘of. the court that while this oe 
Se conclusion" -< Joa adjudication of the invalidity -- 
might in itself be sufficient to dispose of the rirst. | 
* eount of the complaint At 4s desirable, generally, — : 
“for a District Court,’ whenever possible, to dispose of: 
call of the issues of the-case, for reasons that are 
obvious. Consequently, the. court will: proceed one 
~s determine ‘the ‘issue. of. infringenent, ‘that is, whether 
2 the: defendant must be: deemed to have infringed: the 
pega if the patent were” “held valid.” ree es : 
: On this basis, the Court. wild proceed ‘to adjuai— Sloe 


‘cate’ ‘this Assue,. that ae the: dssue of anfringenent. i Fae 
Ses i “Wo. exhibits were y Introduced Dy the plaintize 
ee ‘originated. from the “defendant. ‘Bach: of- these exhibits 


eee = a ribbon ‘hat epparentiy: was’ bein « sold by a , customer of! 


“be ribbon ‘consisted ‘of | ‘oe! halves, one bait of 


SSN orn 
- ¥ a ee, She 
. ce be “ oe a ae] 7 ty 
~ : ad Gens SOE Guie ae Bese “"" Sena 3 


the pibbon was: $ what is known as: Bs sornecting strip, to be- 


13 


used for the purpose of making corrections. The other half wa 
a printing strip, consisting of a ee fabric backed py 


He film, fused together at. the edges. 


2 - The: Court concludes. that ‘this structure reads on 
ae : | the plaintirr's patent. 3 : : : : 
2 = : The mere fact that ‘something else was added, 
Ss Soe namely, the correcting — to the original st structure” : 
; : aoe os covered: by the> plaintiff's patent, does nots ‘Save the structure} 
PE Se ae ‘of: ‘infringement af the charge otherwise can be. = 
- : | sustainea. a ie = | 
7 In- SELES ee ¢. Penney Company, rae 353, F. 2a ee 
916, the Court of Hopes s: ‘for the: ‘Fourth Circuit said: 
“Mone « cannot avoid _infringenent by ‘an addition nae 5 
“to a “patent, even though. the: ‘addition is important. to. a 
the" ‘use intended for the: resulting articie."” oe es | = 
< It is claimed, however. “on behalf. “of. ‘the. ‘defendant : 
| that: ‘auring ‘the period in whieh. ae ‘aefendant 4 4s  cnanged with S 
| anteingine the plaintier's patent “tat the defendant nad ‘on. ae 
hand - a ‘great deal of ‘matertal sion te bad ‘purchased ion the 
piemntite, os oe 3 
coe (aoa ae of ‘that material cannot: Be 
constitute and does not gonstitate infringement. | 
ah oA See 


| “rea is also admitted byt ‘the ‘defendant that, tn 


axf 
> 


14 


addition to articles so manufactured, the defendant ere d 
“other ribbons out of materials that were purchased elsewhere.’ 
It is claimed by the defendant that the ribbons in| 
this last group did not infringe the patent. However, no 
specimens of the ribbons of this last class were produced, and 
the Court: cannot dismiss the charge: of eeeme on any ¢ 
‘such, basis as that at this time. 
* the question of damegsess for infringement is one * 
‘for accounting, and the court will not pass upon. it at — 
time. . It qmerety. concludes that the ‘two specimens of the. 
ietanaanttep products produced’ at. ‘this trial do read - upon — 
| plaintare's patent.» oe Aer recat a 
z The Court is not. “an a position to ‘determine. at 
| tats stage of the litigation - —— and it may not. +“ necessary. 
toe decide at. bale whether those specimens were fabricated © 
eee material: originating ‘from ‘the plaintier or out of ¢ materiel | ~ 
“purchased 2 by the defendant elsewhere. : 
| : ae “AS. stated before,. ‘those are -e matters to be con 
| stacrea at accounting ‘should follow, and only: then. : 


= kecordingty, the Court wilh render judgment ‘on. ‘the 


d Pr, 
~~ 4 6 
ih oe ‘ 


=e an favor of the: defendant on: “the. ‘first cause ‘of sctson| 


15 


eae second cause of action is one for false 


marking, ‘under Title 35, United States Code, Section 292. 


Sees That statute provides as follows in subsection (a) 


OT 


- "Whoever, without the consent of the patentee, 
os “marks upon,. or affixes to, or uses in advertising in» ~ 
~~ connection with SESS made, used, or sold by him, - 
Pathe: name ‘or any imitation of the name = the patentee, 
= the: patent number, or the. word ‘patent! ‘patentee, or 


> the; like, with the intent’ of counterfeiting or imitating| 
Se oe of the patentee, or of deceiving the public, and 
> Andueing them ‘to believe . that - the thing was made or seta) 
bye or with the. consent of the patentee, ‘shall. be. fined . 


not x more ‘than $500. 00. ‘tor ‘every such offense." ee 


deed © 


= supseotion (o). provides ‘thats oS 


thay person =e sue. for the penalty, in whieh 


5 “event. ‘one-half. ‘shalt go. ‘to “the person suing. and ‘the 3 
eee ‘other’ to. ‘the | use of the United States." ojeeb 
— The » specific charge shdex thts « section is that” ae 


~ 


Bae oS me “ain 2 


pe mea be , noted that neither the | name eof 2 


igs Seen ue 


‘no imitation of the name of a patentee. or any eee 


or > imitating of his mark. 


= _ - The evidence leads the Court vo the conclusion oS 
that there was no intent either to counterfeit or. Amitate: the . 
> mark of the patentee to ‘deceive the: ‘public or to induce’ the - 
public to believe that a5 ching: was made or” sold by or with - aa 
“the conser of the » patentee." eS “ ae : = 
Se -It should be. ‘borne in mind that ‘this statute. as. a. x 
very drastic « one. It is. a penal, statute. es : 
i Tie Court As: of the ‘opinion that a. cause of ihe 

- action has: not ‘been made Sout end will. render’ Jadenent: in e 


favor of ‘the. defendant on the. merits | on. ‘the second cause: of 


~ ‘ Sees ‘ PA eet . i ens iw 2", <% 
‘ Seen a Je . es " < eS 49 . ety . aha 


“action. ree soe kee 


. rs ° iw ; t. 


tars 


‘ 


“breach. of. a trade. Secret. It ts clainea that ‘the, plaintie 


- fr, 


’ 

Le 
és “ 

MM 


“disclosed «trade secret ‘to. ‘the® “Gefenidant which ‘the ‘defendant, 


~ Soy wa 


%); 
¥ 
‘. 
ee 


te ne =| 


ee for eee 4n ‘turn, 
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cane to ‘him, and ‘4p the course of @ conversation mentioned to 
oe | him that he was ‘having aifriculty in fusing the fees elements: 

| “of the cpbon ‘together. . The Scere then told him that he 
had a ie os doing it, and showed him a ree of using what. 
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This cause having come on for trial befors the 
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Statement of Questions Presented. 


Question 1 


The question is whether in a patent infringement suit 
the Court applied the correct legal standard when it ruled 
that the statutory presumption of validity is only entitled 
to “lip service” and that the burden of proof to invalidate 
the patent in suit is a mere preponderance of the evidence 
which need not be clear and convincing. 


Question 2 


The question is whether the Court applied the correct 
legal standard with respect to the prior art reference, 
German patent No. 966,174 to Gruendel, and whether it is 
vague, indefinite, and when taken as a whole teaches any- 
thing different from the file wrapper references. 


Question 3 


The question is whether as a matter of law the prior art 
reference, German patent No. 966,174 to Gruendel, was 
properly interpreted and when taken as a whole, can be 
modified by the Francis patent to render the claimed in- 
vention obvious without resorting to invention. 


Question 4 


The question is whether unexpected, unexplainable re- 
sults, on which the Court made no findings, satisfy the 
requirements of patentability. 


Question 5 


The question is whether in a patent infringement suit 
the Court applied the correct legal standard when it held 


il 


that the patent in suit received its life solely from one 
limited feature on the basis of file wrapper estoppel and 
then found that the feature is taught by a non-file wrapper 
reference. 


Question 6 


The question is whether in a suit for false marking 
under 35 U. S. C. 292, evidence showing authorized and 
then non-authorized usage of the phrase “Patented Con- 
struction Keeps Type Clean” by defendants, who had no 
patent at the time of unauthorized usage; coupled with 
defendants’ repeated requests for a license under the patent 
in suit, which plaintiff refused, and defendants’ assertion 
that they would “infringe and break” the patent in suit; 
created a presumption of intent to deceive requiring de- 
fendants to go forward with plausible evidence refuting 
the presumption. 


Question 7 


The question is whether in a suit for false marking under 
35 U. S. C. 292 plaintiff is required to show defendant’s 
statement or imitation of the name of a patentee, or the 
number of a patent or the counterfeiting or imitation of a 
patentee’s trademark, or whether the false use of the word 
“Patented” with the intent of deceiving the public and 
inducing them to believe that the thing was made or sold 
by or with the consent of the patentee constitutes a viola- 
tion of the statute. 


Question 8 


The question is whether, in a suit for unfair competi- 
tion, the relationship between the parties of one being a 
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buyer and the other a seller of services required as a matter 
of law that the buyer can use in its business confidential 
information received from the seller whereby the buyer 
no longer needs the services of the seller. 


Question 9 


The question is whether a recipient of confidential infor- 
mation breaches the confidential relationship against dis- 
closure when he applies for a patent which issues disclosing 
the confidential information. 
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IN THE 


United States Court of Appeals 


For THE District or CoLUMBIA 


Appeal No. 21,527 


FILMON PROCESS CORPORATION, 
Appellant, 
v. 
SPELLRIGHT CORPORATION, e¢ al., 
Appellee. 


APPEAL FROM THE Unitrep States District Court FoR THE 
District or COLUMBIA 


BRIEF FOR APPELLANT 


Jurisdictional Statement. 


This is a civil action for patent infringement, false mark- 
ing and breach of confidential disclosure. Plaintiff is a 
New York corporation having a place of business in New 
York, New York. The defendant, Spellright Corporation, 
is a District of Columbia corporation having a place of 
business in Washington, D. C. The defendant, William 
H. Wolowitz, is President of defendant, Spellright Corpo- 
ration. 


Jurisdiction was vested in the District Court by virtue 
of Title 35 of the United States Code, 28 U. S. C. 1338(a) 
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and (b), and there is complete diversity of citizenship of 
the parties with the amount in controversy exclusive of 
interests and costs being in excess of Ten Thousand Dol- 
lars. 


Statement of the Case. 


The Complaint charges defendants with infringement of 
Letters Patent 3,010,559, false marking of their goods as 
being patented, and for breach of a confidential relation- 
ship. All three counts are directed to the same ribbon 
made and sold by the defendants. 


The opinion supporting the judgment appealed from is 
reported at 274 F. Supp. 312. 


The Patent in Suit 


_ The patent in suit is United States Letters Patent No. 
3,010,559 dated November 28, 1961 to Walter Ploeger, Jr., 


(pl. ex. 2). Plaintiff is the owner of this patent by virtue 
of an assignment recorded in the United States Patent 
Office, (pl. ex. 4, Tr146). Mr. Walter Ploeger, Jr. is an 
officer of plaintiff (Tr109). The patent in suit is directed 
to a printing ribbon and is used in typewriters and other 
machinery. Claim 1 of the patent in suit reads as follows: 


‘‘A printing ribbon comprising an elongated strip of 
flexible, pliable, absorbent woven nylon, an elongated 
strip of a flexible, pliable, imperforate ink, impervious 
nylon film, said strips being in juxtaposed surface-to- 
surface relation along their entire lengths, and fused 
together only along their extreme elongated edges, and 
within the absorbent woven nylon strip being impreg- 
nated with ink.’’ 


History of the Art 


The efforts of designers over the years to produce 2 
‘commercial printing ribbon which prevented the keys from 
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contacting the inked portion have been unsuccessful. The 
need or desirability for such a ribbon is apparent from the 
patents of record herein for a period of forty years. In 
the pretrial statement, defendants enumerated eighteen 
patents. There is no evidence whatsoever that any of the 
references relied on by defendants was ever built and sold 
commercially. 


The prior art shows pasting or melting a thermoplastic 
film to join it to a fabric. The inventor of the patent in 
suit tried these methods and found them unsatisfactory. 
The ribbons either curled (Tr117) or there was no seal 
along the edges (Tr118). 


The prior art suggests that the joint be across the full 
width (Francis) or that the joint be a narrow edge portion 
(Phelps). 


The prior art suggested that the inked layer be a textile 
fabric, silk fabric, silk tissue and paper or non-woven 
materials. 


The prior art ribbons are either typewriter ribbons or 
manifold ribbons. A manifold ribbion is usually short and 
stiff. A manifold ribbon is used to make a second original 
by placing it between the original and a second sheet of 
paper. In order that the rear surface of the original not 
be smeared, the inked manifold ribbon is provided with a 
plastic covering. The Patent Office classified manifold and 
typewriter ribbons in the same class and subclass. 


Patent Office History 


When the applicant originally filed his application, the 
claims were quite broad. The only combination of ele- 
ments disclosed in the application which ever became com- 
mercial was a ribbon comprised of nylon film and woven 
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nylon fabric fused together. In view of the prior art cited 
by the Patent Office, namely Phelps and Francis, and be- 
cause of the commercial situation, the only claims pursued 
‘were those involving nylon film and woven nylon fabric 
fused together. The Examiner was satisfied after exten- 
sive prosecution that the novel combination being claimed 
produced unexpected results of increased ink absorbency’ 
‘and increased capacity. Increased absorbency was un- 
explainable. 


Increased ink capacity was explained as resulting from 
the fact that the weld formed by fusing the two thermo- 
plastics (nylon film and nylon fabric) made the laminate 
liquid “tight” at its edges. See second paragraph on page 
49 of file wrapper (pl. ex. 1). The liquid tight seal enables 
a reservoir of ink to exist between the film and the fabric 
(Tr342). 


Increased absorbency was demonstrated to the Ex- 
aminer by placing a drop of ink on plain woven nylon fab- 
ric. A drop of precisely the same amount of ink was 
| placed on the patented ribbon made from the same fabric. 
| The drop of ink on the patented ribbon spread so as to 
have a diameter three times the size of the ink spot on the 
' plain nylon fabric. See page 33 of the file wrapper (pl. ex. 
1). 


The patented ribbon opened up a whole new field, name- 
| ly use of these ribbons by computers. The patented ribbon 
prevents the type face and the binding posts from con- 
' tacting the printing ribbons thereby eliminating the many 


1 By “absorbency” is meant the rate at which the ribbon receives ink, such 
as the rate of return of ink to the part of the ribbon which has been struck 
by a typewriter key (Tr171). 


2 By “ink capacity” is meant the total quantity of ink which the ribbon is 
capable of holding (Tr171). 
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hours of costly down time of computers previously re- 
quired to clean dried ink from these services. The GASA 
and FAA branches of the government purchased and used 
the patented ribbon since its inception (pl. ex. 1, page 46, 
Tr314). 


When claims were presented limiting the invention to 
flexible, ink impervious nylon and flexible woven nylon fab- 
rie fused together only along the extreme edges, the in- 
vention was considered patentable. This narrow relation- 
ship is sui generis and provides unexpected results. As 
referred to on pages 48, 49 of the file wrapper (pl. ex. 1), 
the welded edges acted as a seal so that a reservoir of ink 
could occupy the space between the film and fabric. Hence, 
the ink capacity was substantially increased. This is sur- 
prising since over-inking normally results in “puddling” 
with the result that sharp clear imprints are not attained 
(Tr127). The defendants’ literature is the best evidence 


that the patented ribbon gives sharp, clear, and dark im- 
prints. 


The nylon film keeps type face clean since the film pre- 
vents the type face from contacting the ink impregnated 
nylon fabric. Because the film and fabric are fused to- 
gether only along their extreme edges, it has been found 
that the ribbon has both increased absorbency and in- 
creased ink capacity. This greater absorbency, which was 
five times the rate for plain nylon was dramatically demon- 
strated to the Court (Tr130-135) and was neither taught 
by any prior art reference, nor could it be explained 
(Tr170, 171, 344). 


History of the Parties 


About September, 1961, defendant William Wolowitz 
contacted the patentee, Walter Ploeger, Jr., and indicated 
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'that he would like to sell a composite ribbon (Tr148-151). 
‘The composite ribbon at that time included a strip of 
correction material and a strip of inked fabric held to- 
gether by Scotch tape. The Scotch tape would not stick 
very well to the inked fabric. Mr. Wolowitz had heard 
that Mr. Ploeger’s company had developed a printing rib- 
bon having a film backing which would provide a surface 
to which the Scotch tape would stick and thereby enable 
' defendants’ composite ribbon to be produced commercially 
(Tr149-151). 


Out of this discussion grew a business relationship dur- 
| ing which over a million yards of ribbon in accordance with 
the patent in suit were processed for the defendants 
(Tr180). 


Plaintiff is a service organization. It slits fabric owned 
by others and does not sell the patented ribbon. Plaintiff 
will produce the patented ribbon for customers who supply 


it with the fabric. For example, see pl. ex. 9 which was 
| produced by plaintiff for Remington Rand and is sold 
by them under their trademark (Tr203, 204). Likewise, 
the ribbons processed for defendants were sold by them 
under their trademark. 


Defendants repeatedly sought an exclusive license under 
the patent in suit (Tr175, 208, 416, 417, 421, 657). Ata 
meeting on September 19, 1962, plaintiff refused to grant 
an exclusive license or to sell the patent to the defendants 
(Tr656, 657). Mr. Wolowitz then stated that if he could 
not have an exclusive license he would infringe and break 
the patent (Tr422). Counsel for plaintiff thereupon ad- 
| vised Mr. Wolowitz that he would be sued if he infringed 
the patent in suit (Tr422). 


From about January to about July of 1963, defendants 
manufactured and sold to department stores in various 
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parts of the country printing ribbons lacking material 
processed by the plaintiff and which infringed the patent 
in suit (Tr227, 228, 581, 619-621 and pl. ex. 18). These 
infringing ribbons were sold with leaflets containing the 
notation “Patented Construction Backing Keeps Type 
Clean” (see pl. ex. 7A). Defendants had previously used 
the same leaflets to refer to printing ribbons containing 
material processed by plaintiff. The infringing ribbons 
were also made by a method disclosed to defendants in 
confidence by plaintiff (Tr234, 235) in November or De- 
cember 1961. 


The Trial 


The case was tried without a jury before the Honorable 
Alexander Holtzoff. The trial lasted six days. During 
trial the Court stated that it would not rule on issues re- 
lating to damages since damages would be the subject of 
an order for an accounting if and when the patent was held 
valid (Tr223). 


At the trial, plaintiff relied on the testimony of the in- 
ventor, Walter Ploeger, Jr. who had worked in the art for 
20 years (Tr111), and the testimony of a patent expert, 
Arthur H. Seidel (Tr413-460). Mr. Ploeger designed the 
first usable fusing machine for slitting and heat sealing 
nylon tape (Tr112). The Court was satisfied that Mr. 
Ploeger was an expert in the field to which the present 
invention pertains, and counsel for defendants admitted 
this (Tr112). The Court stated that Mr. Ploeger’s testi- 
mony had been clear (Tr266). Mr. Ploeger testified that 
the ribons charged to infringe were purchased by him in 
a department store and that the ribbons charged to in- 
fringe were not processed by the plaintiff (Tr227, 228). 
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Tests were made in open court to illustrate an unexpected 
and unexplainable result with respect to the ribbon of the 
patent in suit, namely the increase in the ribbon’s ab- 
sorbency of five times the normal rate (Tr130-135). 


Defendants’ main thrust was that the patent in suit is 
invalid. In fact, counsel for defendants admitted that the 
claims of the patent in suit are readable directly on the 
ribbons charged to infringe (Tr765, 766). Defendants 
relied primarily on German patent 966,174 to Gruendel 
(defts. exs. S and 9) and U. S. Letters Patent 2,657,157 to 
Francis (defts. ex. 10) in combination, to support its al- 
Jegation that the patented invention was obvious to a man 
skilled in the art at the time the invention was made. Ger- 
man patent 966,174 to Gruendel is not a file wrapper ref- 
erence, whereas Francis is a file wrapper reference. 


In connection with German patent 966,174, defendants 
relied on a translation (defts. ex. 9) of that patent and the 
‘testimony of the translator, Joseph Geiger (Tr477-493). 
Plaintiff challenged defendants’ translation and pointed 
‘up numerous inaccuracies in the translation of the German 
patent 966,174. Defendants’ expert admitted on cross 
that in the German patent: 


(a) “bonding” is to be interpreted as pasting or gluing 
(Tr484), since the German word “verkleben” means to glue 
or paste (Tr489) ; 


(b) thermoplastic bonding means heating a material to 
‘soften it so that it will stick to other materials (Tr484, 
489) ; 


(ec) the thermoplastic film is melted onto the tissue 
(Tr485, 492) ; 
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(d) the only word in the German language for welding, 
namely ‘‘schweisen’’, does not appear in the German 
patent (Tr492). 


Defendants also relied on a patent expert, Robert A. 
Norton (Tr495-578). Mr. Norton was not qualified as an 
expert in the art to which the present invention pertains 
and this was noted by the Court (Tr708). Mr. Norton 
admitted he: 


(a) never saw a film being welded to a fabric (Tr708) ; 


(b) never saw a fabric ribbon having an ink impervious 
film (T1544, 545) ; 

(ec) never saw a ribbon as disclosed by the German 
patent (Tr545), and does not know if any were ever made; 


(d) saw the patent in suit for the first time two months 
before suit (Tr540) ; 


(e) does not consider himself to be an expert in the 


art of making printing ribbon (Tr526) ; 


(f) had never seen a ribbon being made in a factory 
(Tr526, 527). 


At the close of final argument, the Court ruled from 
the Bench that the patent in suit is invalid, but infringed, 
if valid. The Court relied on the doctrine of file wrapper 
estoppel to support its finding that the patent received its 
life soley from the one limited feature of fusion along the 
edges of the two strips. The Court then found that this 
limited feature to be tanght by German patent No. 966,174 
to Gruendel. Thereafter, the Court concluded that it 
would be obvious to substitute nylon as the material for 
the ink impregnated layer instead of ‘‘silk tissue’’ as 
taught by the German patent, in view of the teaching in 
Francis patent 2,657,157. 
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With respect to the second cause of action for false 
marking, the plaintiff showed that defendants had sought 
and obtained approval to use the words ‘‘Patented Con- 
struction Backing Keeps Type Clean’’ in conjunction with 
the sale of ribbons processed wholly by them. That state- 
ment appears on leaflets sold with the ribbons charged to 
infringe the patent in suit. 


It was plaintiff’s position that the circumstantial evi- 
‘dence created a presumption of intent to deceive requiring 
the defendants to go forward with plausible evidence re- 
futing the presumption. 


During opening remarks, defendants’ counsel indicated 
that the statement ‘‘Patented Construction Backing Keeps 
' Type Clean’? which appears on defendants’ leaflets refers 
to the Scotch brand adhesive tape (Tr84, 85). The patent 
of Minnesota Mining and Mfg. Co. on Scotch brand adhe- 
sive tape had expired ten years ago and no testimony or 
other evidence was produced to support this statement* 


Defendants relied on the testimony of Mr. Henry J. 
Kauffman as to how the leaflet was prepared. Mr. Kauff- 
'man as a director of defendant corporation and the infor- 
‘mation was communicated to him by either Mr. Wolowitz 
or Mrs. Estelle Jacobs, Mr. Wolowitz’ sister (Tr256). Mrs. 
| Jacobs testified that she never communicated any informa- 
‘tion with respect to ‘‘Patented Construction Backing 
Keeps Type Clean’’ to Mr. Kauffman (Tr389). Mr. Wolo- 
witz also denied giving this information to Mr. Kauffman 
(Tr634). 


The net result is that the defendants never gave a plausi- 
ble explanation showing a lack of intent to deceive regard- 


* The basic patent for Scotch tape is 2,177,627. This patent expired October 
31, 1956, see Minnesota Mining and Mfg. Co. v. International Plastic Corp., 
et al., 62 F. Supp. 34 (N. D. Ill, 1945). 
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ing the presence of the accurate statement regarding the 
Ploeger patented ribbon. 


The Court ruled that the false marking statute, 35 
U. S. C. 292, is a very drastie penal statute, and held that 
there was no evidence of intent to deceive the public or to 
induce the public to believe that the thing marked ‘‘Patent- 
ed’? was made or sold by or with the consent of the 
patentee. The Court supported this conclusion by the 
absence of facts not involved in the case at bar and which 
are alternatives in the nature, namely: 


“Tt should be noted that neither the name of the 
patentee nor the number of any patent is stated. 
There is no imitation of the name of a patentee or any 
counterfeiting or imitation of his mark.’’ 


The third cause of action was for the breach of a con- 
fidential disclosure. The defendants were having trouble 
with their composite ribbon of an inked portion and a 
correction portion. In particular, it was desired to elimi- 
nate the Scotch tape joint (Tr237). Mr. Ploeger dis- 
closed in confidence to Mr. Wolowitz that he could solve 
this problem and made a demonstration showing how the 
problem could be solved by a method for making a welded 
seam longitudinally down the middle of the composite 
ribbon (Tr236-238). The welded seam acted as an ink 
barrier and would prevent ink from the fabric portion 
bleeding onto the correction portion (Tr267, 270). Mr. 
Wolowitz stated to Mr. Ploeger that he had no intention 
of competing with him and was not interested in manu- 
facturing ribbons, but only in selling them. 


Unknown to the plaintiff, the defendants filed an appli- 
eation in Great Britain for a patent that disclosed therein 
the method communicated by Mr. Ploeger (Tr676). The 
British application matured into British patent No. 961,108 
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(pl. ex. 21). Walter Ploeger, Jr. filed a patent applica- 
tion on his method in the United States Patent Office and 
this matured into U. S. patent 3,274,039 (pl. ex. 12). De- 
fendants have never obtained a U. S. patent on this method, 
nor have they challenged plaintiff’s patent 3,274,039 by 
way of an interference pursuant to 35 U. S. C. 135. 


Mr. Wolowitz testified that he invented the method long 
before it was communicated to him by Mr. Ploeger (Tr654). 
Mr. Ploeger testified as to knowledge long prior to his first 
meeting with Mr. Wolowitz (Tr239-242). The Court ap- 
parently did not believe the testimony of Mr. Wolowitz in 
‘this regard since it predicated its opinion on other grounds. 
Thus, the Court held that the most favorable construction 
from plaintiff’s standpoint was that the defendants should 
not disclose it to other persons and make the process pub- 
‘lie. This is supported by Mr. Ploeger’s testimony (Tr238). 
Tt is submitted that the filing of a British patent disclosing 
the method and claiming to have invented it constitutes a 
‘disclosure of the process to the public, thereby breaching 
the confidence. 


Statutes Involved. 


The relevant parts of the statutes and rules involved 
in this case are as follows: 


35 U.S. C. 102 Conditions for patentability; novel- 
ty and loss of right to patent 


A person shall be entitled to a patent unless— 


(a) the invention was known or used by others in 
this country, or patented or described in a printed pub- 
lication in this or a foreign country, before the inven- 
tion thereof by the applicant for patent, or 


(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
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year prior to the date of the application for patent in 
the United States, or 


(ce) he has abandoned the invention, or 


(d) the invention was first patented or caused to 
be patented by the applicant or his legal representa- 
tives or assigns in a foreign country prior to the date 
of the application for patent in this country on an 
application filed more than twelve months before the 
filing of the application in the United States, or 


(e) the invention was described in a patent granted 
on an application for patent by another filed in the 
United States before the invention thereof by the ap- 
plicant for patent, or 


(f) he did not himself invent the subject matter 
sought to be patented, or 


(g) before the applicant’s invention thereof the in- 
vention was made in this country by another who had 
not abandoned, suppressed, or concealed it. In deter- 
mining priority of invention there shall be considered 
not only the respective dates of conception and reduc- 
tion to practice of the invention, but also the reason- 
able diligence of one who was first to conceive and 
last to reduce to practice, from a time prior to con- 
ception by the other. 


35 U.S.C. 103. Conditions for patentability; non- 
obvious subject matter 


A patent may not be obtained though the invention 
is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would 
have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention 
was made. 


35 U. S. C. 282. Presumption of validity; de- 
fenses 


A patent shall be presumed valid. The burden of 
establishing invalidity of a patent shall rest on a 
party asserting it. 
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The following shall be defenses in any action in- 
volving the validity or infringement of a patent and 
shall be pleaded: 


(1) Noninfringement, absence of liability for in- 
fringement, or unenforceability, 


(2) Invalidity of the patent or any claim in suit 
on any ground specified in part II of this title as a 
condition for patentability, 


(3) Invalidity of the patent or any claim in suit 
for failure to comply with any requirement of sections 
112 or 251 of this title, 

(4) <Any other fact or act made a defense by this 
title. 


In actions involving the validity or infringement of 
a patent the party asserting invalidity or noninfringe- 
ment shall give notice in the pleadings or otherwise 
in writing to the adverse party at least thirty days 
before the trial, of the country, number, date, and 
name of the patentee of any patent, the title, date, and 
page numbers of any publication to be relied upon as 
anticipation of the patent in suit or, except in actions 
in the United States Court of Claims, as showing the 
state of the art, and the name and address of any 
person who may be relied upon as the prior inventor 
or as having prior knowledge of or as having pre- 
viously used or offered for sale the invention of the 
patent in suit. In the absence of such notice proof of 
the said matters may not be made at the trial except 
on such terms as the court requires. 


35 U.S.C. 292. False marking 


(a) Whoever, without the consent of the patentee, 
marks upon, or affixes to, or uses in advertising in 
connection with anything made, used, or sold by him, 
the name or any imitation of the name of the patentee, 
the patent number, or the words ‘‘patent,’’ ‘‘paten- 
tee,’’ or the like, with the intent of counterfeiting or 
imitating the mark of the patentee, or of deceiving the 
public and inducing them to believe that the thing was 
made or sold by or with the consent of the patentee; 
or 
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Whoever marks upon, or affixes to, or uses in ad- 
vertising in connection with any article, the words 
‘‘pyatent applied for,’’ ‘‘patent pending,’’ or any word 
importing that an application for patent has been 
made, when no application for patent has been made, 
or if made, is not pending, for the purpose of de- 
ceiving the public— 

Shall be fined not more than $500 for every such 
offense. 


(b) Any person may sue for the penalty, in which 
event one-half shall go to the person suing and the 
other to the use of the United States. 


Statement of Points. 


Point 1 


The Court applied an improper legal standard on validi- 
ty. The Court clearly erred in its ruling that the statutory 
presumption of validity of 35 U. 8. C. 282 is only entitled 
to “‘lip service’’, and that the statutory burden of proof 


to invalidate the patent in suit of 35 U. S. C. 282 is a mere 
preponderance of the evidence which need not be clear 
and convincing. 


Point 2 


The Court erred in its interpretation of German patent 
No. 966,174 to Gruendel and applied an improper legal 
standard with respect to foreign patents which are vague. 


Point 3 


The Court clearly erred in failing to make findings on 
and rule that the unexpected and unexplainable result of 
greater ink absorbency and capacity secured by the pat- 
ented ribbon satisfies the requirements of patentability. 
When a ribbon cannot be explained, it cannot be obvious. 
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Point 4 


The Court clearly erred in its interpretation of 35 
'U. S. C. 292 and in failing to find that the evidence cre- 
‘ated a presumption of intent to deceive the public within 
ithe mean of 35 U. S. C. 292 thereby requiring defendants 
‘to go forward with plausible evidence refuting the pre- 
sumption. 


Point 5 


The Court erred in its legal conclusion that because 
‘the parties were buyer and seller there was no breach of 
‘confidence and in failing to consider that the agreement 
not to make public was breached by publication in defend- 
ants’ British patent No. 961,108. 


Summary of Argument. 


Point 1 


The statutory presumption of a patent’s validity, 35 
'U. S. C. 282, is a real presumption entitled to more than 
what the Court termed ‘‘lip service’’. 


The defendants have the burden of showing that the 
patent in suit is invalid by clear and convincing evidence 
| earrying through conviction that the Patent Office erred 
in granting the patent. All doubt is resolved against the 
infringer. 


Validity of a patent is a question of law. 


Point 2 


A foreign patent such as German patent No. 966,174 to 
Gruendel, which was the Court’s prime basis for invalidat- 
ing the patent in suit, must describe the invention in such 
clear, full, and exact terms as to enable any person skilled 
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in the art to practice the patented invention without the 
necessity of experimentation. 


German patent No. 966,174 to Gruendel should be strict- 
ly construed. It should not be extended beyond its fair 
meaning and scope, with weight being given only to matters 
substantially disclosed therein. It lacks disclosure of the 
very feature which the Court stated gave life to the patent 
in suit. 


German patent No. 966,174 is vague, indefinite, and as a 
whole teaches nothing different from its file wrapper 
reference Phelps U. S. Letters Patent No. 2,044,630. The 
inked layer is silk tissue. Silk does not melt and cannot 
be fused. Francis does not disclose a ‘‘nylon’’ fabric. 


German patent No. 966,174 clearly states that its ribbon 
is stiff. This is an essential attribute of the non-spooled 
manifold ribbon disclosed in German patent No. 966,174. 
By contrast, Claim 1 of the patent in suit requires that the 


ribbon of the patent in suit be flexible and pliable, a pre- 
requisite for a spooled ribbon. 


Point 3 


Tests performed by the plaintiff in open court and testi- 
mony clearly demonstrate the unexpected results of greater 
ink absorbency and capacity secured by the patented rib- 
bon. These results remain unexplainable on the record. 


The trial court erred in not considering these unexpected 
results and making no findings in respect to them. 


Unexpected results, especially when they are unex- 
plained, are conclusive evidence of patentability. 
Point 4 


Evidence showing authority to use the phrase ‘‘Patented 
Construction Backing Keeps Type Clean’’ in connection 
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| with ribbons processed by plaintiff and a lack of such 
' authorization to use that phrase in connection with ribbons 
processed wholly by the defendants at a time when the de- 
' fendants had no patent, created a presumption of intent to 
deceive, and a resultant violation of 35 U. S. C. 292. It 
was incumbent upon the defendants to present a plausible 
| explanation of a lack of intent to deceive regardless of 
whether or not the statute in question is penal or a drastic 
statute. 


35 U. S. C. 292 lists a number of possible alternative 
violations, one of which (the false use of the word ‘‘Pat- 
_ ented’’ by defendants) is present in the case at bar. It is 
improper for the Court to consider the absence of the 
other statutory alternatives as vitiating the one before it. 


Point 5 


The fact that the parties can be characterized as being 
buyer and seller is of no moment with respect to a con- 
fidential relationship. 


The interpretation on the confidential relationship placed 
by the court enables the buyer to dispense with the services 
| of the seller contrary to the intent of the parties at the 
time the agreement was made. 


The issuance of defendants’ British patent No. 961,108 
containing plaintiff’s confidentially disclosed trade secret 
' constituted a disclosure to the public of a trade secret con- 
| trary to the agreement between the parties. 


ARGUMENT. 


Introduction. 


In order to facilitate an understanding of the claimed 
invention and the relevance of the prior art relied on, 
| pictorial and descriptive charts are provided below. 


ww 
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onto fabric 
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PLOEGER 


BIB 
sel tet te 


40 22 tbe 


nylon film 


FRANCIS 


woven fabric 


PHELPS 


Textile fabric cellophane film 


glued together only on extreme edges 


GRUENDEL 


thermoplastic 
film 


Ploeger Claim 1 
a printing ribbon 


elongated strip of 
flexible, pliable, 
absorbent woven 
nylon 


an elongated strip 
of flexible, pliable, 
imperforate ink-im- 
pervious nylon film 
said strips being 

in juxtaposed sur- 
face-to-surface re- 
lation along their 
entire lengths 


and fused together 
only along their 
extreme elongated 
edges 


Francis 


printing ribbon 


woven fabric such as 


silk or paper ma- 
terial 


flexible film of large 
variety of plastics 
including nylon 


yes 


film fused onto 
fabric across full 
width 


Phelps 
manifold ribbon 
textile fabric 


strip of cello- 
phane 


fabric longer 
than film 


film and fabric 
joined by ad- 

hesive 12 only 

along extreme 

edges 


Gruendel 
manifold ribbon 


silk tissue 


strip of rigid 
thermoplastic 
(none named) 


yes 


film fused onto 
non-fusible 

silk tissue only 
along borders 


silk tissue 
impregnated with 


fabric impregnated 


fabric impregnated 
with ink 


with ink 


and with the absor- 
bent woven nylon 


strip being impreg- ink 
nated with ink 


POINT 1. 


The statutory presumption of a patent’s validity, 35 
U.S.C. 282, is a real presumption entitled to more 
than “lip service”. The defendants have the burden of 
showing that the patent is invalid by clear and con- 
vincing evidence carrying thorough conviction that 
the Patent Office erred in granting the patent. Patent 
validity is a question of law and all doubt is resolved 
against the infringer. 


During final summation before the trial Court, counsel 
for appellant stated that it is hornbook law that a patent is 
presumptively valid once it is issued by the Patent Office, 
and that the invalidity must be shown by the defendant by 
clear and convincing evidence. The Court stated (Tr705) : 


“The Court: I think we can render lip service to 
that principle.” 
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Counsel for the appellant then stated that it is clear that 
the burden is on the defendant to establish that the patent 
in suit is invalid by clear and convincing evidence. As to 
this, the Court stated (Tr705-706) : 


“The Court: No, the first part of this statement is 
correct, but not by clear and convincing evidence. The 
burden is on the defendant to establish the invalidity of 
the patent, of course, but not by clear and convincing 
evidence, but by the preponderance of the evidence.” 


In a recent patent infringement suit in the District of 
Columbia involving the present defendant, William Wolo- 
witz, wherein he was the plaintiff, namely Wolowittz v. Gulf 
Oil, et al., 255 F. Supp. 100, 102 (D. D. C., 1966), affirmed 
at App. D. C. ——, 379 F. 2d 452 (App. D. C., 1967), 
petition for reh, en bane denied, the Court stated : 


‘‘In the present case, however, the normal presump- 
tion of administrative correctness accorded to the 
Patent Office decision to grant the patent in suit re- 
quires defendants to prove, by clear and convincing 
evidence carrying thorough conviction, that the Pat- 
ent Office erred in granting the patent, especially since 
the normal presumption of administrative correctness 
is strengthened by the statutory presumption of valid- 
ity accorded to the patent in suit in unequivocal terms 
by the first sentence of 35 U. S. C. 282” (Emphasis 
added). 


As to the infringer’s burden of proving patent invalidity, 
in the very recent McCutchen v. Singer Company, F. 
2d , 156 U. S. P. Q. 33 (5th Cir., 1967), the Court 
stated: 


‘<Defendants have the burden of proving beyond any 
reasonable doubt * * * that the patent was invalid’’ 
(Citation omitted and emphasis added). 


Not only did the trial Court refuse to require clear and 
convincing evidence, it held that the statutory presumption 
of validity does not even have the status of the presump- 
tion of an administrative hearing (Tr. 705) : 
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‘‘Mr. Robson: I would liken it to the presumption 
of an administrative regularity which attaches to an 
administrative hearing. 


The Court: And it is hardly even as strong as 
that.”’ 
This ruling is directly contrary to Wolowitz v. Gulf Oil, 
supra. 


In Mumm v. Decker & Sons, 301 U. S. 168, 57 S. Ct. 675, 
81 L. Ed. 983 (1937), the Supreme Court stated in connec- 
tion with the burden of the infringer on the issue of in- 
validity as follows: 

‘‘Not only is the burden to make good this defense 

upon the party setting it up, but his burden is a heavy 

one, and it has been held that ‘every reasonable doubt 

should be resolved against him’” (Citations omitted). 
The Court below did not resolve doubt against the in- 
fringers. 


A recent case with facts and issues which closely parallel 


those of this case is Frank W. Egan & Co.., et al. v. Modern 
Plastic Machinery Co., LMG | U.S. P. Q. 

, (3rd Cir., 1967). In that case, the Court reversed 
‘the District Court and in sustaining the patent in suit, 
stated: 


“All of these (prior art patents) were recited by the 
Patent Office, except the German application. 


“‘In view of the file wrapper history, we think the 
Patent Office conclusion is entitled to weight, and its 
determination in issuing the patent enables the plain- 
tiffs to start with the presumption of validity. How- 
ever, the file wrapper would indicate a narrow con- 
struction of the patent.’’ 


These quotations are directly in point with the patent in 
suit where all of the prior art patents relied upon by de- 
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fendants were file wrapper references except for German 
patent 966,174, and where the file wrapper indicates a 
narrow construction of the patent. 


In Copease Manufacturing Co. v. American Photocopy 
Equipment Co., 298 F. 2d 772, 777 (7th Cir., 1961), the 
Court stated with respect to the presumption of validity 
flowing from 35 U.S. C. 282 as follows: 


‘¢As in every patent case, there is here a presumption 
that the patent in suit is valid. The burden of estab- 
lishing invalidity rests on defendants. 35 U. S. C. 
282. Helmo Products v. Lake Shore Mfg. Co., 7th 
Cir., 227 F. 2d 677, 680.”’ 


‘“‘This presumption is not an idle gesture. Artmoore 
Company v. Dayles Mfg. Co., 7th Cir., 208 F. 2d 1, 3, 
cert. denied 347 U. S. 920, 74 8. Ct. 518, 98 L. Ed. 1075, 
and is not to be overthrown except by clear and cogent 
evidence.’’ 


The Court below said this statutory presumption is only 
entitled to ‘‘lip service’’, a mere idle gesture. 


As stated by Justice Clark in Graham v. John Deere Co., 
383 U. S. 1, 17, 86 S. Ct. 684, 15 L. Ed. 2d 545 (1966), 
‘‘the ultimate question of patent validity is one of law’’. 
Interpretation of documents such as patents, file wrappers 
and other exhibits is a question of law. Hence, the pro- 
visions of Rule 52(a) do not apply, New Wrinkle, Inc. v. 
John L. Armitage & Co., 277 F. 2d 409, 412 (3rd Cir., 1960) ; 
Stewart-Warner Corp. v. Lone Star Gas Co., et al., 195 
F. 2d 645, 647 (5th Cir., 1952); Welsh Co. v. Chernivsky, 
342 F. 2d 586, 588 (7th Cir., 1965); Kiwi Coders Corp., et 
al. v. Aero Tool & Die Works, 250 F. 2d 562, 568 (7th Cir., 
1957). An appellate court has the prerogative to interpret 
the exhibits itself. 


In Stuart W. Johnson & Co., Inc. v. Ro-Ber, Inc., ——— 
F. Supp, , 156 U. S. P. Q. 177, 182 (N. D. Il, 1967), 
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the Court held that efforts by the infringer to purchase 
the patent they were charged with infringing was a factor 
‘supporting validity of the patent. The defendants in the 
ease at bar: 

(a) On several occasions sought an exclusive license; 


(b) Sought to buy the patent; and 


(c) Used the words ‘‘patented construction’? on their 
literature during and after use of the patented rib- 
bon. 


The Court improperly ignored these admissions since it 
considered them equivalent to negotiations to settle a law- 
suit (Tr. 625). These admissions are significant since 
they relate to acts which occurred before defendants em- 
barked on the activity complained of in this suit. 


The Court applied an improper legal standard, contrary 
' to established precedents, when it ruled that the statutory 
presumption of validity is only entitled to “‘lip service’’, 
| and that evidence need not be clear and convincing. Under 
'the standards applied by the Court, every patent is in 
jeopardy. When the proper legal standards are applied 
to the statutory presumption of validity and the require- 
_ ment of clear and convincing evidence, the patent in suit 
is valid. Thus, the defendants have not sustained their 
heavy burden of proof that the patent is invalid.* 


| _*No witness for the defense was qualified as a man skilled in the art and 
| thereby in a position to state that the invention was obvious at the time it was 
made. 
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POINT II. 


The Court erred in its interpretation of German 
Patent No. 966,174 to Gruendel and applied an im- 
proper legal standard with respect to foreign patents 
which are vague. 


German patent No. 966,174 discloses a ribbon wherein 
a layer of thermoplastic film is joined along its borders 
to an ink bearing layer of silk tissue. It discloses a 
manifold ribbon which is used when it is desired to make 
a duplicate original. The ribbon therein is protected 
from the type face by a typewriter ribbon and the paper 
original. Hence, the thermoplastic film in the German 
patent does not absorb the pounding of the type face 
directly as in the case in a typewriter ribbon. Manifold 
ribbons do not move laterally, are stiff, and are not spooled. 
The German patent states: 

<<* * * the stiffness of the product achieved in this way 
assures a problem-free ribbon transport.”’ 
A stiff non-spooled ribbon is just the opposite of that 
claimed in the patent in suit. 


The German patent has three modifications. The first 
modification is shown in Figures 1 and 2. The second 
modification is shown in Figures 3 and 4. The third 
modification is shown in Figures 5 and 6. In each of 
Figures 2, 4, and 6, the leadline for the ink bearing mem- 
ber is directed to the small centrally located clear rectangle 
in the center portion of the ribbon. The defendants’ patent 
expert, Mr. Norton, could not explain this apparent in- 
consistency between the even-numbered figures and the 
odd-numbered figures in the German patent (Tr. 561, 562, 
564) and stated: 

“‘T find two figures that do not agree’’ (Tr. 562). 
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The German patent does not disclose a woven nylon 
fabric as claimed, but instead discloses a ‘‘silk tissue’’ 
which could mean a paper like carbon paper. Silk in any 
form is non fusible (Tr. 457, 501, 502). 


The ribbon in the German patent is inoperative as a 
typewriter ribbon since it would leak at the side edges 
(Tr. 118). 


In the German patent, the mechanism for joining the film 
and ink bearing issue is by melting the film so that it 
acts as a solder or adhesive to join the film onto (German 
word ‘‘auf’’) the non-fusible tissue. It will be noted that 
the only reference cited by the German Patent Office 
when acting on said German patent is the U. S. patent 
to Francis, No. 2,657,157, a file wrapper reference for the 
patent in suit. In Francis, the film is joined to the fabric 
by heating the film so that it melts onto the fabric. It is 
logical to assume that the same mechanism was contem- 


plated by the German patent since the German patent states 
that the film melts onto the silk tissue. The German 
patent uses the word ‘‘auf’’ which means ‘‘onto”’ (Tr. 
492). The German word for ‘‘into’’ is ‘‘hinein’’ and that 
word does not appear in the German patent. 


According to defendants’ translation of German patent 
No. 966,174 (def. exh. 9) the ink bearing layer is ‘‘silk 
tissue’’. Webster’s Unabridged Dictionary, 3rd Edition, 
page 2118 defines silk paper as: 

‘“a paper similar to granite paper but having only a 
very few silk fibers scattered in the tissue”? (empha- 
sis added). 
The translation of the German patent is the work product 
of the defendants’ translator, Mr. Geiger. Mr. Norton, 
defendants’ expert on patents, disagreed with Mr. Geiger’s 
translation and indicated that he believed the ink bearing 
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layer in the German patent to be a silk fabrie (Tr. 559). 
It was never made clear as to what silk tissue is. Mr. 
Norton stated he had never seen silk tissue (Tr. 558). 


Claim 1 of the patent in suit defines a structure whose 
extreme elongated edges are fused together. As the 
Court properly found, the only ink bearing material speci- 
fically disclosed in the German patent is silk tissue (Tr. 
557). Silk, whether it be paper or fabric, cannot melt 
(Tr. 457, 501, 502). Hence, the German patent could not 
possibly teach fusing together of the ink bearing layer 
and the protective film. The German patent does not 
suggest any specific material for the film. The Court 
ignored the recitation in the patented claim that the film 
be flexible nylon. Very few thermoplastics can be used 
for the printing ribbon. Mylar and polyethylene will not 
work (Tr. 115-117) and both are thermoplastic. 


It was precisely this situation that Justice Clark referred 
to in United States v. Adams, 383 U. S. 39, 50, 86 S. Ct. 
708, 15 L. Ed. 2d 572 (1966) wherein in sustaining the 
Adams patent he disposed of the Skrivanoff prior art 
reference because “one which fails to achieve its intended 
result does not negative novelty’’. 


After review of the file wrapper of the patent in suit, 
the Court held that the patent in suit is a very narrow 
one, and is limited to a ribbon consisting of an absorbent 
nylon strip and an impervious nylon film, fused together 
only along their extreme elongated edges. As a matter 
of law, the patent in suit is limited to the claims appearing 
therein. It is admitted that the patent is narrow and spec- 
ific, yet each and every feature is found in defendants’ 
ribbons. 


As a matter of law, no patent receives its life from any 
particular feature recited in a claim. There is no such 
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| thing as a ‘‘heart’’ of an invention. See Jn re Duva, 

| F.2d __., 156 U. S. P. Q. 90, 94 (C. C. P. A. 1967} where- 

in the Court stated: 
‘‘Thus, all factual differences which may be properly 
noted in any portion of a claim must be included with- 
in the basis for comparison with the prior art if we 
are to properly evaluate the differences between the 
invention defined in a claim and the teachings of a 
reference. The command of 35 U. S. C. 103 is to com- 
pare the invention as a whole with the prior art’’ 
(Emphasis added). 

The Court improperly interpreted German patent No. 
| 966,174 when it found that the alleged limited feature 
_ giving life to a patent in suit was disclosed in Gruendel as 
' a whole. It was improper for the Court, whose eyes had 
| been sharpened by the disclosure of the patent in suit, to 
| hold that the carrying elements of Ploeger’s invention were 
disclosed in the German patent on the basis of Claim 1 
of the German patent. Claim 1 of the German patent is 
| quoted in the Court’s opinion. That claim of the German 
| patent does not disclose the alleged limited feature of the 
patent in suit, namely fusing together of film and fabric. 


Nylon fabric does not readily fuse to other plastics. 
Fusion of film and fabric only oceurs when the two strips 
are thermoplastic and cut simultaneously by a hot knife 
(Tr. 687, 688). The heat is thereby directed into the film 
and fabric laterally from the edges or in a direction paral- 
lel to the plane of the layers (Tr. 687-689). No such 
cutting method or combination of materials is taught by 
either Francis or the German patent to Gruendel. Ploeger 
could not produce a satisfactory ribbon using the tech- 
niques in Francis and Gruendel (Tr. 117), even when he 
used nylon film and woven nylon fabric (Tr. 118). 


Assuming arguendo that the carrying feature of the 
patent is an absorbent nylon strip and an impervious nylon 
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film fused together only along their edges, it is clear be- 
yond peradventure that this relationship could not be 
‘emphatically disclosed”’ in the German patent, as stated 
by the Court, since silk does not melt (Tr. 457, 501, 502). 


A foreign patent, suck as German patent No. 966,174, 
to anticipate a patented invention, must describe the in- 
vention in such full, clear, and exact terms as to enable 
any person skilled in the art to practice the patented in- 
vention without the necessity of experimentation, see Beck- 
et v. Coe, 69 App. D. C. 51, 98 F. 2d 332, 335 (App. D. C., 
1937) : 

“Foreign patents are valid references when there is 
a clear disclosure of the invention sought to be patent- 
ed in the United States. In re Cross, Cust. & Pat. 
App. 1932, 62 F. 2d 182. But when such a patent 
merely prophesies what can be done without setting 
forth that it has been done, or makes claims for things 
mot fairly disclosed in the specification, the foreign 
patent does not anticipate. Westinghouse Air-Brake 
Co. v. Great Northern Ry. Co., 2 Cir., 1898, 88 F. 258; 
General Electric Co. v. Hoskins Mfg. Co., 7 Cir., 1915, 
224 F. 464; Haynes Stellite Co. v. Chesterfield, supra; 
American Stainless Steel Co. v. Ludlum Steel Co., 
2 Cir., 1923, 290 F. 103. This court has said, in 
Davies v. Coe, 1936, 65 App. D. C. 345, 346, 83 F. 2d 
602, 603: (Emphasis added). 


‘The disclosure of a foreign patent is to be measured 
not by what may be made out of it, but what is clearly 
and definitely expressed in tt. In re Bk, 57 App. D. C. 
203, 19 F. (2d) 677; Carson v. American Smelting 
& Refining Co. [C. C. A.] 4 F. (2d) 463’” (Empha- 
sis added). 


See also: Switzer v. Marzall, 96 F. Supp. 332, 333 
(D. D. C., 1951); General Tire € Rubber Co. v. Watson, 
184 F. Supp. 344 (D. D. C., 1960), and 69 C. J. S. 218. 


Justice Clark applied this standard in sustaining the 
Adams patent in United States v. Adams, 383 U. S. 39, 
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50, 86 S. Ct. 708, 15 L. Ed. 2d 572 (1966) where in disposing 
of the Skrivanoff prior art reference he stated: 
“That in 1880 Skrivanoff may have been able to con- 
vince a foreign patent examiner to issue a patent on 
his device has little significance in the light of the fore- 
going.”’ 
The German patent does not meet this test since it does 
not clearly describe the invention of Claim 1 of the patent 
in suit. 


As noted in the passage quoted from Becket v. Coe, 
supra, an alleged anticipating patent, and in particular, a 
foreign patent, is not to be extended beyond its fair meaning 
and scope, or reconstructed in the light of subsequent in- 
vention and then used as an anticipation. 


Extrinsic evidence is not admissible to show that 2 
word having a sensible meaning in the context was errone- 
ously used for another word, nor can a prior art patent 
have implied into it, from necessity, more than it fairly 
shows, to make it represent an operative structure. The 
German patent does not meet this test since it must be 
extended or reconstructed beyond its fair meaning and 
scope by hindsight to arrive at the ribbon claimed in Claim 
1 of the patent in suit. 


The references relied on by the defendants must clearly 
teach something closer to the claimed invention than those 
considered by the Patent Office, Wolowitz v. Gulf Oil Corp., 
255 F. Supp. 100 (D. D. C., 1966), aff’d App. D. C. 
___,, 379 F. 2d 452 (App. D. C., 1967), petition for reh. 
denied, Jaybee Mfg. Corp. v. Ajax Hardware Mfg. Co., 
287 F. 2d 228 (9th Cir., 1961); King-Seeley Thermos v. 
Tastee Freez Industries, 145 U. S. P. Q. 596 (N. D., DL, 
1965), aff’d 357 F. 2d 875 (7th Cir., 1966); Marston v. 
J. C. Penney Company, Inc., 353 F. 24 976 (4th Cir., 1965}. 
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The German patent is less relevant than the file wrapper 
patent to Phelps because the latter contains a clear dis- 
closure. No specific film is disclosed in the German patent. 
The German patent does not: 


(a) contain drawings which are consistent with one 
another so that the disclosure can be understood (Tr. 561- 
564) : 


(b) identify the ink bearing element as being a thermo- 
plastic material, which it must be if it is to fuse together 
with the film (Tr. 568), instead the sole disclosure of the 
ink bearing element is silk which cannot fuse; 


(ec) clearly disclose the ink bearing member to be a 
woven fabric; 


(d) indicate that ‘“‘border’’ is the same as ‘‘extreme 
edge’’; 


(e) disclose a flexible ribbon, but instead it discloses 
a ‘‘stiff’’ ribbon. 


Phelps patents 2,044,630 was the closest reference con- 
sidered by the Patent Office. Unlike the German patent, 
Phelps discloses a layer of cellophane material in Figure 
1 jointed at 12 only to the ‘‘extreme edges’’ of a layer of 
textile fabric. The statement at page 2, lines 30-35 in 
Phelps is directly contrary to the Court’s finding that in 
Phelps the two strips were fastened together at intervals. 
Both Phelps and the German patent disclose a short, stiff 
manifold ribbon to be inserted between worksheets rather 
than a flexible pliable ribbon, which can be spooled, such 
as a typewriter ribbon, as defined by Claim 1 of the patent 
in suit. 


In Phelps, the cellophane film and the inked fabric are 
held together only along their extreme edges by an adhesive. 
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In the German patent, the borders of the thermoplastic 
film are melted so that they attach to the inked non-fusible 
tissue. Melting only one layer, namely the thermoplastic 
film, it is merely another form of adhesive bonding (Tr- 
484, 485). Neither Phelps nor the German patent teaches 
the narrow structural interrelationship recited in Claim 1 
wherein ink impervious flexible nylon film and flexible 
‘woven nylon fabric are fused together only at the extreme 
elongated edges. 


The reference relied on by the defendants teach nothing 
material or of great significance which was not previously 
considered by the Patent Office. 


In Marston v. J. C. Penney Co., Inc., 353 F. 2d 976, 982 
(4th Cir., 1965), the Court stated: 

‘‘Under these circumstances we do not think the fail- 

ure to consider Lee would weaken the statutory pre- 

sumption. Kopec, on the other hand, does reveal 

a structure different from other patents considered 


by the Examiner but this patent, in our judgment, 
does not reveal anything of great significance and 
again we conclude that the failure to consider it does 
noe sere weaken the presumption’? (Emphasis 
added). 


| Hence, the German patent was not entitled to great weight 
as held by the Court since it is not different from Phelps 
nor does it reveal anything of great significance not already 
considered by the Patent Office experts. 


The Court held that the Examiner overlooked the Ger- 
man patent to Gruendel. In Artmoore Co. v. Dayless Mfg. 
Co., Inc., 208 F. 2d 1, 4 (7th Cir., 1953), the Court stated: 


‘“‘Defendants’ argument based on these prior art 
patents, not cited in the Patent Office, is not convinc- 
ing. It has been held, and we think with logic, that 
it ts as reasonable to conclude that a prior art patent 
not cited was considered and cast aside because not 
pertinent, as to conclude that zt was inadvertently 
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overlooked. Adler Sign Letter Co. v. Wagner Sign 
Service, 112 F. 2d 264, 267 [45 ee 387, 389] ; Charles 
Peckat Mfg. Co. v. Jacobs, 178 F. 2d 794, 802 [84 
USPQ 4, 10-11]’’? (Emphasis added). 
The patent in suit, the Phelps patent and the German patent 
to Gruendel are all classified in the same class and sub- 
class in the Patent Office (Tr. 700). Hence, there is no 
logical reason to assume that the Examiner overlooked the 
Gruendel patent. 


Accordingly, the legal standards used by the Court are 
clearly erroneous and require reversal. 


POINT 3. 


The Court clearly erred in failing to make findings 
on and rule that an unexpected unexplainable result 
satisfies the requirements of patentability. If some- 
thing cannot be explained, it cannot be obvious. 


At the trial, the patentee presented evidence on un- 
expected results of the patented ribbon. Tests were con- 
ducted in open court to show that the absorbency of the 
patented ribbon was five times as fast as the absorbency 
of the same fabric without a protective film of nylon (Tr. 
130-135). Not only are the results unexpected, but they 
are unexplainable (Tr. 170, 171). German patent No. 
966,174 is completely silent in this regard. The patented 
ribbon also unexpectedly has a 25% greater ink capacity. 
The increased capacity results from the ‘‘reservoir’’ (see 
pl. ex. 1, p. 49). 


The trial Court made no findings on unexpected’ re- 
sults. The failure to do so constitutes reversible error 
since unexpected results, especially when they are unex- 
plainable, in and of themselves, satisfy the requirements 
of patentability. 
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In United States v. Adams, et al., 383 U. S. 39, 50, 51, 
86 S. Ct. 708, 15 L. Ed. 2d 575 (1966), Justice Clark in 
sustaining the validity of the Adams patent found it to be 
unobvious because of the unexpected results obtained: 

“Nor is the Government’s contention that the elec- 
trodes of Adams were mere substitutions of pre- 
existing battery designs supported by the prior art. 
If the use of magnesium for zine and ecuprous chloride 
for silver chloride were merely equivalent substitu- 
tions, it would follow that the resulting device—Adams’ 
— would have equivalent operating characteristics 
But it does not. 


‘“We conclude the Adams battery was also unobvious. 
As we have seen, the operating characteristics of the 
Adams battery have been shown to have unexpected 
and to have far surpassed then-existing wet batteries. 
Despite the fact that each of the elements of the Adams 
battery was well known wm the prior art, * * *’? 
(Emphasis added). 


The operating characteristics of the patented ribbon far 
surpassed the prior art despite the fact that nylon film 
and fabric, per se, were known to the art. 


In Higley v. Brenner, App. D. C. ___, F. 2d 
__, 155 U. S. P. Q. 148 (App. D. C., 1967) this court 
stated: 

‘‘Further, even if all of the elements used are old, a 
new result, an unexpected, a far more efficient result, 


or @ more economical result will satisfy the require- 
ments of patentability.”’ 


In Canaan Products, Inc v. Edward Don & Co. et al., 
154 U.S. P. Q. 393, 397 (N. D. Ill, 1966) the court stated 
in connection with unexplained unobvious results: 


««* * * the inability to understand this mechanism 
conclusively proves the unobviousness of the develop- 
ment.”” 
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The increased absorbency rate means that the ribbon 
may be inked faster and that the recuperative power of 
the ribbon will be greater (Tr. 171-173). By recuperative 
power is meant the speed of return of ink to a part of the 
ribbon from which ink has been removed by the ribbon 
being struck by a key. Also, the ribbon will last longer 
since it will hold 25% more ink while at the same time per- 
mit a dark, sharp imprint (Tr. 170, 171). 


The Court committed reversible error in failing to give 
proper weight to the unexpected, unexplained results of 
the patented ribbon. This is particularly true when these 
results were a material basis for granting a patent. 


POINT 4. 


The Court clearly erred in its interpretation of 35 
U.S.C. 292 and in failing to find that the evidence 
created a presumption of intent to deceive the public 


within the meaning of 35 U.S.C. 292 thereby requiring 
defendants to go forward with plausible evidence re- 
futing the presumption. 


The defendants have deceived the public and induced 
them to believe that the ribbons sold by them were patented 
or made or sold by or with the consent of the patentee. 
In 1962, the defendants sold ribbons processed for them 
by plaintiff and inserted into the box with the ribbons a 
leaflet which stated ‘‘Patented Construction Backing Keeps 
Type Clean’’. That terminology was used by the defend- 
ants with the approval of the plaintiff (Tr. 199) but not 
with respect to ribbons processed by the defendants after 
1962 (Tr. 232). Defendants used the identical leaflets in 
1963 in connection with ribbons not processed by the plain- 
tiff, but rather wholly made by the defendant. Thus, 2e- 
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fendants have falsely marked their ribbons by use on leaf- 
lets of the terminology ‘‘Patented Construction’’. 


35 U. S. C. 292 in clear and unequivocal language pena- 
lizes those who without the consent of a patentee, with the 
intent to deceive the public, identify their product as being 
patented. Up to the filing of suit, there was only one 
patent in existence on any portion of the defendants’ rib- 
bon and that was plaintiff’s. There was only one backing 
on defendants’ ribbon which kept type clean and that was 
the nylon film backing on the printing portion which during 
1962 was processed by plaintiff for defendants. 


The statute requires the acts of the defendant to have 
been done with the intent to deceive the public. Where it 
is shown that the defendants do not own a patent nor do 
they have the consent of the patentee, the law presumes 
that the acts were done with the intent to deceive until 
the contrary is clearly shown. In Krieger v. Colby, et al., 
106 F. Supp. 124, 130 (S. D. Calif., 1952), the court com- 
menting on the intent to deceive stated: 

“<The presumption is, until the contrary appears, that 
the mark was placed on the article with the intention 
to deceive. Aliphant v. Salem Flouring Mills Co., 
18 Fed. Cas. No. 10486, p. 674’’. 

The defendants have not come forward with a plausible 
explanation refuting this presumption. During opening 
remarks, defendants’ counsel indicated that the ‘‘Patented 
Construction’’ referred to the Scotch brand adhesive tape 
(Tr. 83, 84). This was not pursued by defendants during 
the trial presumably because of their knowledge that the 
patents on the Scotch brand tape expired ten years ago, 
see p. 10 of this Brief. 


Defendants’ advertising agency witness, Mr. Kauffman, 
could not explain the basis for the words ‘‘Patented Con- 
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struction Backing Keeps Type Clean’’ on defendants’ 
leaflets. He testified the information came to him from 
either Mrs. Jacobs or Mr. Wolowitz (Tr. 256). Mrs. 
Jacobs, sister of Mr. Wolowitz, was sales manager of de- 
fendant Spellright (Tr. 387). She testified that she did 
not communicate this information to Mr. Kauffman (Tr. 
389). Mr. Wolowitz likewise denied communicating this 
phrase to Mr. Kauffman (Tr. 634). Mr. Kauffman testi- 
fied he did not personally prepare defendants’ leaflet, 
did not supervise it, and did not review it (Tr. 255). 


By no stretch of the imagination could the Scotch brand 
tape used in the early ribbons of the defendants perform 
the function of keeping type clean. A dictionary defini- 
tion of ‘‘construction”’ requires two or more elements con- 
nected together and therefore this could not read on Scotch 
brand tape. Moreover, the leaflets were used with ribbons 
which did not use Scotch tape to hold the halves together. 


The defendants did not offer any explanation. Instead, 
Mr. Kauffman (who testified he did not prepare the leaf- 
let) blamed either Mrs. Jacobs or Mr. Wolowitz, and they 
blamed Mr. Kauffman. The net result is that no one 
knew how the leaflet came into existence using the words 
‘‘Patented Construction’’. It is interesting to note that 
both Mrs. Jacobs and Mr. Wolowitz admitted seeing these 
words on their leaflet soon after it was printed, but claim 
they did not give it much thought (Tr. 406, 635). 


A clear violation of 35 U. S. C. 292 is presented when 
(a) each witness shifts the blame to another witness, (b) 
all of defendants’ witnesses were aware of their usage 
of ‘*Patented Construction’’, (c) defendants did not have 
a patent, and (d) defendants had previously used the 
identical leaflets with ribbons processed by plaintiff, who 
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had a patent which was accurately described in defendants’ 
leaflet. 


It is elementary evidence that once facts are shown 
to exist, it will be presumed that they continue to exist. 
Since the words ‘‘Patented Construction’’ on defendants’ 
leaflets in 1962 meant plaintiff’s patent, there is no reason 
to assume that they meant something different in 1963. 
Hence, the circumstantial evidence created a presumption 
to deceive which was not rebutted. 


The Court held that the subject statute, 35 U. S. C. 292 is 
a drastic one. Whether or not the statute is drastic has 
no bearing on the issue of whether or not the circumstantial 
evidence shows an intent to deceive until contrary evi- 
dence is introduced. 


35 U.S. C. 292 states the following alternatives, inter alia, 
which are prohibited : 
(a) the name or any imitation of the name of the pat- 
entee or 


(b) the patent number or 


(c) the word patent or 


(d) counterfeiting or imitation of the mark of the pat- 
entee. 


The Court considered the absence of items (a), (b) and (d) 
as being significant. Plaintiff never argued the presence 
of items (a), (b), or (d) and their absence is completely 
irrelevant to whether there was a violation because of 
the presence of item (c). It was improper for the Court 
to consider the lack of other alternatives as evidence fail- 
ing to show that the ‘‘thing was made or sold by or with the 
consent of the patentee’’. 
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POINT 5. 


The Court erred in its legal conclusion that because 
the parties were buyer and seller there was no breach 
of confidence and in its failing to consider that the 
agreement not to make public was breached by publi- 
cation in defendants’ British Patent No. 961108. 


Mr. Ploeger, an officer of the plaintiff, communicated 
in confidence to Mr. Wolowitz, at the latter’s request, 
a new method for making ribbons (Tr. 237, 238, 266, 267). 
The new method for making ribbons was demonstrated 
to Mr. Wolowitz at that time. The method involved the 
manipulative steps necessary to produce a ribbon having 
an ink barrier in the form of a weld longitudinally down 
the center of a composite ribbon. The weld would enable 
the ribbon to be composed of two longitudinal separate 
entities whereby the ink in one entity would not migrate 
to the other (Tr. 267). 


The Court held that the agreement to keep confiden- 
tial cannot be construed to mean that the defendants should 
not use this process because the very purpose of disclosing 
it was to help defendants’ own business, a customer of 
the plaintiff. 


The Court committed reversible error when it held that 
the agreement cannot be construed to prevent the defend- 
ants from using the process merely because the defendants 
were customers of the plaintiff. Any interpretation of 
the agreement which places defendants in a position to 
directly compete with the plaintiff and no longer require 
the services of the plaintiff is an abnormal construction 
which could not possibly have been the intent of the parties. 
The fact that the parties can be characterized as being 
buyer and seller is of no moment. In similar type buyer- 
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seller relationships, the courts have found a confidential 
relationship, even though there was no express agreement. 
See Schreyer v. Casco Products Corp., 190 F. 2d 921 (2nd 
Cir., 1951); Hoeltke v. C. M. Kemp Mfg. Co., 80 F. 2d 
912 (4th Cir., 1935) ; Matarese v. Moore-McCormack Lines, 
Inc., 158 F. 2d 631 (2nd Cir., 1946). 


The Court clearly erred in failing to take into considera- 
tion that defendants’ British Patent No. 961,108 consti- 
tuted a disclosure of plaintiff’s confidentially disclosed 
secret method, thereby breaching defendants’ agreement 
not to disclose such method to other persons. The de- 
fendant, William Wolowitz, filed a patent application in 
Great Britain disclosing each and every step of the process. 
The Wolowitz British application matured and issued as 
British Patent No. 961,108 on July 17, 1964 (pl. ex. 21). 
The United States patent application for this trade secret 
filed by Walter Ploeger did not issue as a patent until 
September 20, 1966 (U. S. Letters Patent 3,274,039, pl. 
ex. 12). 


The Court held that the most favorable construction from 
the plaintiff’s standpoint that can be placed upon the con- 
fidential disclosure was that the defendant should not dis- 
close it to other persons and make the process public 
because the plaintiff was intending to apply for a patent. 
Assuming arguendo that this is the most favorable con- 
struction which can be placed on the agreement, it was 
breached. Disclosure in said British patent by defendants 
was a disclosure to the world. Hence, the agreement was 
clearly breached. 
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Conclusion. 


The Court’s findings and conclusions of law are clearly 
erroneous with respect to the invalidity of the patent in 
suit, false marking under 35 U. S. C. 292, and the breach 
of confidential relationship with respect to the method 
for making a new ribbon. 


Therefore, appellant prays that the judgment of the 
Court be reversed and that judgment be here rendered 
for the appellant holding the patent in suit valid, that de- 
fendants have falsely marked their ribbons, and that de- 
fendants have breached a confidential relationship with 
respect to the secret method for making a ribbon. 


It is submitted that appellant is entitled to its costs on 
this appeal, and in connection with the trial before the 
District Court. 


Respectfully submitted, 


TRVIN A. LAVINE, 

640 Washington Bldg., 
New York Ave. at 15th, 
Washington D. C. 20005. 
Attorney for Appellant. 


Epwarp C. Gonna, Esa., 

Land Title Bldg., 

Philadelphia, Pa. 19110. 
Of Counsel. 
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COUNTERSTATEMENT OF THE QUESTIONS PRESENTED 
First Count 


Where Plaintiff sued for patent infringement on a type- 
writer ribbon, and where none of the differences that Plain- 
tiff asserts between the claims of the patent in suit and the 
prior art could possibly meet the high standard for patent- 
ability established by the Supreme Court; the question is 
whether the patent is invalid as a matter of law? 


Where the trial judge made the following finding of fact: 


“‘Tt is clear, therefore, that the carrying elements of 
Ploeger’s invention, and the basis on which he was 
awarded his patent had been previously disclosed and 
emphatically disclosed by the German patent to 
Gruendel that was issued several years prior to the 
time that Ploeger made his application for a patent 
in the United States.’? (Emphasis added) 


The question is whether there is any merit to Plaintiff’s 
contention that the trial judge did not find the evidence to 
be ‘‘clear and convincing’’? 


Where it is clear that the Examiner overlooked the most 
pertinent prior art during his examination of the applica- 
tion for the patent in suit; the question is whether the 
presumption of validity of the patent is greatly weakened 
if not destroyed, thus relieving Defendant of the heavy 
burden and high standard of proof normally required of 
a defendant attacking the validity of a patent? 


Where plaintiff attempted to distinguish its patent from 
the German one by relying on things said to be vital to the 
invention, and not disclosed in its patent; the question is 
whether the patent in suit is invalid for incompleteness 
and/or indefiniteness? 


Second Count 


| Where ‘‘an ordinary criminal statute’’ (to use the words 
of the Senate and House committees who passed it) per- 
mits any informer to bring an action thereon, and does not 
provide for compensation to injured parties but only a 
penalty in the form of a ‘‘fine’’; the question is whether 
an appeal on the merits from a judgment finding defendants 
not guilty is forbidden by the double jeopardy clause of 
the Constitution? 


Where the above statute forbids use of patent marking 
for the purpose of deceiving the public, and the trial court 
held that there was no such purpose, after a five day trial 
at which seven witnesses testified; the question is whether 
the case is controlled by Rule 52a, F.R.C.P.? 


Where the above statute spells out several detailed pre- 
requisites to a violation thereof, on which plaintiff offered 
no evidence; the question is: did the trial court correctly 


hold ‘‘a cause of action has not been made out’’? 


Where at the close of Plaintiff’s case Defendants moved 
to dismiss on the ground Plaintiff failed to prove a prima 
facie case and where “he Court implied that the motion 
was well founded but decided to ‘‘reserve the matter until 
the end of the case’’ (Tr. 473) and then in his final decision 
held ‘‘a cause of action has not been made out’’, the ques- 
tions are, First, should this Court review the Plaintiff’s 
evidence to see if it made out a prima facie case, and Sec- 
ondly, if it finds that Plaintiff failed to prove a prima facie 
case, should it affirm the decision below? 


Third Count 


Were the findings of the trial court, to the effect that an 
alleged trade secret was given freely for use in Spellright’s 
businss, supported by substantial evidence? 


Where Plaintiff claims breach of disclosure of a trade 
secret, but offered no evidence to prove that it kept the 
idea secret; the question is: did it fail, as a matter of law, 
to make out a prima facie case? 


Where Plaintiff claims that an idea was disclosed to De- 
fendant, and that after such disclosure it made an ex parte 
request that the idea be kept confidential but does not even 
allege that Defendant agreed to keep the idea confidential ; 
th question is: did Plaintiff fail, as a matter of law, to make 
out a prima facie case? 


Where Plaintiff did not at the trial rely on Defendant’s 
issue of a British patent as a breach of alleged trade secret, 
but in response to inquiry by the Court said that the British 


patent was being introduced in evidence for another pur- 
pose; the question is: may it be relied on in this Court as 
a breach? 


Where Plantiff allegedly made an ex parte request to 
Defendant to keep an idea confidential because Plaintiff 
intended to apply for a patent; the question is: did Plaintiff 
fail to make out a prima facie case, as a matter of law, when 
it now claims that issuance of a British patent was a breach 
but has at no time even alleged that the issuance of the 
British patent in any way interfered with Plaintiff secur- 
ing its patent or that Plaintiff was in any way damaged by 
issuance of the British patent? 


Where a plaintiff sues for breach of trade secrets and 
admits that it suffered no damage from the alleged breach, 
and withdrew its prayer for an injunction; the question is: 
did it fail, as a matter of law, to make out a prima facie 
case? 


TABLE OF CONTENTS 


CoUNTERSTATEMENT OF THE CASE 


Plaintiff distorted its own patent at the trial and in 
its brief here 
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IN THE 


United States Court of Appeals 


For tHe Disreicr or CotumsBr1a Circuit 
Appeal No. 21527 


Frumon Process Corporation, Appellant, 
v. 


SpeLLRIGHT CORPORATION, ET AL., Appellee. 


Appeal From the United States District Court for the 
District of Columbia 


BRIEF FOR APPELLEES 


COUNTERSTATEMENT OF THE CASE 


Defendants disagree with Plaintiff’s statement of the 
case and submit a counterstatement. 


Plaintiff’s first alleged cause of action is for patent 
infringement and the crux of the issue on this appeal is 
the correctness of the following finding of fact of the 
trial judge (JA 19, 8-9): 


“Tt is clear, therefore, that the carrying elements 
of Ploeger’s invention, and the basis on which he was 
awarded his patent had been previously disclosed and 
emphatically disclosed by the German patent to Gruen- 
del’? * * * (Emphasis added) 


2 


Plaintiff’s alleged second cause of action is based on a 
criminal statute, 35 U.S.C. 292, which provides for a fine 
of $500 where patent markings are applied “to deceive 
the public’’. However, the Court below found ‘‘there was 
no intent * * * to deceive the public’’. 


Plaintiff’s alleged third cause of action claimed breach 
of an alleged trade secret that Ploeger disclosed to De- 
fendant Wolowitz. The Court, after a five-day trial in 
which the relationships between the parties were fully de- 
veloped, found as a fact that Defendants were given the 
idea freely to use in their business. 


Previously, this Court found that Plaintiff was not en- 
titled to a jury trial as to the first and third counts because 
stipulations in the pretrial order made it clear that Plaintiff 
was not entitled to any damages, Filmon Process Corp v. 
Strica, CA-D.C., 379 F2d 449. 


Plaintiff’s brief relies mainly on the testimony of its own 
witnesses. However, numerous improprieties and contra- 
dictions justified the Court in rejecting their testimony.° 

* Ploeger swore in answer to our interrogatories 36 and 62s that he did not 
mark! his product with the patent number. When this Court held in Filmon 
Process Corp. Vv. Sirica, supra, that this was fatal to any claim for damages, 
Ploeger swore that he put the number on the product regularly (Tr. 277-89, 
384-6). Other contradictions by Ploeger appear as this brief proceeds. 
Scidcl was the attorney who filed the suit. He did not withdraw until the 
pretrial conference as the record below shows, although he denied this at the 
trial \(Tr. 453). His partner, Gonda, was a principal attorney throughout 
the case including the trial and this appeal, and was also a witness (Tr. 464-9). 

Ploeger and Seidel caused letters to be sent to 106 stores, nearly all of 
which were customers of Spellright, advertising this lawsuit and saying ‘‘My 
client has instructed me that it wishes to move forward under its patent rights 
to the maximum extent permitted to it by law.’’ Included was a store in 
Canada 80 miles from the border who was accused of infringing Ploeger’s 
U.S. Patent when it sold Spellright ribbons. (See D’s interrogatories 52, 53, 
54a and 54b at JA 12). Judge Jackson said of the letters that ‘‘it was a 
threat, and I don’t approve of such actions’’ (hearing, February 28, 1964, 
Tr. 22). Judge Holtzoff said the letters were ‘‘reprehensible’’ (Tr. 792). 
Seidel filed an affidavit alleging motions, that the Court had granted, had 
been filed in bad faith; and Judge Holtzoff ordered that remark stricken 
(Hearing, September 20, 1963, p. 31). Scidel was very evasive on cross- 
examination (Tr. 455-9). 
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Plaintiff Distorted Its Own Patent at the Trial and 
in Its Brief Here 


Plaintiff’s patent shows an ordinary typewriter ribbon 
12 of cotton, silk or nylon, together with a nylon film 
backing 14. The backing and ribbon are fused together 
along the edges 14a. The words ‘fused together”’ as used 
in the patent, simply mean that one of the two layers 12 
or 14 (Fig. 4) is melted into the other, for example, that 
the film 14 is melted into the borders of the ink-carrying 
ribbon 12 without any part of the latter necessarily being 
melted (Tr. 488, 506-7). 


A mere reading of the whole patent shows that there is 
nothing said therein about the means or method whereby 
the two layers 12 and 14 are fused together, much less that 
hot knives are used. 


Moreover, the preferred form of the patent is one in 
which the ink-carrying layer 12 is cotton or silk (Tr. 498- 
506). See also the patent at column 1, line 61: 


‘“‘For the purpose of illustrating the invention there 
is shown in the drawings a form which is presently 
preferred; * * *’? (Emphasis added) 


Since the drawings illustrate the preferred form, we note 
that they illustrate a form in which the strip 12 is of non- 
fusible material (Tr. 502). See also column 2, line 26 of 
the patent: 


“‘ Although in the illustrated embodiment of the ribbon 
10 of the present invention, the edges 14a of the im- 
pervious strip 14 are shown to be fused to the edges 
12a of the absorbent strip 12, if the absorbent strip 12 
is made of a fusible material, the edges 12a of the ab- 
sorbent strip 12 may be fused to the edges 14a of the 
impervious strip 14.”” (Emphasis added) 


Column 2, line 9, of the patent says that the woven strip 
may consist of ‘‘cotton, silk or nylon’’. Cotton and silk 
are incapable of being melted, hence the portion of the 


4 


specification starting at col. 2, line 26, quoted above, is in 
effect saying that the embodiment of the invention shown 
in ‘the drawings uses cotton or silk for the ink-carrying 
ribbon 12 (Tr. 502). Indeed, an examination of Fig. 4 
shows a distortion of the nylon film backing 14 for ap- 
proximately 14 inch inwardly from the edges 14a thereof. 
It is also noted that there is no distortion of the mbbon 
12 (Fig. 4), and it was thus unaffected by heat (Tr. 503). 
Moreover, Ploeger’s attorney, said this to the Examiner 
(PX 1, p. 27): 

‘“‘Claim 15 [claim 2 of the patent] has been added 
| because there are materials, as indicated in the speci- 
| fication (first sentence of second paragraph of page 

4) other than nylon which may be fused to the imper- 


vious nylon film, and which may perform satisfactorily 
_ in the present invention.’’ (Matter in brackets added) 


Turning to the first sentence of the second paragraph of 
page 4 of the file wrapper (PX 1), which is the thing re- 
ferred to in the above quotation, the only materials named, 
other than nylon, are cotton and silk. Thus the foregoing 
was a representation to the Examiner that cotton and silk 
may be used as the ink-carrying strip 12 of the patent (Tr. 
507-8). 

Therefore, the word ‘‘fused’’ as used in claim 2 of the 
issued patent, and on page 27 of the file wrapper, simply 
means that the nylon film 14 is melted (because cotton and 
silk cannot melt) into the borders of the cotton or silk 
ribbon 12. Therefore, the word ‘‘fused’’ is not used in the 
patent as meaning ‘‘welded’’, for in a welding operation 
both materials are melted and flow together (Tr. 506-7). 


While the patent mentions in col. 2, lines 30-32, and in 
claim 1, an alternate form not illustrated in the drawing 
(and thus not the preferred form) involving a woven nylon 
ink ribbon with a nylon film backing, there is nothing said 
that both nylon strips are heated, or that the two strips are 
‘‘welded’’ together (Tr. 506-7). The only word used is 
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‘fused’, which presumably means the same thing as it 
meant in connection with the preferred form (cotton or 
silk ribbon 12 with nylon backing 14) in which one of the 
two strips was heated. Thus, claim 1 is not limited to the 
situation where both nylon strips 12 or 14 are heated (Tr. 
506-7); indeed such a situation is not even described in 
the patent. 


The Prior Art Patent to Francis Illustrated a Structure Similar 
to Ploeger Except Attached All Across the Ribbon 


The Francis patent, which was cited by the examiner, 
will now be discussed as background information. 


Francis, 2,657,157, is quite the same as Ploeger except 
that the film is attached across the entire back of the 
ribbon, instead of at the edges only as in Ploeger. The 
Francis patent is described, though not by name, in the 
patent in suit, col. 1, lines 28-35, thus: 


‘¢ Another attempt to strengthen the single ply printing 


ribbon has been to coat the outer surface of the ribbon 
with a thin layer of plastic material. However, since 
the plastic penetrates slightly into the pores of the 
absorbent ribbon, the amount of ink which such a 
plastic coated ribbon can absorb is drastically reduced. 
Thus, such a plastic coated ribbon has a shorter useful 
life than a single ply ribbon.”’ 


Ploeger traversed the rejection on Francis, arguing that 
Francis had its backing attached clear across the back and 
also that it did not disclose nylon (PX 1, pp. 31-5).* 


* Moreover, in a further effort to overcome the rejection on Francis, Plocger 
filed an affidavit of Nagy which stated (PX 1, p. 38): 


‘©The impervious plastic film must be joined to the ink bearing layer of 
absorbent nylon material only at their edges, If the film is adhesively 
secured to the layer of ink bearing absorbent nylon material across the 
full width thereof, the plastic would slightly penetrate into the pores of 
the absorbent nylon material and the amount of ink which such a plastic 
coated ribbon could absorb would be drastically reduced thereby pro- 
viding a shorter useful life than a conventional nylon ribbon. In such 
a plastic coated nylon ribbon, there is no reservoir of ink nor any 
capillary action.’’ 
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| The Examiner then repeated his rejection, holding that 
Francis disclosed a nylon backing and that other prior art 
taught a woven nylon ribbon (PX 1, p. 40). Thereafter, 
Ploeger dropped his argument that Francis did not dis- 
close nylon and presented this argument (PX 1, pp. 48, 50) : 
‘‘The patent to Francis completely lacks the concept 
of the present invention since the film is adhesively 
secured to the absorbent fabric across the full width 
thereof.’’ (Emphasis added) 
a * . & & 
‘‘Bach of these patents discloses a film which is secured 
to the absorbent fabric across the full width thereof in 
the same manner as in Francis. Neither of these 
patents provides a welded or fused joint along the 
extreme edges only.”’ 


Ploeger’s application was then allowed. 


The German Patent Shows Alleged Invention of the 
Ploeger Patent 


|The U. S. Patent Office classified Grundel’s German 
patent 966,174 under ‘‘ Typewriter Ribbons’’ and in exactly 
the same class and sub-class as the patent in suit (Tr. 700).* 


Plaintiff’s brief argues that the German patent discloses 
only a manifold ribbon; however, while the first two para- 
graphs of that patent describe prior art manifold ribbons®* 
(‘‘which sometimes may more accurately be designated as 
ink screens’’), the third and fourth paragraphs of the 
patent describe prior art efforts to improve conventional 


| * All reference in this brief to the German patent is to the translation. 
Plaintiff’s brief attacks the translation but in doing so reads the testimony 
out of context. 


| ** Plaintiff’s brief (p. 25) says ‘‘Manifold ribbons do not move laterally 
* * * 77, but see the first paragraph of the German patent: ‘‘this second 
ribbon is guided across the machine * * * ’’. Moreover, Plaintiff argues that 
Grundel’s ribbon is like a sheet of carbon paper, but examination of the 
drawing shows that it is a long narrow strip, just like a typewriter ribbon. 
If such a narrow strip was used like carbon paper, it would accommodate 
only a single line of typing. 
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ink ribbons. Indeed, the third paragraph refers to ‘‘ink 
release to the side opposite the type impact.’’ This would 
apply only to a conventional ribbon such as a typewriter 
ribbon (Tr. 539-40). Moreover, the fourth paragraph of 
the German patent refers to a ‘‘conventional ink ribbon”’ 
(Tr. 572). Reading the fourth paragraph in context with 
the fifth makes it clear that one of the things to which 
Grundel proposes to apply a backing is ‘‘a conventional ink 
ribbon.”’ 


The fifth paragraph of the German patent explains that 
the problem may be solved by ‘‘joining this film to the 
ink ribbon or ink screen respectively, by thermoplastic bond- 
ing on a very small strip along the longitudinal edges. The 
ink carrying tissue on the entire surface of the ink ribbon, 
or ink screen is thus covered by only a loosely touching 
film * * *.”? (Emphasis added) 


It is entirely clear, therefore, that the teachings of the 
German patent apply to both ordinary ribbons and to ink 
sereens. However, it may be said parenthetically that it 
would make no difference in the result if the German patent 
was limited to ink sereen, for Ploeger’s claims 1 and 2, in 
suit, recite the subject matter as a ‘‘printing ribbon’’. 
These words are clearly defined broadly in the first sen- 
tence of the specification. Moreover, the claims say noth- 
ing about any particular use of the ribbon or any impact 
of type thereon.” 


The German examiner cited the Francis patent against 
Grundel and this appears in print at the end of the Ger- 
man patent itself. Grundel explained the Francis patent, 
though not by name, in his specification, thus: 


‘‘Various attempts have been made in the past to cover 
one side of ink ribbons in order to restrict the ink re- 


*While Plaintiff is incorrect in stating that Grundel discloses ‘‘only a 
manifold ribbon’’, that contention would avail Plaintiff nothing because a 
manifold ribbon is indeed a typewriter ribbon since it is for use in a 
typewriter, It is clearly a printing ribbon. 
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| lease to the side opposite the type impact. Ink ribbons 
have thus been impregnated on one side or coated with 
_ suitable means. Such means have been applied through 
- vuleanization or bonding. Inasmuch as thermoplastic 
films have been used they were joined by thermoplastic 
_ bonding. In all of these cases an intimate bond between 
the ink ribbon and the covering means was obtained 
_ over the whole area, with the result that the ink-holding 
| capacity, and consequently the productive output of the 
_ ribbons, was always reduced by a smaller or larger 
amount.”’ 


The similarity between this statement of the Francis 
structure by Grundel, and the almost identical statement 
in |the Ploeger patent (col. 1, lines 28-35) quoted at page 5, 
supra, is immediately apparent. 

After explaining certain prior art efforts to overcome 
‘‘the earlier mentioned shortcomings,’’ Grundel says (pp. 
2-3) : 


“It has been found that these problems can be solved 
| Im a very simple way by using a thermoplastic film 
| to cover one side of the ink ribbon, joining this film to 
| the ink ribbon, or ink screen, respectively, by thermo- 
| plastic bonding on a very small strip along the longi- 

tudinal edges. The ink-carrying tissue on the entire 
_ surface of the ink ribbon, or ink screen, is thus covered 

by only a loosely touching film, yet, through thermo- 

plastic bonding, this film is firmly joined at its borders 

| to the tissue, thus preventing any shifting and assuring 

_ perfect originals or duplicates.’? (Emphasis added) 
* * e a * 


| **Fig I shows an ink ribbon with a partially overlay- 
| ing cover film, which is loose on its surface and joined 
at the borders only;’’ (Emphasis added) 


Grundel’s claim 1, quoted by the Court below (JA 
19, p. 8) says the same thing very clearly and concisely 
(Tr. 573-4). 

In his Figure 1, Grundel simply melts the edges of the 
film into the borders of the ink tissue without the ink tissue 
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being melted, just as Ploeger describes in the preferred 
form of his invention (Tr. 512, 535). 


In Figure 3, (described at p. 3, lines 13-22 of the patent), 
Grundel teaches use of thermoplastic material for both the 
ink ribbon and the film backing, and a true weld attaching 
these (along with an additional thermoplastic thread) to- 
gether. The true weld involves melting all three elements 
and causing them to flow together (Tr. 515-9). 


Moreover, Plaintiff admitted that the layers of the 
German patent were attached by ‘‘fusing’’ (Tr. 487, lines 
9,13). Compare this with the word ‘‘fused’’ which is the 
only word, on this subject, that appears in Ploeger’s patent 
(see claims 1 and 2 in particular). In addition, Plaintiff 
admitted (Tr. 488) : 

‘“‘Tre Court: I say fusing is a more generic term than 
either melting or welding. 


‘Mr. Rosson: Yes, sir.’’ 


Therefore, it is entirely clear that neither Ploeger’s speci- 
fication nor his claims disclose any more detail as to the 
way the layers are joined than is disclosed in the German 
patent. 


Plaintiff’s brief argues that the word ‘‘tissue’’ used in 
the English translation refers to something different from 
woven fabrics, but see Webster’s New International Dic- 
tionary, 2d Edition, which defines ‘‘tissue’’ thus: 


“1, a woven fabric;”’ 
Moreover, the word ‘‘ribbon’’ appears regularly in the 
translation, and the above dictionary defines it thus: 


‘3. An inked strip of cloth used in typewriters and 
stamping presses.”’ 


The German word, which appears in the translation as 
‘‘tissue’”’ also means ‘‘weave’’ (Tr. 572, 557-9). 
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Moreover, the fact that Grundel refers to ‘‘silk tissues”’ 
(p. 3, line 7) confirms the above, for it is well known that 
the silkworm produces long threads which are made into 
fabrics by weaving (Tr. 558). 


Plaintiff’s brief (p. 25) refers to Grundel’s statement: 
‘‘the stiffness of the product achieved in this way assures 
a problem-free ribbon transport’’. The ribbon transport 
is, of course, referring to the ribbon moving through the 
typewriter, or other machine, in the usual way. The mbbon 
must have a certain degree of stiffness for it stands on its 
lower edge, and if it were too limp it would curl just like 
a highly worn ribbon often does (Tr. 539-43). The amount 
of stiffness (and its converse, pliability) is a matter of 
degree which is obviously selected by the ribbon manufac- 
turer, and patentability cannot depend on such a matter 
of choice. 


Whether a ribbon is used like a typewriter ribbon, or as 
an ink screen (where it is located between sheets of paper), 
the same must be pliable, for it is required to deform 
somewhat in response to the impact of the typewriter key 
if it is to make an imprint. The reason that a typewriter 
ribbon works is that it allows the shape of the letter on the 
key to deform the ribbon, whereby the only part of the 
ribbon that strikes the paper is a portion having the shape 
of the letter to be printed. If it were not so, only a smudge 
would result. Thus a typewriter ribbon is bound to be 
pliable. 


Ploeger’s patent cites ‘‘cotton, silk, or nylon’’ as the 
three materials for his ink carrying tissue (col. 2, line 9). 
These are the three fabrics that had been widely used for 
typewriter ribbons prior to 1959 (Tr. 629, 500-1). 


Ploeger’s selection of nylon film as a backing for his 
ribbon was an obvious one, since nylon is a fairly new 
material known for its extreme durability (Tr. 510-24). 
Indeed, the patent to Markes 2,699,244 granted January 
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11, 1955 teaches that a separate nylon protecting member 
24 for a typewriter ribbon is advantageous (col. 2, lines 
15-16) : 


‘<* * * nylon is quite satisfactory for this purpose as it 
has the necessary thinness, flexibility and durability.”’ 


Similarly both the Examiner (PX 1, p. 40) and the Court 
below (Opinion p. 9) found that Francis 2,657,157 had a 
backing of nylon (Tr. 519). 


The German patent does not specify the materials for 
the ink carrying tissue, except in passing he says (p. 3, 
line 6) ‘‘it is now possible to use the finest silk tissues 
which in turn produce imprints, the fineness and precision 
of which leave nothing to be desired’’. The advantage of 
silk, over nylon and cotton, is its fineness and so by im- 
plication these other materials could be used if extreme 
fineness was not needed (Tr. 557-9). 


Grundel does not say that his ‘“‘thermoplastie film’’ is 
nylon, but it is well-known that nylon is a very common 
form of such film (Tr. 515), and indeed, it is well-known 
that it is perhaps the only one that could be welded to a 
nylon ink-carrying tissue (Tr. 431). 


Since nylon is one of the two most common materials for 
the ink-carrying tissue for typewriter ribbons, and the only 
thermoplastic material used for that purpose, one skilled 
in the art would certainly be expected to try it if he at- 
tempted to carry out Figure 3 of the German patent. And 
since a nylon film backing is the only thermoplastic that 
can be welded to a nylon ink-carrying tissue (Tr. 431) and 
since nylon backings for typewriter ribbons are taught in 
the prior patents to Markes, 2,699,244, and Francis, 2,657,157 
(cited at the end of the German patent), it would be ob- 
vious for one skilled in the art to use nylon for Grundel’s 
backing. 
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It Is Desirable for the Court to Understand 
Spellright’s Ribbon 
It is desirable for the Court to understand Spellrights’ 
ribbon, because presentations made by Plaintiff, in its 
attempt to prove infringement, are relevant on the ques- 
tion of validity as will appear under the next heading. 


At the outset, the Court did not, as Plaintiff’s brief 
(pp. 8, 9) argues, hold the patent in suit infringed, if valid. 
It was Defendants’ position that the printing half of the 
ribbon PX 17 (except for the ink) was supplied by Plain- 
tiff and that Plaintiff authorized its use (Tr. 608-23). On 
the jother hand, it was Plaintiff’s position that it did not 
supply material for these ribbons and that they were in- 
fringements. The Court specifically said that he was not 
resolving this dispute (Opinion, p. 14).° 


All forms of the Spellright ribbon are in essence two- 
color ribbons. As is well-known, typewriter ribbons in 
which the upper half is black and the lower half is red 
have been used for many years. Spellright’s ribbon differs 
in that the upper half is black and the lower half is white. 
Therefore, if a typist makes a mistake while using the 
black half of the ribbon, she may back-space her typewriter 
and mask the error by typing over it from the white half of 
the ribbon. The white half is made of ‘‘correction mate- 
rial’’ which has a chalk-like surface (see PX 17). 


Since the black half is vertically above the white half, 
an ink of low viscosity would tend to bleed down and ruin 
the 'white half. Thus, on the black half of the ribbon a 
heavy paste ink was used, instead of ordinary ink, to reduce 
as much as possible the tendency of the ink to bleed to the 
white half of the ribbon (Tr. 589, 639). For further details, 
see PX 17. 


* Plaintiff never offered in evidence any ribbon made by Spellright of 
material not supplied by Ploeger (JA 19, p. 9). 
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Plaintiff's Allegations Respecting Increased Absorbency, etc. 
Are Without Merit 


Ploeger ran a test purporting to show that one kind of 
ink would run up his ribbon by capillary action. Wolowitz 
ran a similar test using Spellright’s paste ink and did not 
get the capillary action (Tr. 630, 638). Plaintiff did not 
attempt to dispute or explain away the result of Wolowitz’s 
tests; indeed, when Plaintiff offered its proof of infringe- 
ment, it did not even allege that the Spellright ribbon had 
substantial capillary action (Tr. 440-5). 


Similarly, while Plaintiff argues that its invention has a 
reservoir effect which delivers ink when the key strikes 
the backing,* it does not allege that with Spellright’s paste 
ink there is a like effect (Tr. 440-5). 


Thus, Plaintiff blows hot and cold. When it offered 
proof of infringement, it made no effort to prove that 
Spellright’s ribbon had any of the alleged unusual results. 


It proved simple structure only. When it comes to validity, 
it tries to sustain its patent by alleging operating charac- 
teristics and results not in its claims, and which the Spell- 
right ribbon does not even have. 


One reason why Spellright was interested in Ploeger’s 
material was because it had a film backing to which Spell- 
right could attach its correction material; remembering that 
Spellright had found difficulty in directly attaching the 
correction material to the ink-carrying tissue (P. Br. p. 6; 
Tr. 148-51). Spellright, therefore, did not use Ploeger’s 
material because of any alleged capillary action, reservoir 
effect or the like (Tr. 641-3), and since Ploeger’s claims 1 
and 2 do not specify any of these alleged unusual effects, 
but only simple structure, Plaintiff was able to read its 
claims on the Spellright ribbon made of Ploeger’s material 
and inked with a thick paste ink (Tr. 440-5). Except for 


*If the effect exists, the German patent would obviously have it also since 
the structure of the two patents is the same. 
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the word ‘‘nylon’’, the very words that Plaintiff used to 
prove infringement (Tr. 440-5) also read squarely on: the 
German patent. 


There Is Nothing New or Unobvious About Any Capillary 
Action in Ploeger’s Ribbon 


Ploeger claims that there is something unusual about the 
capillary action in his ribbon. He demonstrated that light- 
weight ink will run up his ribbon. But Wolowitz ran an 
identical test using the ribbon and protective nylon backing 
of the prior art U. S. Patent No. 2,699,244 to Markes.* 
The result was exactly the same as with Ploeger’s ribbon 
(Tr. 629-30, 636-9, 643). 


Moreover, while Plaintiff argues that the capillary action 
was unexplainable, it not only was explained to the Ex- 
aminer but Plaintiff filed an affidavit of Nagy explaining it 
(PX 1, pp. 31, 38). When, however, Nagy testified to the 
same thing in this suit, he admitted on cross-examination 


that all ribbons have capillary action and that Ploeger’s 
nylon backing causes ‘‘a little bit more’’ capillary effect 
(JA 13, p. 29). 


Moreover, Ploeger’s specification and claims do not refer 
to ‘any capillary effect or to any conditions to create such 
an'‘effect. It is well-known that a requirement for capillary 
action is to have small interstices or channels and a light 
fluid to run up the channels. Thus, capillary action de- 
pends on the size of the spaces between threads of the 
ribbon and the viscosity of the fluid (ink). Neither is 
disclosed in the patent. 


Nor was the Examiner impressed with the capillary action 
or the alleged increased ink capacity, as stated in Plain- 
tiff’s brief (p. 4), for after that subject was presented 

*'During this test Wolowitz demonstrated that when fluid ink was used in 


a ribbon not sealed at all, the rate of capillary action was as fast as the 
Ploeger ribbon which was sealed at the edges (Tr. 632-7). 
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(PX 1, pp. 31-8), the Examiner found the same to be in 
the prior art (PX 1, p. 40, Par. 3). 


Plaintiff’s brief (p. 4) says that a drop of ink on Ploeger’s 
ribbon will spread out to three times the area as is the 
case if a drop of ink falls on plain nylon fabric. This 
would be expected of any ribbon with a smooth film backing 
for ink will obviously spread out on a smooth film. The 
Examiner was not impressed with this argument of Ploeger 
(PX 1, pp. 31, 40). Obviously the same would happen in 
Grundel. 


Moreover, since the structure of the German patent is 
quite the same as Ploeger’s, the German ribbon would ob- 
viously have quite the same ink capacity and capillary 
effect as Ploeger. 


Ploeger’s Ribbon Had Only Minor Success 


Plaintiff’s biggest customer for its ribbon was Spell- 
right (Tr. 309) who purchased 1,500,000 yards (Tr. 180).* 
This is only a trifle compared to the total market for type- 
writer ribbons. Moreover, by 1963 Plaintiff’s sales had 
fallen off to $1,000 per year (Tr. 308-9). Ploeger blames 
his failure to market his ribbon on this lawsuit (Tr. 380). 
While Plaintiff alleges that he makes sales to Remington 
Rand, the Government, and others, this was also going on 
in 1963 when his total sales were only $1,000 per year 
(P. Br. 5). It was within the power of Plaintiff to prove 
how much was sold to these concerns but it did not do 
so. Any suggestion that he is doing well with his mbbon 
is contradicted by his testimony (Tr. 380). 


Plaintiff’s expert Nagy explained that Ploeger’s ribbon 
bulks after a short period of usage, resulting in bad feed- 
ing through the typewriter (JA 13, p. 22; Tr. 661). The 
Patent Office was not told of this defect. 


* At 10 yards per ribbon, this would make 150,000 ribbons. 
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Ploeger filed Nagy’s affidavit in the Patent Office (PX 1, 
pp. 37-9) praising the ribbon of the Ploeger application 
even though Nagy never saw the application (JA 13, pp. 
25-7). Moreover, Nagy admitted that a whole paragraph 
in his Patent Office affidavit (PX 1, p. 39) was untrue (JA 
13, p. 32). 


Ploeger’s application was repeatedly rejected until an 
affidavit of Hommel of Schwarzenbach-Huber was filed (PX 
1, pp. 54-5). Hommel praised the commercial possibilities 
of the idea. To bolster Hommel in the eyes of the Ex- 
aminer, Ploeger swore (PX 1, p.52): ‘‘The Schwarzenbach- 
Huber Company is the largest distributor of typewriter 
ribbons’’ (PX 1, p. 52), an untrue statement (JA 11, p. 97). 
The Patent Office was not told that Schwarzenbach-Huber 
was a sales agent for Plaintiff (Tr. 597, 179). 


As a desperate effort at makeweight, Plaintiff’s brief 
(p. 6) claims Spellright sought to buy the patent, threatened 
to infringe, ete. The full undisputed facts, however, show 
that such an offer to purchase was made at Ploeger’s sug- 
gestion to give him an excuse to live up to a bargain he 
made but found it embarrassing to keep (Tr. 656-61).* 


The Facts Show That the False Marking Charge 
Is Without Merit 


We entirely disagree with all the statements of alleged 
facts relating to the charge of false marking set forth in 
Plaintiff’s brief, and submit the following counterstatement. 


Wolowitz applied for a patent on a self-correcting (black 
and white) ribbon and in June 1961 the Examiner allowed 
a claim, which fact was brought to the attention of Spell- 
right (Tr. 625-6). Kaufman, a member of Spellright’s 
board of directors, heard of this fact (Tr. 247-8). He was 
head of an independent advertising agency and was at a 


* Ploeger and Scidel claim that Wolowitz threatened to infringe but this 
was denied (Tr. 626). 
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later date asked to write Spellright’s literature (Tr. 246). 
He had no experience with patents and assumed that if a 
patent had been allowed, that the item was patented (Tr. 
248-9). He related the facts, as he believed them, to a 
subordinate who did the actual writing (Tr. 255). Kauf- 
man never heard of Ploeger or Plaintiff and was not re- 
ferring to their patent in Spellright’s literature (Tr. 249), 
and there is not a shred of evidence to support the con- 
trary allegation in Plaintiff’s brief. 

Moreover, all the parts (the film, the glue, etc.) of the 
Spellright ribbon were ‘‘patented’’ by the suppliers of 
those parts (Tr. 607, 790),* so the words that Kaufman’s 
agency used were true even though for different reasons 
than Kaufman thought. 

Spellright used the leaflet (PX 7a) which Kaufman’s 
agency prepared in connection with Spellright’s regular 
line of ribbons (Tr. 393). Plaintiff does not allege that 
this use of the leaflet** was improper and therefore we are 


not called upon to defend use of the leaflet generally, but 
only in connection with one rather specific alleged situation 
discussed below. 


Spellright in addition to its regular line of ribbons sold 
a small quantity of experimental ribbons in 1963 (Tr. 
080-5). Plaintiff alleges that PX 11 is one of these ribbons 
and that Ploeger purchased it from Abraham & Straus 
in New York City (Tr. 223-8). Ploeger further alleges 
that a printed Spellright leaflet came with the PX 11 
ribbon (P. Br. p. 7) but he was unable to produce the 
leaflet (Tr. 228-30). Also, the chain of possession of 
PX 11 was not established (Tr. 427, 464-8). 


* Plaintiff’s brief suggests that the basic patent on Scotch tape had ex- 
pired but does not suggest that there were no improvement patents. 


** Defendant’s regular line of ribbons used Ploeger material (Tr. 662, 180). 
Ploeger alleges that he authorized marking them (Tr. 199-200) and to be 
consistent he makes no charge of false marking with respect thereto (P. 
Br. 35). 
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Spellright’s evidence was that the printed leaflets, pre- 
pared by Kaufman’s agency, had a guarantee on them 
which applied to only its regular line of ribbons and that 
for that reason it used a mimeographed (not a printed) 
leaflet with its experimental ribbons (Tr. 395). Therefore, 
it was never intended that the experimental ribbons at 
Abraham & Straus would be accompanied by Kaufman’s 
leaflet that used the word ‘‘Patented’’. It follows that 
Ploeger probably did not receive a printed leaflet with 
PX 11, if indeed PX 11 is a ribbon that he got from Abra- 
ham & Straus, but if he did, it was an error, for Spellright 
did not intend to send them with the ribbon. 


Ploeger Gave Spellright the “Method” of the Third Cause of 
Action With No Strings Attached 


Ploeger gave Wolowitz the right to use an unpatented 
method (which Ploeger demonstrated to Wolowitz) without 
any strings attached, as the following examples from 
Ploeger’s deposition clearly show (Tr. 296-302) : 


“Our meetings were strictly social and that was all. 


* @ # 99 


sd * * * * 


“<Q, Were you freely giving him helpful suggestions 
as to how to improve his product. A. Yes, sir. 


«<Q. And you passed along helpful suggestions to him 
without any strings attached, didn’t you? A. I would 
think so. Certainly. 


* * * * * 


‘<Q. Did Filmon Process Corp. ever make any agree- 
ments, either oral or written, with Spellright Corp.? 
A. No.’’ 


Ploeger’s father was present at the time (Tr. 681). The 
father confirms that the ideas were given freely, without 
any obligation (JA 11, p. 61). 
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In his deposition, Ploeger, Jr., said he could not recall 
a thing that was said the day of the demonstration (Tr. 
290) ; but he later claimed this (Tr. 238) : 


““Q. Did you say anything further to Mr. Wolowitz 
with respect to your intentions to file a patent applica- 
tion? (Emphasis added) 


‘cA, * * * T told him to retain it as confidential in- 
formation.’’ 


The Court found that, in view of all the relations between 
the parties, ‘‘the very purpose of disclosing it was to help 
defendant in its own business’? and that therefore the 
plaintiff had no basis for claiming that any use Spellright 
made of the idea was a breach.* 


The Court found that Defendants denied that there 
was a request to keep the idea confidential, but that even 
if the request were made the most it could have meant was 
that Wolowitz should not make the process public ‘‘be- 
cause the plaintiff was intending to apply for a patent’’. 
In view of this finding of fact, Plaintiff’s appeal brief 
stresses the issuance of a Wolowitz British patent in 1964 
asa breach. Plaintiff never alleged that the British patent 
was a breach at the trial; indeed, it was not introduced 
in evidence until almost the end of the trial and then as 
follows (Tr. 677) : 

“‘Tar Court: How is it relevant to the issues of this 
action? What does it tend to prove? 


‘‘\Mr. Rogson: It refutes this witness’s testimony that 
the film and the fabric would not be welded together 
because the fabric would melt. 


‘“‘Toe Court: Oh, I see. Very well. Let it be 
admitted.”’ 


Even assuming that Ploeger made a request that Wolo- 
witz keep the idea confidential so that Ploeger could apply 


—_—_——- 


* It is well-known that both manufacturers and retailers regularly give free 
advice and suggestions to customers. 
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for a patent, Wolowitz made no public disclosure prior to 
Ploeger’s application for patent, and the issue of the 
British patent in no way interfered with Ploeger securing 
a patent; indeed, Plaintiff claims no damages under the 
third cause of action (Tr. 161-8) and Plaintiff withdrew its 
prayer for an injunction (Tr. 162). Thus, while it is 
strongly denied that the British patent was a breach, even 
if it was a breach, it was a harmless breach and de minimis. 


Wolowitz and Farrell testified that Wolowitz had the 
idea first (Tr. 586-7, 653-5) but Wolowitz does not say he 
made a full disclosure of it to Ploeger, although Ploeger 
may have deduced the idea from statements Wolowitz did 
make (Tr. 653-4). Plaintiff’s brief (p. 12) suggests that 
the Court resolved priority in favor of Ploeger and re- 
jected the testimony of Wolowitz. However, Wolowitz 
testified at the trial to the very thing that the Court found, 
namely, that Ploeger made the demonstration (Tr. 654). 
The Court, however, never ruled one way or the other on 


the defense that Wolowitz was in possession of the idea 
well prior to the demonstration.* 


Finally, it is noted that there was no evidence that Plain- 
tiff kept the idea secret for any length of time, much less 
until the British patent issued; hence, Plaintiff failed to 
make out a prima facie case under the laws of trade 
secrets. 


Plaintiff’s brief (p. 11) urges that Wolowitz told 
Ploeger that he had no intention of competing with 
Ploeger, and was not interested in manufacturing but only 
selling ribbons. This is unsupported by the record, and 
is denied. 


* Plaintiff’s brief (p. 12) argues that Wolowitz did not seek an interference 
with Ploeger; but, as admitted at page 4 of the Pretrial Order, Wolowitz 
filed first and Ploeger did not seek an interference with Wolowitz. 
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SUMMARY OF ARGUMENT 


Ploeger’s idea is so clearly unpatentable that if the 
Court below had held the patent valid, the decision would 
have been erroneous as a matter of law. 


Plaintiff argues that clear and convincing evidence is 
required to invalidate a patent. Judge Holtzoff’s find- 
ing quoted at page 1, supra, meets this test. He found it 
‘“‘clear’’ that the German patent teaches Ploeger’s idea, 
and that such idea is ‘‘emphatically disclosed’’ in the Ger- 
man patent. Moreover, in a case such as this one, where 
it is clear that the Examiner overlooked the best prior 
art, Defendant’s burden is to prove invalidity by the 
preponderance of the evidence. 


Plaintiff seeks to read many things into its patent that 
are not there. Plaintiff’s brief relies on these things 
for patentability. When a plaintiff does that its patent 
should be held invalid on the ground that it is incomplete 
and/or indefinite. 


Plaintiff’s alleged second cause of action (alleged false 
marking) is based on ‘‘an ordinary criminal statute’’ and 
the one and only sanction provided in event a defendant 
loses is a ‘‘fine’’? which is penal and not compensatory. 
The double jeopardy provision of the Constitution, there- 
fore, applies and a losing plaintiff may not appeal on the 
merits. 

The statute, being criminal, must be strictly construed. 
Plaintiff’s proofs are entirely silent on several matters 
prerequisite to a conviction. 


Moreover, the statute forbids certain patent markings 
only when those markings are made with intent to de- 
ceive the public. The Court found as a fact that there 
was no intent to deceive. 


As for the third count,—alleged breach of trade secrets, 
—the Court found after a five day trial that Ploeger 
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freely gave Defendants the right to use the idea and that 
no compensation was contemplated. This was a finding of 
fact, and Rule 52a, F.R.C.P. applies.® 


ARGUMENT 
THE PLOEGER PATENT IS INVALID AS A MATTER OF LAW 


The Ploeger patent is so plainly invalid in view of the 
severe test of patentability laid down by the Supreme 
Court in recent years that even if the trial judge had 
upheld the patent, a reversal would have been required 
as a matter of law. This being true, the Court need 
not decide Point 1, raised in Plaintiff’s brief, as to the 
strength of the presumption of validity or the weight that 
the evidence must have to overcome that presumption. 


In Calmar v. Cook Chemical Co., 383 U.S. 1, the Scrog- 
gins patent was allowed by the Examiner over the very 
same prior art that the Supreme Court used to invalidate 
it. Moreover, both the trial court and the Court of Ap- 
peals upheld the patent. The Supreme Court reversed, 
holding just as Judge Holtzoff did here, that during the 
prosecution of the application the patentee gave up every- 
thing except very narrow differences over the prior art 
(383 U.S. at pp. 33-4, 36). The Court found such differ- 
ences unpatentable as a matter of law. 


In Great A.4P. Tea Co. v. Supermarket Equipment Co., 
340 U.S. 147, the Court reversed holdings of validity 
adopted by both lower courts, with reference to an idea 


* Plaintiff failed, as a matter of law, to prove a prima facie case for the 
following additional reasons. Plaintiff admitted that it suffered no damages 
from the alleged breaches. It clearly is not entitled to an injunction; indeed, 
it withdrew its prayer for an injunction. Hence, Plaintiff is not entitled to 
relicf. Moreover, Plaintiff did not prove, as the law requires in a trade 
secret case, that it kept the idea secret. Its evidence does not make out 
a contract because Ploeger never alleged that Wolowitz agreed to keep the 
idea secret. Also, Plaintiff never alleged, at the trial, that issuance of the 
British patent was a breach. 
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that A.&P. copied and widely used. The case spelled out 
a very exacting standard when the elements of a com- 
bination are all old. 


In Kell-Dot Industries v. Graves, CA-8, 361 F2d 25, the 
lower court held the patent valid, but was reversed, thus: 


‘‘In Calmar, it was admitted that the invention was 
a combination of old elements and here it cannot be 
questioned that all elements of the patent in suit are 
contained in the prior art. In Calmar, the industry 
faced extinction unless an integrated closure pump 
could be devised that could withstand shipping with- 
out leakage or breakage. Im the instant case, there 
was no problem to be solved. In Calmar, there was a 
long-felt need for such a device, not only in the in- 
secticide industry but also by manufacturers of other 
low viscous liquids. Many skilled people worked un- 
successfully for years to solve the Calmar problem, 
but in the instant case, so far as shown by this record, 
no one except plaintiff, motivated by his desire to avoid 
infringement, was even working on any change in the 
existing extrusion machines. There was nothing in 
the prior art in Calmar suggesting the combination of 
the old features, but in the instant case there are a 
number of extrusion machines utilizing the single, one 
stage head plate. Additionally, the patent in Calmar 
was a tremendous commercial success resulting in 
prompt sale of some fifteen million sprayers. The 
patent in Calmar was also adaptable to assembly line 
production and eliminated costly and time consum- 
ing production steps. Such results are not found in 
the patent in suit. More important probably is that 
the device in Calmar produced a useful result new to 
the industry, whereas the patent in suit does not. It 
is quite obvious that a much stronger case was made 
for patent validity than in the instant case. Nonethe- 
less, the Supreme Court was convinced that the patent 
in Calmar must fall when the proper interpretation is 
made of § 103, since the differences in the claims of the 
Calmar patent and the pertinent prior art would have 
been obvious to a person reasonably skilled in that 
art.’’ 


24 


The idea of an impervious backing for a typewritter 
ribbon is old. Stark, 1,953,316 (JA 17), filed in 1931, 
shows a ribbon 10 having a backing sheet 11 secured, true 
enough, across the entire back of ribbon 10. However, Stark 
teaches an alternate form in which the backing is stitched to 
the edges only (see p. 2, col. 1, lines 55-64). Nylon was not 
available in Stark’s day, but when it became available, its 
unusual durability and toughness suggested its use as a 
typewriter ribbon, as well as for a backing for a ribbon (see 
Markes 2,699,244; JA 17). 


All Ploeger did was to modernize the early ribbon of 
Stark by using nylon. True, Ploeger fuses the edges; but 
to' attach by fusing instead of cementing has, as far back 
as 1900, been held an unpatentable expedient, In re Locke, 
17 App. D.C. 314. Moreover, the words ‘‘fused together”’ 
describe the product by the process of making it.* Patent- 
ability of a product cannot depend on such a process limita- 
tion, In re Stevens, (CCPA 1965), 345 F2d 1020, 1023. 


Then in 1957 came Grundel and emphatically disclosed 
a thermoplastic film fused to the ink carrying fabric along 
the borders only, and otherwise loose. He also disclosed 
a true weld at the borders. 


By the time Ploeger filed his application in 1959, nylon 
had become the second most commonplace material for 
typewriter ribbons (Tr. 629). 


Anyone skilled in the art, who desired to manufacture 
Grundel’s ribbon, would be expected to try out the most 
modern and commonplace materials, especially nylon. 


It follows that the patent in suit is invalid as a matter of 
law. 


‘* Ploeger’s original claim 1 used the word ‘‘sealed’’ (See p. 5 of Judge 
Holtzoff’s opinion). Ploeger acquiesced in the rejection of that claim, The 
reasoning of the Supreme Court in Calmar requires that it be determined if 
the word ‘‘fused’’ adds anything patentable over the word ‘‘sealed.’’ 
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Moreover, as explained at pages 13-4, supra, every word 
that Plaintiff used in its proof that PX 11 and PX 17 were 
infringements, reads squarely on Grundel (if made with 
nylon). That proof did not include any allegation respect- 
ing capillary action, increased absorption, or the like, and 
these things are not in the claims. A patentee may not blow 
hot and cold. He cannot omit these things from his proof 
of infringement and then rely on them to sustain his 
patent, Miller v. Eagle Mfg. Co.,151 US. 186: 


‘<That which infringes if later, anticipates if earlier.’’ 


The teachings of Grundel are as specific, if not more so, as 
those of Ploeger. If Ploeger’s ribbon has improved capil- 
lary action, increased absorption, ete., so does Grundel. 


THE DISTRICT JUDGE APPLIED PROPER STANDARDS IN 
HOLDING THE PATENT INVALID 


Plaintiff’s argument that clear and convincing evidence 
is required to invalidate a patent is conclusively answered 
by the principal finding of the Court below which plainly 
meets the standard that Plaintiff demands (JA 19, p. 8-9) : 


‘‘Tt is clear, therefore, that the carrying elements 
of Ploeger’s invention, and the basis on which he was 
awarded his patent had been previously disclosed and 
emphatically disclosed by the German patent to 
Grundel * ** ’? (Emphasis added) 


The difference between ‘‘clear and convincing’’ which 
Plaintiff demands, and ‘‘clear’’ and ‘‘emphatically’’ used 
by the Court, is about the same as the difference between 
tweedledum and tweedledee. 


The only other finding that Plaintiff attacks on appeal 
relates to the obviousness of making the German device of 
nylon. Plaintiff did not even dispute, at the trial, Defend- 
ant’s evidence on this issue; so it is hard to understand how 
it can be alleged that the evidence was not clear and 
convincing. 
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Plaintiff’s brief (p. 21) says that, in view of colloquy 
during final argument, the Judge had an erroneous view of 
the law. Statements made by the Judge at that stage of 
the case cannot be relied on to establish an error in the 
ultimate findings, Dempster v. Morris, CA-2, 55 F2d 1914, 
1917; U.S. v. Flower, CA-8, 108 F2d 298, 301; General 
American Tank Car Corp. v. Adolph Gobel, CA-2, 80 F2d 
849, 853; Parker v. St. Sure, CA-9, 53 F2d 706, 709; Ander- 
son v. Sands, 39 App. D.C. 533. But more important, 
Plaintiff reads the Court’s statements out of context, for 
the Court also said (Tr. 721): 

<“‘THr Court: The general rule is that prior art which 

is not referred to in the file wrapper has a greater 
| weight on the issue of validity than prior art referred 

to by the Examiner * * * ”’ 

* * * Lt & 

<¢* * * T think it is a fair inference that he [the Ex- 

aminer] did not discover it [the German patent]. We 
| find in patent litigation lots of instances where some 

item of prior art is not discovered by the Examiner, 


especially so when you have an item in a foreign 
language * * *’’ (Matter in brackets added) 


Plaintiff’s brief (p. 21) italicized the words, in an opinion 
of Judge Jackson to the effect that where there is the 
‘‘normal presumption’’ of validity, the defendant’s proofs 
must be ‘‘clear and convincing’’ in order to invalidate a 
patent. However, as we shall now show, the ‘‘normal pre- 
sumption’’ does not apply where the Examiner overlooked 
the most pertinent prior patent, see American Infra-Red 
Radiant Co. v. Lambert Industries, Inc., CA-8, 360 F2d 
977, 983: | 

| **The trial court held the patents valid on the ground 

| that the ‘very heavy burden’ imposed on defendants 


' to overcome the statutory presumption of validity was 
not made ** * ”’ 


Tn reversing, the Court of Appeals said (p. 989) : 


‘c* * * it is difficult to imagine how a patent has 
any presumption of validity over pertinent prior art 


27 


references when these references were not before the 
patent examiner. * * * Therefore, we are no longer 
dealing with a strong presumption of validity on the 
part of the Schwank patent, but with a presumption 
of validity that was greatly weakened. In such a situa- 
tion the defendants obviously do not have to bear the 
heavy burden necessary to overcome @ presumption 
at its full strength.”’ 


In Lorenz v. F. W. Woolworth Co., CA-2, 305 F2d 102, the 
Court found in footnotes 6 and 7 that there were many 
prior patents on the subject, that the ones relied on by the 
defendant were not cited by the Examiner, and that ‘‘these 
factors tend to weaken or negate the presumption’’. The 
Court said a ‘‘preponderance of the evidence’’ was enough 
to overcome the presumption of validity in that case. See 
also T. P. Laboratories v. Huge, CA-7, 371 F2d 231, 234: 


‘<The presumption of validity of a patent does not 
exist as against evidence of prior art not before the 
Patent Office * * * and even one prior art reference 
not considered by the Patent Office can suffice to over- 
throw this presumption.”’ 


See also Monroe Auto Equipment Co. v. Superior Indus- 
tries, CA-6, 332 F2d 473, 481; Dresser Industries Inc. v. 
Smith-Blair, Inc., CA-9, 322 F2d 878, 888. 


Plaintiff’s brief (p. 22) asserts error in the Judge’s 
statement that the presumption of validity is ‘‘hardly even 
as strong”’, as the ‘‘presumption of an administrative reg- 
ularity which attaches to an administrative hearing’’. 
However, in Hansen v. Safeway Stores, CA-10, 238 F2d 336, 
the Court said that the presumption ‘‘is now infinitely 
weaker than that which attends findings of other adminis- 
trative bodies’. In Lorenz v. F. W. Woolworth Co., CA-2, 
supra, fn. 6, the Court said: ‘‘it is clear that the weight to 
be attached to the determinations of patent examiners 
must be very limited, and is totally unlike the weight ac- 
corded the determination of an administrative agency made 
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after an adversary proceeding.’? And in California Re- 
search Corp. v. Ladd, (CA—D.C.), 356 F2d 813, 819, fn. 14, 
this Court discussed the exact situation involved in the 
case at bar where a very pertinent reference was over- 
looked, thus: 


‘‘However, the presumption of correctness normally 
accorded to administrative findings is not available 
where an issue has not been the subject of a Patent 
Office finding * * * ”’ 


See also Bentley v. Sunset House, CA-9, 359 F2d 140, 146; 
and Calmar v. Cook Chemical Co., 383 U.S. 1, 18. 


We have no quarrel with the cases cited by Plaintiff re- 
specting the presumption of validity or the weight of evi- 
dence required to overcome that presumption. Those cases 
are in perfect harmony with the cases we have cited. How- 
ever, the cases we cited are the ones applicable here, for 
it is entirely clear from an examination of the German 
patent and the file wrapper of the Ploeger patent that the 
Examiner overlooked the most pertinent prior art. 


Plaintiff argues that Phelps 2,044,630, which was cited 
by the Examiner, is as close to Ploeger as the German 
patent. However, Ploeger’s argument to the Examiner 
(PX 1, p. 32) was that Phelps did not disclose ‘‘a printing 
ribbon wherein the film is juxtaposed to the strip of ab- 
sorbent material and fused thereon only along their ex- 
treme edges’. And at page 48, Ploeger’s attorney told 
the Examiner that in Phelps ‘‘no provision is made for seal- 
ing the elongated side edges of the ribbon’’. Moreover, in 
Phelps the ribbon and the backing are attached ‘‘only at 
intervals”? (claim 1, line 3). Phelps teaches cellophane as 
his backing, which of course is not thermoplastic. Grundel 
overcomes every one of the three deficiencies of Phelps just 
mentioned, for Grundel has a thermoplastic film backing 
which is fused, at the borders only, to the ink-carrying 
fabric. 
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PLAINTIFF’S ARGUMENTS ABOUT OBVIOUSNESS, FOREIGN 
PATENTS, NEW RESULTS, COMMERCIAL SUCCESS, ARE 
WITHOUT MERIT 


Obviousness is a question of law, In re Umbricht, (CC 
PA), 347 F2d 882, 886; In re Papesch, (CCPA), 315 F2d 
381, 386; Hensley Equipment Co. v. Esco Corp., (CA-9), 
375 F2d 432, 436. 


As stated in Piel Mfg. Co. v. George A. Rolfes Co., CA-8, 
363 F2d 57, 


“This Court has traditionally given considerable 
weight to a District Court’s determination that a par- 
ticular modification of prior art is one which might 
have been developed by a mechanic in the art, even 
though the ultimate issue of ‘obviousness’ must be 
considered a matter of law.’’ 


In National Distillers v. Brenner, (CA—D.C., 1967) —— 
F2d , ——; 156 USPQ 165, this Court said: 


‘‘Obviousness is the kind of question that usually 
turns on the District Court’s view of the evidence 
and its finding will not be set aside unless clearly 
erroneous.”’ 


On this score Judge Holtzoff, in the case at bar, said 
(Opinion, p. 11): 


‘¢* * * the additional step taken by the inventor was 
obvious * * * ”’ 


Plaintiff argues that its device produces unexpected re- 
sults. We have shown at pages 13-5, supra, that this is 
untrue in fact, but even if it were true, such is not the 
test of invention. In Calmar v. Cook Chemical Co., 383 
U.S. 1, 4, it was held that the Court of Appeals erred in 
relying on new results as the test of patentability. The 
Court said that the true test is obviousness.* Under the 


* Judge Holtzoff agreed with Plaintiff that new results had a bearing on 
obviousness (Tr. 719). 
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Supreme Court’s decision, if nylon is a material that one 
would be expected to try in the German patent, it makes 
not a whit of difference whether the result produced by the 
nylon is unexpected or not.® 


Moreover, it is implicit in Judge Holtzoff’s decision 
(p. 9) that in view of the identity of structure between the 
German patent and Ploeger, any result flowing from 
Ploeger’s device would likewise flow from the German de- 
vice. Hence Ploeger is merely saying that he discovered a 
quality that Grundel did not mention. Indeed, Ploeger 
did not mention it either, in his patent. It adds nothing to 
patentability in any event, National Distillers & Chemical 
Co.v. Brenner, (CA—D.C.) supra: 


“Tt is not invention to perceive that the product which 
others had discovered had qualities they failed to 
detect.”’ 


Plaintiff’s brief (p. 29) seeks to discriminate against the 
German patent merely on the ground that it is foreign. 
But, it will be recalled that Judge Holtzoff not only used 
the word ‘‘clear’”’ in his finding (Opinion, p. 8, last line) 
but he also said that the alleged invention was ‘‘emphat- 
ically disclosed’’ in the foreign patent. Under these facts, 
a foreign patent is as good as a domestic patent on the 
issue of obviousness. In re Moreton (CCPA), 288 F2d 
708, 711: 


<“‘There is no basis in the statute (35 U.S.C. 102 or 
35 U.S.C. 103) for discriminating either in favor of 
or against prior art references on the basis of 
nationality.’’ 


* Plaintiff did not make any practical test to prove that its ribbon was 
an'improvement. The capillary action test involved placing one end of the 
ribbon in a fluid and noting how high the fluid would rise. Ribbons are 
neither made nor used in this way. The typing test was based on pure hearsay 
(Tr. 145). Except for the capillary test, all of the tests cited in Plaintiff ’s 
brief were ex parte tests, that is, they were made outside the presence of 
defendants and are therefore entitled to ‘‘negligible’’ weight, Hutzler Bros. 
v. Sales Affiliates, CA-4, 164 F. 2d 260, 265. 
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See also Monroe Auto Equipment Co. v. Heckenthorn, CA-6, 
332 F2d 406; Trussell Mfg. Co. v. Wilson (CA-2), 50 F2d 
1027, 1029. 


While Plaintiff touches on commercial success, the fact 
is that the invention has had only minor acceptance, see 
p. 15, supra. In any event, before commercial success has 
any weight there must be proof that it is due to the ‘‘in- 
vention’? and not other factors, Welsh Mfg. Co. v. Sunware 
Products Co., CA-2, 236 F2d 225, 227; McClain v. Ortmayer, 
141 U.S. 419, 427; Jungerson v. Ostby, 335 U.S. 560; Gunter 
& Cooke v. Southern Electric Service Co., (M.D. N.C.), 256 
Fed. Supp. 639, 654-5, Aff’d on opinion below 378 F2d 60. 


Plaintiff also alleges copying but there is no proof of it, 
for the only Spellright ribbons in evidence are made of 
materials supplied by Ploeger himself. In any event, 
copying is only a secondary factor in determining patent- 
ability, United Shoe Machinery Co. v. Industrial Shoe Ma- 
chinery Co., CA-1, 335 F2d 577, 578 (fn. 1). Copying some- 
times is important when a large concern with extensive re- 
search facilities copies from another, but is of no weight 
in a case such as this where Defendant, a small manufac- 
turer, made, at most, less than a thousand alleged infring- 
ing ribbons. 


THERE IS NOTHING PATENTABLE IN USING NYLON 
IN THE GERMAN PATENT 


Plaintiff is apparently claiming that Ploeger achieved 
a patentable improvement by making Grundel’s ribbon out 
of nylon. However, prior to Ploeger’s invention nylon was 
already one of three fabric materials commonly used in 
typewriter ribbons (Tr. 629; PX 1, p. 40). Indeed, shortly 
prior to Ploeger’s filing date the durability of nylon re- 
sulted in widespread substitution of it for other materials 
including silk (Tr. 511). Both Markes 2,699,244 and 
Francis 2,657,157 had applied it as a protective backing for 
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typewriter ribbons (Tr. 519). See also Judge Holtzoff’s 
opinion (JA 19, p. 9). 


‘The patent law conclusively expects anyone attempting 
to apply the teachings of a prior art patent to select the 
best materials available. Hence, it is obvious that a per- 
son skilled in the art, who is attempting to commercialize 
the German patent, would try the various well-known avail- 
able materials, especially nylon (Tr. 510-2, 515, 518-9, 522). 


The applicable law is so clear that, if the Court had 
found Ploeger’s use of nylon in Grundel’s device to be 
patentable, a reversal, as a matter of law, would be re- 
quired, see Martin Marietta Corp. v. United States, (Ct. 
Cl), 373 F2d 972, 976, where nylon was substituted for 
other material* and the Court said: 


‘The cases have consistently held that there is no 
invention in the substitution of an improved material 
when it subsequently becomes available.”’ 


If the Facts Which Plaintiff Urges to Establish Validity Are 
Accepted, the Patent Would be Invalid as Incomplete and 
Indefinite as a Matter of Law 


‘Defendants pleaded that, if Ploeger did make an inven- 
tion, his patent disclosure thereof is incomplete, and his 
patent claims are indefinite (Pretrial Order, p. 8; see also 
JA 10, p.1). 


| Plaintiff’s patent claim 2 uses the words ‘‘fused to- 
gether’’ which plainly covers melting the edges 14a of a 
nylon film 14 into a cotton or silk fabric 12 without melt- 
ing the latter. The same words appear in claim 1, and 
thus would cover melting the edges 14a of a nylon film 14 
into the borders of a nylon fabric 12 without melting the 
latter. Ploeger says he tried the latter and it was un- 


i* Moreover, in the early stages of the prosecution of the patent in suit, the 
applicant argued that use of nylon in his ribbon was patentable (PX 1, pp. 
14-39), but the Examiner disagreed (PX 1, p. 40), and the applicant did not 
mention nylon as contributing to patentability thereafter. 
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satisfactory (Tr. 118). Ploeger says that it was not until 
he tried a hot knife method (Tr. 118-25) giving him a true 
weld that he ‘‘experienced some very amazing results’’ 
(Tr. 126). His father said extensive experimentation with 
the hot knives was required to get the results (JA 11, p. 88). 
Ploeger also said that application of heat from the side was 
obvious and that therefore no disclosure of it was necessary 
(Tr. 694).* However, all undisclosed manufacturing proc- 
esses that are obvious for use with Ploeger’s patent are 
of course equally obvious for the German patent, if not 
more so, for the Grundel patent expressly refers to a true 
weld (Tr. 515-9). 


Moreover, Ploeger’s patent is silent respecting capillary 
action, ete., and it even fails to define in the claims the 
type of ink used. Wolowitz’s undisputed demonstration 
proved that the capillary effect was absent if the ink was 
viscous (Tr. 630, 638). Then too, elementary high school 
science, and any dictionary or encyclopedia, teaches, that 


capillary action depends on small spaces into which the 
liquid can pass. If the capillary effect is to aid patent- 
ability, the claims must ‘spell out in non-functional lan- 
guage the details necessary to produce this effect, General 
Electric Co. v. Wabash Corp., 304 U.S. 364, 371-3. 


* However, the Court found as a fact (which has not been questioned on 
appeal by Plaintiff) that Ploeger claimed the hot knife method to be a trade 
secret (Opinion, p. 17). Plaintiff further claimed that Defendants breached 
the trade secret after the patent in suit issued on June 28, 1961 when, in 
1963, Defendants made some ribbons charged herein to infringe, and breached 
the trade secret again in 1964 when the Wolowitz British patent issued. Thus, 
again Plaintiff blows hot and cold. When it tries to uphold the patent, the 
hot knife method is obvious, and when it trices to sustain its third cause of 
action, it says the hot knife method is a trade secret. Indeed, it claims breach 
of the trade secret two to three years after the patent in suit issued. If it 
was an obvious way of making the device of the patent, how could it be a 
trade secret for years after the patent issued? In this respect see Universal 
Oil Products Co. v. Globe Oil Refining Co., 322 U.S. 471, 484: 


**As a reward for inventions and to encourage their disclosure, the 
United States offers a seventeen-ycar monopoly to an inventor who re- 
frains from kecping his invention a trade secret.’’ 
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See also Rice v. Nash-Kelvinator Corp., CA-6, 150 F2d 
457, 460: 


‘Tt is evident, therefore, that the patent does not in- 
form a person skilled in the art as to the precise di- 
mensions or mathematical rules which must be applied 
in order to secure the results described. But this is 
fatal to the patent.”’ 


Even if it were possible to base patentability on using a 
true weld as distinguished from mere fusion, or on the use 
of the hot knife method of making the ribbon, or on the 
alleged capillary effect and/or the results thereof, such 
things can have no weight here since they are not spelled 
out in the patent. The legal requirement is that the claims 
of the patent must spell out the things relied on for patent- 
ability with such particularity as to distinguish from de- 
vices that do not have such things, United Carbon Co. v. 
Binney & Smith Co., 317 U.S. 228, 63 S. Ct. 165: 


“The statutory requirement of particularity and 
distinctness in claims is met only when they clearly 
distinguish what is claimed from what went before 
in the art and clearly circumscribe what is foreclosed 
from future enterprise. A zone of uncertainty which 
enterprise and experimentation may enter only at the 
risk of infringement claims would discourage inven- 
tion only a little less than unequivocal foreclosure of 
the field. Moreover, the claims must be reasonably 
clearcut to enable courts to determine whether novelty 
and invention are genuine. ... Whether the vagueness 
of the claim has its source in the language employed 
or in the somewhat indeterminate character of the 
advance claimed to have been made in the Art is not 
material. An invention must be capable of accurate 
definition, and it must be accurately defined to be 
patentable.’’ (Emphasis added). 


Plaintiff wishes to construe the word ‘‘fused’’ in its 
patent to mean welded even though it is admitted that the 
word ‘‘fused’’ is broader than welded and even though 
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the patent uses ‘“‘fused’’ to refer to the case of where a 
nylon backing is melted into cotton or silk. 


Plaintiff also wishes to read into its patent a capillary 
effect, even though any such effect depends on the type of 
ink used and the size of the spaces through which the 
capillary action is to take place. Neither the specification 
nor the claims define the conditions necessary for the 
capillary effect. 


It follows that even under Plaintiff’s own theories of 
patentability, the patent is invalid on the ground that its 
claims are incomplete and indefinite. 


The Judgment for Defendant Under the Second Cause of 
Action Is Not Appealable 


Plaintiff’s second cause of action is based on 35 US.C. 
292. This statute was amended in 1952 to make it an ordi- 
nary criminal statute; see the report of the Committee on 
Judiciary accompanying H.R. 7794, May 12, 1952, and the 
corresponding Senate Report #1979. These reports re- 
late to the Patent Act of 1952. Both reports state: 


‘Section 292 is a criminal statute relating to falsely 
marking an article as being patented when it was not 
patented, which is now the present law. But this sec- 
tion revises it and makes a few changes, and also makes 
it an ordinary criminal action as well as an informer 
action as in the present statute.’? (Emphasis added) 


See also the Commentary on the Patent Act at 35 USCA 
page 57. 


Therefore, the double jeopardy provisions of the Fifth 
Amendment are applicable, Umited States v. Hess, 317 US. 
537, 548-9. It is noted that the distinction made by the 
Supreme Court as to whether the double jeopardy clause 
applies depends on whether the intent of the statute is 
to compensate an injured party for a wrong done to him, 
or merely to criminally punish the defendant. 35 U.S.C. 
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292 plainly falls in the latter category for it permits ‘‘any 
person’”’ to bring the action whether he is injured or not, 
and the sole penalty is a ‘‘fine’’. ‘‘The section is penal 
and not compensatory in nature’’ and it must be ‘‘strictly 
construed,”’ Felt v. Ronson Art Metal Works, (Minn.) 107 
Fed. Supp. 84, 86. 


| The mere fact that a criminal statute allows an informer 
to attempt to enforce it, in a civil proceeding, does not 
take away the rights of a defendant, accused of the crime, 
which are guaranteed by the constitution; Lees v. United 
States, 150 U.S. 476; Coffey v. United States, 116 US. 436; 
and Boyd v. United States, 116 U.S. 616. 


It follows that any review of the merits by this Court 
will place the defendant in jeopardy a second time, Kepner 
v. U. S.,195 US. 100: 


“The Court of first instance, having jurisdiction to 
try the question of the guilt or innocence of the ac- 
cused, found Kepner not guilty; to try him again upon 


the merits even in an appellate court, is to put him 
a second time in jeopardy for the same offense * * * ”’. 
(Emphasis added) 


The constitutional provision relating to double jeopardy 
applies to corporations, U. S. v. Armco Steel Co., (S.D. 
Cal.), 252 Fed. Supp. 364, 367. Moreover, ‘‘it applies to 
any criminal penalty,”’, Clawans v. Rives, (C.A. D.C.), 104 
F2d 240, 242, fn. 4. 


Plaintiff's Charge of False Marking Was Without Merit 


Plaintiff’s charge of false marking is based on the first 
sentence of 35 U.S.C. 292 which relates to ‘‘Patented’’ 
articles. So far as we have found, no one has ever been 
found guilty of violating this sentence of the statute. 


The second sentence (not in issue here) of the statute 
was omitted by both the Court below and Plaintiff (Br. 
‘p. 14) when they quoted the statute. The second sentence 
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forbids marking an unpatented article as patented ‘‘for 
the purpose of deceiving the public’’. 

Plaintiff’s Complaint alleges that Spellright’s ribbon was 
covered by Ploeger’s patent and that Spellright used the 
word ‘‘Patented’’ in its literature to refer to Ploeger’s 
patent. Plaintiff attempted to amend its Complaint at 
pretrial to change its allegations in the above respect, 
but the amendment was denied (Pretrial Order, p. 4). 

Specifically, Plaintiff’s allegation at the trial was that 
a leaflet (similar to PX 7a) was furnished with a ribbon 
PX 11, but the proofs were so weak that the Court was 
justified in rejecting them, see pages 17-8, supra. 

Plaintiff’s brief (p. 38) relies on the word ‘‘patent’’ in 
the statute, but that word is forbidden only if used either 


‘‘with intent of counterfeiting or imitating the mark 
of the patentee’’ 


“of deceiving the public and inducing them to believe 
that the thing was made or sold by or with the consent 
of the patentee.’’ 


The Court’s opinion (p. 16) makes a specific finding against 
Plaintiff as to each of the alternatives just quoted. The 
facts stated at pp. 17, 18, supra, support these findings. 


‘‘A finding of intent to deceive the public is a pre- 
requisite to finding a party guilty of false marking or 
false advertising’’, and a finding of the trial court on 
this issue, supported by substantial evidence, is controlling 
on appeal, G. LeBlanc Corp. v. H. & A. Selmer, Inc., (CA-7), 
310 F2d 449, 459. 


The burden of proof is on the plaintiff to prove intent 
to deceive, Zuckerman v. Pilot, et al., (S.D. N.Y.), 71 Fed. 
Supp. 478, 479, which quotes the First Cireuit Court of 
Appeals on the point. See also Lugash v. Santa Anita 
Mfg. Corp., (D.C. S.D. Calif.), 254 Fed. Supp. 96, 101; 
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Guide v. Desperak, (D.C. S.D. N.Y.), 144 Fed. Supp. 182, 
187; Connecticut Tel. & Elec. Co. v. Automotive E. Co., 
(D.C. D. N.J.), 14 F2d 957, 969. 


Judge Holtzoff said (Opinion p. 16) ‘‘The Court is of the 
opinion that a cause of action has not been made out * * * ’’. 
The following confirms the above ruling: 


The Complaint as well as Plaintiff’s proofs fail to meet 
the first few words of the statute which read: ‘‘Whoever, 
without the consent of the patentee * * *’’ Not only 
does the Complaint fail to allege absence of consent, but 
Ploeger expressly said he did give consent (Tr. 199). 
Defendants twice moved to dismiss on this ground (JA 7, 
p. 2; Tr. 472). The Court implied that it was impressed by 
the second motion to dismiss but elected to ‘‘reserve the 
matter until the end of the case’’ (Tr. 473). The Court’s 
final holding that ‘‘a cause of action has not been made 
out’’ in effect granted the motion. 


‘Secondly, there is no proof that Spellright sent out 


leaflets such as PX 7a along with its experimental ribbons, 
and Spellright’s evidence was to the contrary, see page 18, 
supra. If such a leaflet was sent through error, there was 
no intent to send it; hence defendants are not guilty. The 
finding that there was no intent to deceive is supported by 
Spellright’s evidence that there was no intent to send the 
printed leaflets (PX 7a) with the experimental ribbons. 

‘Thirdly, Plaintiff’s brief (p. 38) admits that there is no 
proof as to the following words of the statute: ‘‘the 
name or any imitation of the name of the patentee, the 
patent number,’’ * * * ‘“‘patentee * * *”’. 


Fourthly, the Complaint does not even allege a state of 
facts within the remainder of the statute, for it simply 
alleges that ‘‘Spellright misleads and deceives its cus- 
tomers into believing that the defendant Spell-Right Cor- 
poration owns the patent * * * when in fact the plaintiff 
owns such patent * * *’’. The evidence does not contain 
the remotest suggestion of such thing, but even if it did, 
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such evidence would concern a misrepresentation as to the 
ownership of the patent and is not within the statute. 


Defendants offered in evidence their interrogatories 35, 
36, 62-S, 52, 53, 54-A and 54-B and Plaintiff’s answers 
thereto (Tr. 680). Under its heading ‘‘11’’ in the Joint 
Appendix, Plaintiff has printed several pages of interroga- 
tories and answers thereto other than those offered in 
evidence. These other items, not in evidence, are, of course, 
not entitled to any consideration. 


THE FINDINGS OF FACT ARE FATAL TO THE ALLEGED THIRD 
CAUSE OF ACTION: MOREOVER. PLAINTIFF DID NOT 
MAKE OUT A PRIMA FACIE CASE 


After a five day trial at which the full relationship 
between the parties was developed, the Court found that 
Plaintiff disclosed certain ideas to Spellright with the 
intent that Spellright could use the same if it wished to 
do so (Opinion p. 17). This was a finding of fact and 
controls the case on appeal, Sears Roebuck & Co. v. LGM 


Mfg. Co., CA-3, 256 F2d 517, 519-20. 


Aside from the Findings of Fact, Plaintiff never proved 
a prima facie case, as a matter of law, for the following 
reasons: 


1. Plaintiff failed to prove that it kept the idea secret up 
to the date of the alleged breach. It is Plaintiff’s burden 
to prove that it kept the idea secret,* Rohr Aircraft Corp. 


* Not only is there no such proof in this case but there could not have 
been since the records of the Court below show that on August 7, 1963, Plain- 
tiff freely and openly disclosed the idea on the record of the court (without 
any request for secrecy and without any protective order), when it answered 
Defendants’ Interrogatory 17. Defendants refer to this answer to Interroga- 
tory, not as evidence, but as part of the pleadings of the case, for it shows 
that Plaintiff was not claiming as of that date and thereafter that it was 
keeping the idea secret. Therefore, Ploeger was making no claim that his 
idea was still secret at the time the British patent issued. Similarly, no such 
claim appears in the Pretrial Order and no such claim was made at the trial. 
Plaintiff therefore failed to prove that the issuance of the British patent was 
a breach of any trade secret. 
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v. Rubber Teck, Inc., CA-9, 266 F2d 613, 621; Milgrim, 
Trade Secrets, (1967), Sec. 7.07(1)a, p. 7-48. 

2. Plaintiff’s alleged simple ex parte request to keep the 
idea confidential came after the idea had been disclosed 
freely without any strings attached, and Ploeger never 
alleged that Wolowitz accepted or agreed to the ex parte 
request. 


3. Plaintiff never raised, at the trial, the British patent 
as an alleged breach. Moreover, there is no allegation that 
Plaintiff was damaged in any way by the issuance of the 
British patent or that its issuance in any way interefered 
with Plaintiff securing its patent; see pages 19-20, supra. 


4. Plaintiff admitted that there were no damages or other 
money claims involved in the alleged third cause of action 
(Tr. 161-8), and the Plaintiff withdrew its prayer for an 
injunction (Tr. 162).* Therefore the whole cause of action 
is de minimis and fails. 


CONCLUSION 


It follows that the Court correctly held Ploeger’s patent 
to be invalid, and further properly dismissed the Second 
and Third Causes of Action with prejudice. The judgment 
should therefore be affirmed. 


Respectfully submitted, 


WiumumM D. Harn 
Exuiorr I. Pottock 
Attorneys for Appellees 


i* Plainly, Plaintiff is not entitled to an injunction as a matter of law. 
The alleged request to maintain the idea confidential was: made in New York 
(Tr. 681, 654-5). The New York law is clear that Plaintiff’s issue of a 
patent on the idea (Pretrial Order, p. 5) bars any injunctive relief, Conmar 
Products Corp. v. Universal, CA-2, 172 F. 2d 150, fn. 5. 
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FILMON PROCESS CORPORATION, 
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v. 


SPELLRIGHT CORPORATION, et ai., 
Appellee. 


REPLY BRIEF FOR APPELLANT 


APPEAL FROM THE Unitep States District Court FoR THE 
District or CoLUMBIA 


Introductory Statement. 


Defendant-appellee’s brief does not undermine in any 
respect the soundness of the position set forth by plaintiff- 
appellants in their main brief. Indeed, it reinforces that 
position, and is noteworthy for what it does not say, more 
than for what it says.* 


As to what appellee’s brief does not say, it fails to take 
issue On many significant matters on which plaintiffs’ ap- 
peal is soundly based. For example: 


1. Defendant-appellee does not dispute that the record 
establishes that the District Court stated: (a) the statu- 
tory presumption of validity is only entitled to “lip serv- 

* The fact that appellee was compelled in its brief to devote about 28 printed 


pages attacking the structure of the patent in suit, a printing ribbon, speaks 
volumes regarding the non-obviousness of such structure. 
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ice”, and that (b) evidence sufficient to invalidate a patent 
need not be “clear and convincing” (appellant’s brief, pp. 
20-23). 


2. Defendant-appellee does not dispute that the legal 
standards applied by the District Court are contrary to 
the case law of the District of Columbia, such as the re- 
quirement to prove by clear and convincing evidence carry- 
ing thorough conviction that the Patent Office erred in 
granting the patent (appellant’s brief, p. 21). 


3. Defendant-appellee does not dispute that no one 
skilled in the art of printing ribbons testified on the issues 
that the differences over the prior art would be obvious 
(Tr. 526, 708). 


4. Defendant-appellee does not dispute that unex- 
plained, unexpected 500% increase in ink absorbency is a 
basis for patentability of an admittedly novel structural 
relationship (appellant’s brief, pp. 33-35). 


5. Defendant-appellee does not point to any evidence to 
support the statement in the District Court’s opinion that a 
ribbon having flexible pliable ink impervious nylon film 
and flexible pliable woven nylon fabric fused together only 
along the extreme edges is “clearly” or “emphatically” dis- 
closed in the German patent. 


6. Defendant-appellee does not dispute that it: 


(a) On several occasions sought an exclusive li- 
eense (Tr. 175, 208, 416, 417, 421, 657). 

(b) Sought to buy the patent (Tr. 656, 657). 

(ec) Used the words “Patented Construction” on 
their literature in connection with their usage 
of ribbons charged to infringe the patent in suit 
(pl. ex. 7a). 
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7. It does not appear to be disputed that the German 
patent: 


(a) Disclosed an ink bearing “tissue” which may be 
a fine silk tissue and no one could explain what 
is a “silk tissue”; 

(b) Does not disclose a flexible pliable ink im- 
pervious nylon film; 

(ce) Does not disclose a woven nylon fabric; 

(d) Does not disclose a fusible ink bearing layer. 
(silk does not melt) and does not use the words 
“weld” or “fused together” ;* 

(e) Discloses a ribbon which is described as being 
“stiff” (p. 3, line 5 of translation) ; 

(f) Discloses drawings of a ribbon which defend- 
ants’ expert witness of patent law could not un- 
derstand since the even number figures dis- 
agreed with the odd number figures (Tr. 561- 
564) ; 

(g) Is a paper patent which discloses a ribbon no 
one has ever seen or knows if it was ever con- 
structed (Tr. 545). 


8. Defendant-appellee do not dispute that their use of 
the leaflets having the words “Patented Construction”, 
which accompanied defendants’ infringing ribbons, com- 
menced at a time when they were using ribbon processed by 
plaintiff and in accordance with the patent in suit and do 
not dispute that the person who actually prepared or 
supervised the preparation of the leaflet did not testify. 


9. Defendant-appellee do not argue that they originated 
the secret process as alleged at the trial and do not deny 
they used the process. 


*Claim 1 reads: “* * * strip of flexible, pliable absorbent woven nylon * * * 
strip of flexible, pliable, imperforate ink-impervious nylon film, said strips be- 
ing * * * fused together * * *”. Defendants’ attempts to interpret the case 
at bar as involving a cotton or silk ribbon (def. brief, pp. 3-4), or structures 
whose edges are not fused together (def. brief, p. 4) are amphigoric. 


+ 


10. Defendant-appellee do not deny that the secret 
process was disclosed by them in the British patent (pl. 
ex. 21). 


Analysis of the maze of defendants’ contentions reveals 
them to be unsound. These contentions are discussed here- 
inafter. The failure to comment on all of defendants’ 
contentions is not to be interpreted as a concurrence. 
Many of the arguments are fully answered in appellant’s 
main brief, can have no effect on the outcome of this appeal, 
or relate to issues not tried or considered by the Court. 
The gratuitous, unfounded attack on counsel at page 2 
of appellee’s brief is ignored. 


It Was Not Obvious to Substitute Nylon Film 
and Fabric for the Materials in the 
German Patent. 


The defendant-appellee argued on p. 31 of their brief 
that it would have been obvious to choose nylon as the 
material for the thermoplastic film in the German patent. 
The patents to Markes 2,699,244 and Francis 2,657,157 are 
relied on. Markes was discarded by the District Court 
probably because the words “film” and “nylon film” do 
not appear therein. The file wrapper reference Francis, 
which was thoroughly considered by the Patent Office prior 
to the issuance of the patent in suit, discloses all of the 
virtually infinite number of then-known thermoplastic 
film including nylon (column 2, line 31 through column 3, 
line 7). Almost all of these would probably not be prac- 
tical for use in a printing ribbon.* Francis precedes the 
German patent in date, and yet it was not obvious for the 
German inventor to adopt nylon as the material for his 


*No evidence of any ribbons constructed in accordance with Francis was 
introduced. 
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film. More importantly, no one skilled in this art testified 
that this substitution would be obvious. 


The defendant-appellee argue, that it would be obvious 
by some strange coincidence, to also substitute woven nylon 
fabric for the silk tissue in the German patent. The use 
of nylon, per se, as a typewriter ribbon material precedes 
the patent in suit and the German patent. If it was obvious 
to use both nylon fabric and film, it is strange that the 
German patent which purports to disclose the Ploeger in- 
vention is completely silent in that regard and only states 
silk. Defendant-appellee do not argue that nylon fabric 
is taught by Francis, since Francis does not disclose nylon 
fabric but rather silk fabric and paper. More importantly, 
no one skilled in this art testified that this substitution 
would be obvious. 


The defendant-appellee argue that the German patent 
disclosed a “true weld” at the borders which “involves 
melting all three elements and causing them to flow to- 
gether” (def. brief, pp. 9, 24, 33). This premise is un- 
sound since (1) silk which is one of the three elements does 
not melt, (2) the silk layer is between the other two 
elements so that the other two elements could not fiow 
together, and (3) the entire premise is contrary to the 
admissions of defendants’ expert translator that the word 
“weld” does not appear in the German patent (Tr. 492). 
If a true weld were contemplated by the German patent, 
even the lax standards of the German Patent Office would 
have required a disclosure of two elements which could 
melt so that a weld could be formed. 


Defendant-appellee also argued on page 22 of their 
brief that it would be obvious as a matter of law to sub- 
stitute a new material for an old material. Nylon, whether 
film or fabric, was not a new material in 1959. The issue 
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is not merely substituting nylon for another material. In- 
stead, the issue is the substitution of woven nylon fabric 
for silk, the use of flexible ink impervious nylon film for 
the protective layer, and then fusing together the film and 
fabric only along the extreme edges. Substitution of 
materials is invention where new or unexpected results 
are attained or where it is the first practical suecess in the 
art. See Continental Can Co., Inc. v. Crown Cork, Inc., 

F. Supp. , 156 U.S. P. Q. 80 (E. D. Pa., 1967), 
wherein these principles are discussed and wherein the 
Court found patentable the substitution of plastisol for 
rubber even though the properties of plastisol were well 
known. 


The District Court Did Not Apply the Proper 
Legal Standards in Holding the Patent Invalid. 


Defendant-appellee avoid all reference to the recent de- 
cision of this Court involving defendant Wolowitz, Wolo- 
witz v. Gulf Oil, et al., App. D. C. —__, 379 F. 2d 452 
(App. D. C., 1967) quoted at page 21 of appellant’s brief 
regarding the presumption of validity of a patent and the 
weight of evidence required to overcome such presumption. 
Instead, defendant-appellee rely on cases, from courts 
other than the District of Columbia, in a strained and 
futile attempt to show that the District Court did apply 
the correct legal standards. 


Defendant-appellee argue on p. 25 of their brief that 
the District Court applied the proper legal standards be- 
cause certain details were ‘‘clear’’ and ‘‘emphatically”’ 
disclosed in the German patent. This argument is unsound 
and begs the question because: 


(a) The Court’s finding is clearly erroneous; 
(b) Assuming arguendo the finding is correct, the manner 
in which a reference discloses certain details is not 
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the same thing as a legal standard requiring the evi- 
dence to be clear, convincing and carry thorough 
conviction that the Patent Office erred in granting 
the patent, and 

It ignores the mandate of 35 U. S. C. 103 that you 
must consider the claimed ‘‘subject matter as a 
whole’’, and not merely a ‘‘carrying element’’ of 
a claim. 


Defendant-appellee argue on p. 26 of their brief that 
they were not obligated to prove by clear and convincing 
evidence carrying thorough conviction that the Patent 
Office erred in granting the patent because the Examiner 
overlooked the most pertinent prior art, namely the German 
patent. Defendant-appellee argue that the German patent 
is more relevant than Phelps because it overcomes the 
following purported deficiencies of Phelps: 


Appellee’s Argument 

(1) the cellophane film of 
Phelps is not thermo- 
plastic 


(2) In Phelps, no provision 
is made to seal the edges 
of the ribbon 


(3) Phelps’s backing  at- 
tached only at intervals 


The Facts 


No evidence was introduced 
by defendants on this point. 
Some cellophanes are ther- 
moplastic.* 


This is also true of the Ger- 
man patent. The evidence is 
that the German ribbon does 
not have sealed edges (Tr. 
118). 


Figure 1 of Phelps and page 
2, column 1, lines 30-35 clear- 
ly state that the backing is 
attached along the entire 
length. Joining at intervals 
only occurs in the species of 
figures 3 and 4 in Phelps. 


* Some cellophanes are thermoplastic and therefore can be heat sealed, see 
The Condensed Chemical Dictionary, Sixth Edition (1961), page 234: “Ceto- 
oe * * * Heat sealing and moistureproof grades, among others, are avail- 
able.” 
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The German patent does not teach anything not shown 
in Phelps except that the adhesive joint along the edges 
could be made by melting the film into a non-meltable 
structure (silk) instead of using a separate adhesive. This 
is known as thermoplastic bonding, and is, of course, not 
‘fusing together’? the edges. Francis taught thermo- 
plastic bonding and was thoroughly considered by the 
Examiner. Each of these patents including the German 
patent are in the same class and subclass, which was 
searched by the Examiner (Tr. 700). The German patent 
does not teach anything which was not shown in the file 
wrapper references. Hence, there is no basis for con- 
cluding that the German patent was not considered by the 
Examiner or that its vague teachings authorize a dis- 
regard of the statutory presumption. 


Where a patent is classified in the same class and sub- 
class searched by the Examiner, the presumption is that 
it was considered by the Examiner and rejected, see quota- 
tion from Artmoore Co. v. Dayless Mfg. Co., Inc., 208 F. 2d 
1, 4 (7th Cir., 1953) at pages 32-33 of appellant’s brief. 


The Remaining Miscellaneous Arguments With 
Respect to Count One are Without Merit. 


Defendant-appellee argue on page 26 that statements by 
the District Court during final argument cannot be relied 
on to establish error. None of the cases cited are in point 
since none related to statements by the Court at a final 
hearing after a trial and immediately before an oral opinion 
or related to the legal standards to be applied. Substantial 
injustice will result if errors in application of legal stand- 
ards must be contained in a District Court opinion before 
they could be relied on to show reversible error. The 
opinion here-involved was rendered from the bench im- 
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mediately after the statement by the Court quoted at 
pages 20 and 21 of appellant’s brief. 


Defendant-appellee argue on p. 30 of their brief that 
‘fany result flowing from Ploeger’s device would likewise 
flow from the German device’’ in view of the identity of 
structure. The argument is based on the false premise 
that the patented ribbon is identical to the ribbon of the 
German patent. If there is anything which is obvious in 
this suit, it is that these two ribbons are not identical and 
that no one testified as alleged by defendants in their brief. 


Since no one has ever seen the ribbon in the German 
patent, and since the disclosure of the German ribbon was 
not understood by defendants’ expert on patent law (Tr. 
561-564), it is sheer speculation to say that both ribbons 
produce the same results. Further, Mr. Ploeger testified 
that he made ribbons like the German patent and that they 
did not have characteristics of his ribbon (Tr. 116-118). 


The ribbons like the German patent leaked at the edges 
and curled. 


Defendant-appellee allege at pp. 13 and 25 that plain- 
tiff ‘‘blows hot and cold’’ since it did not prove that de- 
fendants’ ribbon had the features referred to when dis- 
cussing validity. To begin with, the printing portion of 
defendants’ ribbon is identical with the patent ribbon 
(Tr. 212). Mr. Farrell admitted he could not tell who made 
the accused ribbons (Tr. 623). Mr. Wolowitz likewise 
testified he could not tell whether the accused ribbon had 
paste ink (Tr. 668) Absorbency cannot be tested once de- 
fendants have inked their ribbon. Mr. Farrell, the man 
who made defendants’ ribbon, admitted that Spellright 
ribbons were made from material not processed by plain- 
tiff (Tr. 621) and that they had a reservoir (Tr. 589). 
Hence, the allegations are without merit. 
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It is argued by defendant-appellee on p. 3 of their brief 
that the preferred embodiment of the patented ribbon is 
one wherein the fabric is silk or cotton. It is argued that 
nylon fabric is not covered by the preferred embodiment 
illustrated in the drawing. This argument is without 
merit. The patent in suit states in column 2, lines 5-9 as 
follows: 


‘Referring to the drawing, the printing ribbon of 
the present invention is generally designated as 10. 


‘‘Printing ribbon 10 comprises an elongated strip 
12 of a flexible, pliable, and absorbent material, such 
as a woven strip of cotton, silk or nylon, . . .”’ [Em- 
phasis added] 


Defendant-appellee argue on pp. 32-34 of their brief that 
the patent disclosure is incomplete or indefinite. This 
allegation begins with the incorrect premise that the claims 
cover silk or cotton. Since neither silk nor cotton can be 
fused, they are outside the scope of the patent claims. 


The scope of the patent is defined by the claims and not 
the specification, see column 2, lines 65-99 of the patent in 
suit. Defendant-appellee complain that the patent claims 
do not recite the type of ink nor the increased absorbency. 
Improved results such as increased absorbency need not be 
recited in claims and probably would be rejected as func- 
tional if they were recited in the claims. 


The Patent Office was satisfied that the structural fea- 
tures which define the invention were recited in the claims. 
A patentee may rely on all advantages which flow from the 
structure disclosed and claimed, and need not understand 
the scientific principle as to how and why the results are 
attained. The Supreme Court in Diamond Rubber Co. v. 
Consolidated Tire Co., 220 U. S. 428, 435, 437; 55 L. ed. 
527, 532 (1911), decided a case which has been often used 
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as precedent to the effect that latent features of an inven- 
tion undisclosed at the time of filing may be used to support 
a patent under test of litigation. The decision by Justice 
McKenna states: 
“A patentee may be baldly empirical, seizing nothing 
beyond his experiments and the result; yet if he has 
added a new and valuable article to the world’s utilities 
he is entitled to rank and protection of an invention. 
And how can it take from his merit that he may not 
know all of the forces which he has brought into opera- 
tion? It is certainly not necessary that he understand 
or be able to state the scientific principles underlying 
his invention, and it is immaterial whether he can stand 
a successful examination as to the speculative ideas 
involved.” 


Judge Learned Hand, relying on the Diamond Rubber 
case in Simplex Piston Ring Co. of America, Inc. v. Horton 
Gallo Creamery Co., 61 F. 2d 748, 750 (2nd Cir., 1932) 
stated: 


“The second function—that of Iubrication—is as we 
have said, a gloss upon the patent. We agree that this 
is not fatal; a patentee may invoke im support of his 
invention advantages of which he was not aware.” 
[Emphasis added.] 


It is argued by defendant-appellee on page 12 of their 
brief that the Court did not resolve the issue of infringe- 
ment. Defendants rely on the statements on page 14 of 
the opinion which merely state that the Court is not re- 
solving at this time the questions of damages for infringe- 
ment. The Court on page 12 of its opinion stated that it is 
resolving the question of infringement. On page 13 of its 
opinion the Court found that the aceused ribbon read on 
the plaintiff’s patent. At the bottom of page 14 of its 
opinion, the Court resolved the issues of count one in favor 
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of defendants only on the ground that the patent was 
invalid. 

It is argued by defendant-appellee on p. 35 that the 
capillary effect depends on the type of ink used and the 
size of the spaces through which the capillary action is to 
take place. This allegation is contrary to the evidence. 
At the trial, plaintiff demonstrated that its ribbon has an 
absorbency which was 500% greater than another ribbon 
of the identical fabric and using the zdentical ink (Tr. 130- 
135). 


It is argued by defendant-appellee on p. 13 of their 
brief that plaintiff did not attempt to dispute or explain 
away the result of Wolowitz’s tests. There is no merit 
to this contention nor to the Wolowitz tests. When plain- 
tiff sought to pursue this matter on cross examination, the 
Court prevented plaintiff from doing so and stated (Tr. 
669) : - 

« _ . Lattach no significance to his statement that the 
exhibit was structured according to some prior patent.” 


The Second Cause of Action is Appealable. 


Defendant-appellee argue that the second cause of action 
is not appealable because review by this Court would vio- 
late the double jeopardy provisions of the Fifth Amend- 
ment. The argument has no merit. It is a basic principle 
that double jeopardy does not apply to a civil action which 
does not seek to restrict or deprive a person of his liberty. 
Thus, double jeopardy only applies to criminal cases, Hel- 
vering v. Mitchell, 303 U. S. 391, 404, 58 S. Ct. 1443, 82 L. 
Ed. 917 (1938) wherein the Court stated: 


«* * * jn the civil enforcement of a remedial sanction 
there can be no double jeopardy.” 


The only penalty provided in 35 U. S. C. 292 is a fine. 
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During an argument with respect to discovery in this 
lawsuit on September 20, 1963, Judge Holtzoff stated on p. 
53: 

“The Court: I agree with Judge Byers that there is 
a clear distinction between a penal statute and a crimi- 


nal statute. This is not a criminal statute. It is a 
penal statute.” 


Judge Byers had held that 35 U. 8. C. 292 is not criminal 
but rather penal, Sippit Cups, Inc. v. Michael’s Creations, 
Inc., 180 F. Supp. 58 (E. D. N. Y., 1960). 


With respect to the second cause of action, appellant’s 
statement of the issues relate to legal standards. If this 
Court agrees that the legal standards applied by the Dis- 
trict Court were improper, it may reverse or remand for 
further proceedings. For a case in point wherein an ap- 
peal was filed by the plaintiff because of the legal standards 
applied in the District Court in an action involving false 
patent markings, see London v. Everett H. Dunbar Cor- 
poration, 179 F. 506 (1st Cir., 1910). 


Accordingly, the second cause of action is appealable. 


The Charge of False Marking Has Merit. 


It is argued by defendant-appellee on page 38 of their 
brief that the charge of false marking is without merit 
because if the leaflets were sent out it was an error since 
there was no intent to send out the leaflet. This argument 
is a reversal of defendants’ position taken at the trial. 


Tn the opening statement by defendants at the trial it was 
argued that defendants’ use of the words “Patented Con- 
struction Backing” was a true statement since Scotch tape 
is patented (Tr. 83). No proof was offered by defendants 
in that regard. At the trial the testimony of Mr. Kauf- 
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man was relied on by defendants to show that the use of 
“Patented Construction Backing” was without any intent 
to deceive. 


The record shows conclusively that Mr. Kaufman’s testi- 
mony could not possibly have the effect of showing no in- 
tent to deceive. See cross examination at Tr. 255: 

“Q. Did you personally prepare that information? 

A. No, one of the writers in our office prepared it. 

Q. Did you, however, supervise it at any time or 
review it? 

A. No, I just passed the information along to the 
copywriters, who processed it and saw that it was ap- 
proved and printed.” 


Mr. Kaufman stated that he received the information for 
the leaflet from Mr. Wolowitz or his sister, Mrs. Jacobs 
(Tr. 256). Mrs. Jacobs, who is sales manager for Spell- 
right Corp. denied communicating anything in regard to 
“Patented” to Mr. Kaufman (Tr. 389). Likewise, Mr. 
Wolowitz denied communicating anything in regard to 
“Patented” to Mr. Kaufman (Tr. 634). Hence, no evidence 
whatsoever was introduced to show that the person re- 
sponsible for inserting the words “Patented Construction 
Backing Keeps Type Clean” in the leaflet did so without any 
intent to deceive. Hence, the circumstantial evidence sub- 
mitted by plaintiff was not rebutted. 


It is stated by defendant-appellee on page 18 of their 
brief that defendants used a different leaflet with its “ex- 
perimental” ribbons and there is no proof that PX7a was 
sent out with the “experimental” ribbons. The leaflet was 
obtained by purchasing a ribbon in a department store. The 
leaflet and ribbon were both in the same box. The Court 
correctly ruled that the ribbons were not “experimental” if 
they were shipped to a retail store for resale (Tr. 403, 404). 
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No specimen of the mysterious mimeographed sheet which 
purportedly was sent out by defendants with their so- 
called experimental ribbons was ever produced, described, 
or its absence explained. 


The Evidence on the Third Cause of Action Makes 
Out a Prima Facie Case. 


Tt is argued by defendant-appellee on page 39 of their 
brief that the Court’s finding of a confidential relationship 
which included permission to use the process by defend- 
ants in their business is a finding of fact which controls 
on appeal. The finding is not a finding of fact but rather 
a legal conclusion or opinion. Even if the finding be one 
of fact, it is clearly erroneous for the reasons set forth 
in our main brief. 


It is argued that plaintiff never alleged that the British 
Patent No. 961,108 of defendant Wolowitz constituted a 


breach of the agreement. Plaintiff argued this point on 
page 15 of its trial brief. 


It is argued that plaintiff does not claim any damages. 
This is an inaccurate statement. In the pretrial order the 
plaintiff stated, it does not claim any “special” damages 
as opposed to general damages. Black’s Law Dictionary, 
3rd Edition, pages 499, 500 states: 


“Damages are either general or special. General dam- 
ages are such as the law itself implies or presumes to 
have accrued from the wrong complained of * * * spe- 
cial damages are such as did in fact accrue to the par- 
ticular individual by reason of the particular cireum- 
stances of the case” [citations omitted] [emphasis 
added]. 


The fact that plaintiff does not claim any special damages 
has no bearing whatsoever on its right to collect general 
damages. 
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Conclusion. 


The Ploeger patent represents an unobvious contribu- 
tion to the art and fulfills the Constitutional purposes of 
our patent system and was infringed. The defendant-ap- 
pellee have clearly violated the spirit and the letter of 35 
U. S. C. 292. The defendant-appellee have breached a 
confidential relationship by acts motivated by profit. 
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